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2 Foreword 

FOREWORD 

Functional interpretation is a recurrent thread running 

through this year’s case law review. Purposive and func-

tional specifications in a claim can contribute to validity if 

they describe the claimed subject-matter spatially and 

constructionally from the perspective of a person skilled 

in the art, in other words if the skilled person knows how 

the purposive and functional specification is to be imple-

mented and he can in fact infer constructional guidance 

from it. If that is the case, however, the feature must also 

be subjected to examination in infringement proceedings. 

In order to collate these and similar patent interpretation 

issues that may impact infringement and validity proceed-

ings alike, we depart in this year’s review from our previ-

ous structuring and introduce a separate section in which 

we report on judgments relating (primarily) to patent in-

terpretation. 

A recent judgment handed down by the Federal Consti-

tutional Court could make it more difficult to conduct tem-

porary injunction proceedings, particularly when an ex-

parte injunction is sought (i.e. without the opponent being 

heard). 

In the courts of instance, there is one judgment on the 

granting of licences in communities of co-inventors that 

stands out, and some interesting new twists on standard-

essential patents, that will be music in the ears of patent 

pool managers, are emanating from the Düsseldorf 

courts. 

April 2019 EISENFÜHR SPEISER
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 PATENT INTERPRETATION 

1. Specifications of purpose and function in patent claims 

Federal Court of Justice, judgment of 24.04.2018, X ZR 50/16 – Gurtstraffer 

BACKGROUND 

An opportunity to present a statement of position on two 

classic issues in patent law, and thus to develop and 

specify its established legal practice, was presented to 

the Federal Court of Justice in recent revocation appeal 

proceedings. The first issue concerns the significance of 

specified purposes and functions in patent claims, the 

second, no less interesting, issue concerns the evaluation 

of inventive step. 

In contrast to use claims which limit the extent of protec-

tion to a specific use only (see also the Court’s Cryptos-

poridium judgment, discussed in our 2017 Case Law Re-

view), functional terms in claims have always been under-

stood to be non-limiting, in principle. The patent proprie-

tor who included functional terms in the claim, basically 

wants to stop any kind of use (= absolute protection of 

property). In certain particular cases, however, purposive 

and functional specifications may also have the effect of 

limiting the scope of protection conferred – namely when 

they (indirectly) define specific structural and physical re-

quirements to be met by the protected subject-matter. 

When that is the case, a specified purpose or function can 

also be the basis for novelty and inventive step. Infringe-

ment and validity issues go hand in hand, in other words. 

The judgment under review is also of systematic interest 

where it addresses inventive step. Opposition proceed-

ings against a parallel European patent, involving the 

same facts and in which the patent had been upheld, had 

already been conducted before the European Patent Of-

fice (see decision T 1858/15). This provides an oppor-

tunity to compare different assessments of substantially 

the same facts and arguments by two different deciding 

bodies. 

DECISION 

The respondent was the proprietor of a patent relating to 
a ‘belt tensioner drive’ comprising a particular gear ar-
rangement – namely with two 90° angle gears, a first gear 
being a worm gear and the other, second, gear likewise 
being a worm gear, or alternatively a spur gear. 

The Federal Patent Court had revoked the patent in its 
entirety because the subject-matter did not involve an in-
ventive step. Although it was novel over citation D3, in 
that the latter merely disclosed a retractor device instead 
of a tensioner for safety belts – i.e. it did not disclose the 
specific purpose of tensioning, the subject-matter was 
deemed obvious from citation D2. The device disclosed 
in D2 differed from the subject-matter of the patent 
merely in that the second gear was embodied as a worm 

gear, whereas a crown gear (and thus a 90° angle gear, 
but not a worm gear) was proposed for the first gear. For 
a skilled person looking for a way of reducing noise, it was 
already obvious from his technical knowledge (which was 
demonstrated during the proceedings in the form of ex-
tracts from textbooks) to design the first gear, too, as a 
worm gear, particularly since D3 also showed such a se-
ries connection of two worm gears.  

That judgment was reaffirmed by the Federal Court of 
Justice. 

The expression ‘belt tensioner drive’ had to be inter-
preted, as a specification of function, in such a way that 
the claimed subject-matter also had to be capable of  
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being used for the purpose specified in the claim (in addi-
tion to fulfilling other structural and physical features), or 
for performing the specified function (‘tensioning belts’). 
In the case under consideration, that was not the case for 
the retractor device known from D3. The purely physical 
features were realised – but it was not possible to 
achieve the function protected by the patent with the de-
vice known from D3. That ‘retracting’ is not the same as 
‘tensioning’, or that tensioners are components with rel-
evance for safety, proved to be convincing arguments. 
The criterion required by the Federal Court was ‘objective 
suitability’ for performing the specified purpose or func-
tion. What it did not require, in contrast, was the actual 
disclosure of that purpose – in that respect, the mere re-
traction device for safety belts in D3 was definitely not 
suitable for tensioning a belt, because in that citation, two 
worm gears were connected in series and allowed only 
relatively slow retraction of the belt. 

The Federal Court of Justice provides detailed reasoning 
regarding the question of inventive step, and bases that 
analysis on the older Rauchgasklappe and Farbver-

sorgungssystem decisions. 

For the Federal Court of Justice (and also for the Board of 
Appeal of the European Patent Office), the point of depar-
ture for its analysis was the finding that citation D2 did 

not contain any specific pointer to a worm gear, but only 
mentioned a crown gear and a bevel gear as variants for 
the first gear. Both gear types caused a high level of 
noise, due to the hard engagement of gear teeth. 

Another issue raised before the EPO Board of Appeal was 
that the teachings of D2 and D3 could not be combined 
(a skilled person would not have considered the teaching 
of D3, because the device it disclosed did not allow any 
tensioning), and that, due to the acceptance of worse 
transmission ratios resulting from the hard engagement 
of gear teeth, a skilled person was not prompted to com-
bine the two documents (D2 deliberately teaches two dif-
ferent gear types because this allows an adequate trans-
mission ratio for tensioning to be achieved, which means 
a skilled person would not simply take two gears of the 
same type, as he would want to avoid these disad-
vantages). 

Precisely those arguments failed to convince the Federal 
Court of Justice, however. A skilled person is already 
aware of the worm gear variant from D2 itself. He is 
therefore capable of deploying this type of gear for the 
first gear also. He just has to be willing to accept the dis-
advantages associated with the worm gear. Accepting 
disadvantages cannot substantiate an inventive step, 
however. 

ASSESSMENT 

The case law of the Federal Court of Justice has proved to 
be consistent with regard to purposive and functional spec-
ifications. Rather than interpret such a claim as a ‘use claim 
in disguise’, the Federal Court of Justice requires objective 
suitability (for achieving the purpose or performing the 
function), thus keeping to the basic principle of absolute 
protection of property and without the additional conditions 
laid down in case law with regard to use claims having to 
be transferred. Specifications of purpose and function can 
still be used to produce novelty. They continue to be an 
effective means when drafting patent claims and help to 
avoid limiting the extent of protection unduly, in structural 
terms, to an embodiment with a specific design. 

As regards inventive step, the judgment shows once again 
how the European Patent Office takes a significantly more 

formal approach in comparison with the established prac-
tice of German courts. In cases before the Boards of Ap-
peal, attention tends to centre primarily on the extent to 
which documents can be combined, whereas the courts in 
Germany tend to focus on the skilled person and his or her 
(average) capabilities. Furthermore, the Federal Court of 
Justice appears to be introducing (as most recently in the 
Farbversorgungssystem and Kinderbett decisions) a 
kind of lower threshold up to which a skilled person, even 
in the absence of specific prompting to combine several 
documents, can proceed in an obvious manner without an 
inventive step being involved. This must be taken into ac-
count by practitioners in validity proceedings. (Fegers) 
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2. Process claim vs product claim 

Federal Court of Justice, judgment of 30.01.2018, X ZR 27/16 – wasserdichter Lederschuh 

BACKGROUND 

In patent validity proceedings, the Federal Court of Jus-

tice frequently also provides a detailed interpretation of 

the contested patent and in some cases corrects the in-

terpretation made by the Federal Patent Court. The prec-

edents it establishes often underscore how important pa-

tent interpretation is in any disputes involving patent law, 

and that the greatest care must be exercised in this re-

spect. 

In the case under consideration, the Federal Court of Jus-

tice was concerned with the interpretation of a process 

claim, and of a product claim parallel thereto, at least in 

technical respects. Even minor differences in the wording 

of claims can lead to completely different results. 

 

 

DECISION 

The Federal Patent Court had revoked the contested pa-

tent in its entirety at first instance. In the granted version, 

the contested patent had a claim 1 with which protection 

was claimed for a process for waterproofing leather. 

Claim 10 related, as a separate independent claim, to 

leather waterproofed by a process according to claim 1, 

and another separate independent claim protected a shoe 

made of the leather of claim 10. 

In the appeal before the Federal Court of Justice, the pa-

tent proprietor defended the patent initially in the version 

as granted, in which process claim 1 included the follow-

ing two features that were of special relevance for the 

decision: 

(a) The process is for waterproofing leather. 

(b) A semi-permeable membrane is pressed onto the 

internal surface of the leather [this is specified in 

more detail in the features that follow]. 

The patent proprietor also filed an auxiliary request in 

which the first two features of a product claim were 

worded as follows: 

(a) The shoe comprises an upper of waterproofed 

leather, or a sole of waterproofed leather. 

(b) The leather part is waterproofed by a process in 

which at least one semi-permeable membrane is 

pressed onto its internal surface [this is specified 

in more detail in the features that follow] 

The auxiliary request did not differ technically from the 

claim as granted. Nor did it add any further features. The 

difference between the main request and the auxiliary re-

quest took the form, rather, of a change of claim cate-

gory: instead of a process, a product was now being 

claimed. 

The Federal Court of Justice now ruled that the granted 

version of claim 1 was not inventive, but upheld the con-

tested patent in the form according to the above auxiliary 

request. 

The judgment focuses initially and in detail on the inter-

pretation of the two claims. With regard to the claim as 

granted, the Federal Court of Justice noted that the pro-

cess was not limited to manufacturing a shoe or articles 

of clothing. Nor was it clear that one side of an unpro-

cessed leather basically has characteristics that allow it to 

be used only as an internal or as an external side. For that 

reason, feature (b) of the granted claim, according to 

which a membrane is applied to the internal surface, 

must be viewed as merely purposive. All that is specified, 
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therefore, by feature (b) of the granted claim, according 

to the Federal Court of Justice, was that the leather pro-

vided with a membrane must be suitable for being used 

‘in accordance with its purpose’ – meaning with the pro-

cessed surface on the inner side of a shoe or article of 

clothing. 

A different assessment is arrived at by the Federal Patent 

Court with regard to feature (b) of the auxiliary request, 

because the shoe claimed therein includes a leather part 

that has been processed and used by the process accord-

ing to the patent. The interior surface according to feature 

(b) of the auxiliary request is therefore the inner side of 

the leather upper or the leather sole of a shoe. 

In view of that interpretation, the Federal Court of Justice 

then considers the prior art and in particular a document 

relating to the impregnation of leather for shoes or cloth-

ing. The Federal Court of Justice comes to the conclusion 

that the impregnation disclosed therein anticipates the 

teaching of feature (a) not only in the version as granted 

but also in the version according to auxiliary request. 

That said, the aim of the citation is not to use the impreg-

nated surface of the leather as a shoe or garment. Nor is 

that necessary, however, as far as the granted version of 

the contested patent is concerned. The only crucial as-

pect is that a suitably impregnated leather can be used as 

an inner side. The older document also discloses the 

teaching of feature (b) in the granted version, therefore. 

The Federal Court of Justice takes a different view re-

garding feature (b) of the auxiliary request, because there 

is no suggestion in the cited document of actually using 

impregnated leather in such a way that the treated sur-

face is on the inside. That, however, is what the version 

according to the auxiliary request requires – in contrast to 

the granted version. The patent therefore had to be up-

held with the scope of the auxiliary request. 

 

ASSESSMENT 

The ruling handed down by the Federal Court of Justice 

deserves respect because it shows that claims with iden-

tical technical content can also confer protection of differ-

ing extent. It was ultimately the change from a process 

claim to a product claim that led the patent proprietor to 

success in this case. 

The decision also shows that features that are not 

worded as such may be specifications of purpose, alt-

hough the latter are only to a limited degree suitable for 

delineating an invention from the prior art – in that respect 

the Federal Court of Justice has maintained its estab-

lished practice. As long as they do not imply specific, 

mandatory stipulations regarding the properties of an ob-

ject, they do not help to delineate the invention from the 

prior art. (Müller) 
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3. Dependent claims as an aid to interpretation 

Düsseldorf Upper District Court, judgment of 03.05.2018, I-2 U 45/17 – Schutzmantel 

BACKGROUND 

Dependent claims play a special role in the interpretation 

of a patent. A basic principle is that the independent claim 

must be broader than the dependent claim, if the addi-

tional features of the dependent claim are not to become 

an (essential) element of the independent claim. A fea-

ture in a dependent claim cannot be part of the main 

claim, in other words. Important inferences for under-

standing the independent claim, and which are almost im-

possible to refute in practice, can therefore be drawn 

from the dependent claims. 

However, questions may ensue that are difficult to re-

solve, for example whether a dependent claim specifies 

a feature of the dependent claim in more detail (and 

therefore replaces it), or whether it contains additional 

features alongside those of the main claim. The Düssel-

dorf Upper District Court addressed such questions in the 

case under review. 

 

 

 

DECISION 

The subject-matter of the judgment being discussed was 

a patent for a protective cover for bicycle chains. The aim 

of the protective cover according to the patent was to pro-

tect the chain against dirt and thus to make it less prone to 

wear. The heart of the invention lay in the cross-sectional 

shape of the protective cover, which was designed in such 

a way that the protective cover  

(i) is held against the drive chain and 

(ii) is centred by the drive sprocket. 

Dependent claims 2 and 3 of the patent in suit further spec-

ified that the protective cover extends over both chainrings 

and over the chain line running between the two chainrings 

(“full chain protection”). Claim 5, which referred back to 

said claims 2 and 3, specified, on the other hand, – with 

wording almost identical to claim 1 – that the protective 

cover is held against the drive chain and is centred on the 

drive sprocket. 

The setup on the bicycles of the defendant was such that 

the full protection that enclosed both chainrings and the 

chain line therebetween was centred in the region of the 

chainrings, but was held in the region of the chain line. 

Holding and centring thus occurred in different and sepa-

rate sections of the chain path. The question whether the 

patent in suit requires that both occur in the same region 

thus acquired key importance. 

The Düsseldorf Upper District Court came to the conclu-

sion that holding and centring must both occur in the region 

of the drive sprocket, and dismissed the infringement ac-

tion for that reason. 

The court focused on claim 1 first of all and established that 

it suffices if there is chain protection in the region of one 

chainring only. As the claim also refers to the chain protec-

tion being held and centred “there”, i.e. in the region of the 

drive sprocket, both functions have to be realised at that 

place.  

This then leads to the question (not explicitly formulated by 

the court) whether independent claim 5 departs from that. 

Claim 5, which specifies full chain protection due to the ref-

erence back to claim 2 and claim 3, could be understood in 

such a way, for example, that two functions can be realised 

in different regions of the chain path in the case of full chain 

protection. 
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However, the court stated in its judgment that claim 5 does 

not specify further details of claim 1 in this respect, but 

merely contains an additional feature: in addition to the 

centring and holding in the region of the drive sprocket 

specified by claim 1, claim 5 specifies holding and centring 

in other regions of the chain as well. The requirements of 

claim 1 must also apply to claim 5, due to the reference 

back to claim 1, according to the court, and claim 5 could 

only be understood in such a way, therefore, that it speci-

fies a further spatial extension of the holding and centring 

function. 

 

ASSESSMENT 

In the written grounds for judgment, at least, the interpre-

tation provided by the Upper District Court is very lean 

where it matters most. The crucial point was whether 

claim 5 (a) specifies in greater detail the requirements of 

claim 1 in the case of full chain protection such that, in 

that case, holding and centring in different regions is also 

in accordance with the patent, or whether instead it (b) 

adds to claim 1 the option of holding and centring occur-

ring in additional regions. In the end, the court lets the 

reference back to claim 1 suffice in that respect, thus (im-

plicitly) admonishing the patentee that it should have 

claimed a more detailed specification with greater clarity. 

This decision shows how formally the courts in Germany 

approach the interpretation of claims on the basis of the 

dependent claims. The reference back to claim 1 compels 

one to incorporate all the features of the main claim into 

the dependent claim. Even if a different view could be 

inferred from the description, the systematics of the 

claims are decisive in this respect. 

For proprietors of IP rights, this means that the depend-

ent claims, too, must be checked meticulously during 

prosecution. Even though they are only rarely examined 

in closer detail by patent offices, their importance for de-

termining the extent of protection conferred cannot be 

overstated. (Müller) 
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4. Perspective of the skilled person at the priority date 

Düsseldorf District Court, judgment of 12.07.2018, 4a O 39/18 – Antikörpergemisch 

BACKGROUND 

Once a patent application has been filed, it always takes a 

number of years until a patent is granted, and in most 

cases even more time before a patent is enforced. Many 

patents are not sued upon in court until the last third of 

their term. 

In such a situation, it is then necessary to think back into 

the mind of a skilled person at the priority date in order to 

interpret the teaching of the patent correctly. That applies 

not only when assessing novelty and inventive step, but 

also in infringement proceedings when determining the ex-

tent of protection. Technical discoveries and developments 

that have arisen since the priority date must not play a role 

when examining for patentability, nor may they alter the 

extent of protection conferred by the patent. 

That principle, and subsequent problems that arise, were 

the focus of the Antikörpergemisch decision of the Düs-

seldorf District Court, in which some important points of 

reference for the interpretation of patents were identified. 

DECISION 

The judgment under review here was handed down in 

temporary injunction proceedings – a key aspect, in that 

the facts relevant to the decision must be convincingly pre-

sented in such proceedings. If the applicant for injunction 

fails to furnish prima facie evidence, procedural law does 

not allow any taking of evidence, and the application for the 

injunction must be dismissed if the facts are relevant to the 

decision. 

In this case, the applicant was the exclusive licensee of a 

patent relating to protein purification. The claim sued upon 

related to a composition comprising a mixture of Anti-

HER2 antibody and one or more acidic variants thereof, 

wherein the amount of the acidic variants is less than about 

25%. 

The applicant requested that a temporary injunction be 

granted against the applicant because the latter was selling 

a medicament which, in the view of the applicant, falls 

within the extent of protection conferred by the claim. It 

maintained that the ‘less than 25%’ concentration of the 

acidic variants, in accordance with the patent, was to be 

measured using methods known at the date of priority. If 

measurement is performed according to the method de-

scribed in the patent specification (using a Bakerbond col-

umn), the accused medicament has a concentration within 

the range specified in the patent. 

The Düsseldorf District Court did not accept that argument 

in the end and dismissed the application for temporary in-

junction. 

The court agreed in principle with the applicant – the point 

of reference for answering the question as to whether the 

accused product has a concentration of acidic variants of 

less than 25%, in accordance with the patent, is the date 

of priority. The court did not accept the respondent’s argu-

ment that its products actually had a concentration that 

was above that figure, because the results presented by 

the applicant were obtained using new measurement 

methods that were not available at that time. The court is 

thus affirming the basic principle that the date of priority 

forms the basis for patent interpretation and for determin-

ing the extent of protection. The fact that the accused prod-

ucts actually had a higher concentration of the acidic vari-

ants than could be measured with the methods available 

at the time does not detract from the fact of infringement. 

That the validity of the claimed priority date was called into 

question in parallel revocation proceedings did not stand in 

the way of that priority data being taken as a basis for anal-

ysis, in the view of the court. There was nothing to indi-

cate, firstly, that measurement methods which would have 

produced different results were developed between the 

priority date and the filing date, and secondly, a skilled  
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person looking at the patent in suit would indeed have as-

sumed that the claimed priority was valid. 

However, the court then elaborates that if a value is 

claimed without reference to a measurement method, that 

value will be understood as absolute by a person skilled in 

the art. A skilled person knows that different measurement 

methods can lead to different results. Specifying a concen-

tration without reference to a measurement method must 

therefore be understood to mean that said concentration is 

complied with according to all the measurement methods 

available at the priority date. Infringement depends, there-

fore, in the view of the court, on a concentration as speci-

fied by the patent being measured using all of those meth-

ods. 

The court held that the applicant had failed to furnish prima 

facie evidence in that regard. The facts and arguments it 

presented were limited to the fact that if the Bakerbond 

method mentioned in the description was used, that the 

concentration was less than the maximum 25% according 

to the patent. As noted in the judgment, however, that 

method is merely an embodiment. It is true that a patent 

cannot generally be interpreted in such a way that none of 

the embodiments fall under the claim any longer, but that 

does not mean that the claim is limited to a concentration 

measured using the Bakerbond method. Insufficient evi-

dence had been presented to show that a concentration of 

less than 25% would have been obtained using other 

measurement methods known at the priority date. For that 

reason, it was not possible, according to the court, to es-

tablish, with the necessary certainty, that the patent was 

infringed. 

 

 

 

 

 

ASSESSMENT 

The starting point in the grounds for the District Court 

judgment is certainly correct – the measurement meth-

ods available at the priority date are the point of reference 

for the question of whether there was compliance with 

the concentration specified by the patent. The accused 

products must therefore be tested using methods that 

are outdated when the patent is being enforced. This is a 

point that must also be kept in mind at all times when 

conducting FTO analyses. 

A critical view needs to be taken, on the other hand, of 

the court’s comment (albeit not relevant for the judg-

ment) that when interpreting the patent, there is no need 

to examine whether the priority was validly claimed, be-

cause a skilled person would assume this to be the case 

when looking at the patent. That view is too short-

sighted, because the relevant skilled person is not a real 

person, but a fictitious character. This fictitious character 

knows not only the entire prior art at the priority date, but 

also about the validity of the claimed priority. Whether or 

not an examination of priority makes sense in infringe-

ment proceedings, and especially in injunction proceed-

ings, or whether the infringement court is bound instead 

by the actual grant of patent, is a different matter, how-

ever. 

The assumption that a skilled person will determine com-

pliance with the claimed concentration on the basis of all 

the common methods available at the priority date, un-

less the patent in suit specifies otherwise, is not fully con-

vincing, either. It seems problematic, above all, when a 

measurement method is presented as appropriate in the 

patent specification, as is the case here. In this situation, 

there is much to support the notion that the measure-

ment method proposed by the patent itself is sufficient in 

any case to measure the claimed concentration. Having 

to measure it using all the available measurement meth-

ods would probably make it unreasonably difficult to fur-

nish proof of infringement and to enforce the patent. It 

would also entail substantial risks for potential infringers, 

ultimately, because they, too, cannot rely on their prod-

ucts being outside the scope of protection according to 

the methods specified in the patent. Instead, they would 

have to conduct further measurements using other meth-

ods that were common at the date of priority. (Müller) 
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 PATENT INFRINGEMENT / CLAIMS 

5. Enforceability of the claim to information 

Federal Court of Justice, court order of 25.09.2018, X ZR 76/18 – Werkzeuggriff 

BACKGROUND 

As implementation of the European Enforcement Di-

rective, the German Patent Act (PatG) grants the patent 

proprietor, in Section 140b PatG, a right to information on 

the channels of distribution and on the commercial cus-

tomers of infringing goods. That entitlement is limited 

only in cases where it is disproportionate, and in certain 

situations the providing of information is also subject to 

the proviso that the information be given to a certified ac-

countant only. 

When the latter proviso applies, the debtor party can pre-

sent a list of customers and receivers of offers to a certi-

fied accountant specified by the creditor (rather than to 

the creditor itself), and the accountant is obligated to 

maintain confidentiality towards the creditor. In that case, 

the certified accountant may only inform the creditor, in 

response to a specific enquiry, whether a particular cus-

tomer or receiver of an offer is on the list. However, this 

option is only available to the debtor in exceptional cases 

– namely when the claim to information is ‘disproportion-

ate’, for example when no further infringements are to be 

expected and when claims to compensation have already 

been settled. The purpose of the claim to information is 

to reveal the channels of distribution of patent-infringing 

products and to check whether claims can likewise be as-

serted against third parties involved in distribution (cf. the 

Kleiderbügel decision of the Federal Court of Justice). 

The weighing up of interests that is laid down in general 

civil procedure law (Section 712 of the Code of Civil Pro-

cedure (ZPO)) now plays a crucial role in asserting this 

claim to information under patent law. 

In order to postpone enforcement of the claim to infor-

mation (until a final decision on it has been reached), the 

debtor may request that execution measures be tempo-

rarily suspended. Such a request must be submitted in 

the appeal instance and requires that enforcement of the 

claim to information would cause the debtor irreparable 

harm – although the debtor is not heard with such argu-

ment if the creditor has an ‘overriding interest’.  

In the case under review, the Federal Court of Justice had 

to perform such a weighing up of interests in respect of 

a situation that frequently arises in patent disputes, in 

practice. How do interests weigh up when the patent in 

suit has already expired? Might one have to assume – in 

the normal case, at least – that the patent proprietor is 

unable to enforce its claim to information? 

 

DECISION 

The District Court had ordered the patent-infringing de-

fendant to provide information, inter alia, although the pa-

tent in suit had meanwhile expired. After the claim to in-

formation had been confined to activities in the period up 

to the expiry of the patent, the Upper District Court in 

Karlsruhe dismissed the appeal lodged by the defendant. 

It was not until proceedings before the Federal Court of 

Justice that the defendant requested temporary suspen-

sion of execution measures, insofar as it had been or-

dered to render accounts without the proviso of a certi-

fied accountant being used. 
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The Federal Court of Justice denied that request for two 

reasons. 

The first question to be answered was whether the re-

quest for protection against enforcement had already 

been made in the appeal instance. The defendant pro-

vided an affidavit that it had made such a request at the 

hearing before the court of appeal, but that was not suf-

ficient, according to the Federal Court of Justice. Such a 

material request should have been mentioned in the ap-

peal judgment (or, alternatively, in the record of the hear-

ing at least). The request for protection against enforce-

ment was therefore only deemed to have been made in 

the appeal instance on points of law, and for that reason 

alone was dismissed by the Federal Court of Justice. 

In a second line of argument, however, the Federal Court 

of Justice did not pass up the chance to make further 

comments (in an obiter dictum) that point beyond the 

case under consideration. 

Requiring that a certified accountant be used is pre-

cluded, in principle, in the case of a claim to information 

under Section 140b PatG. Although the harm caused to 

the debtor by disclosing its customers could not be rem-

edied, as a rule, the debtor had to accept this ‘irreparable 

harm‘ because the law attaches greater weight to the 

creditor’s interests. This is because the claim to infor-

mation can even be enforced by temporary injunction, 

and the debtor’s interest can override that only in excep-

tions – namely when enforcing the claim to information 

has disproportionate impacts in the specific case. 

Having to provide information on customers is not dispro-

portionate even when the patent has already expired, and 

the fact that the defendant’s customers were supplied 

with many other products does nothing to alter that. Such 

circumstances do not justify involving a certified account-

ant, therefore. 

ASSESSMENT 

One can only agree with the decision reached by the Fed-

eral Court of Justice. 

The patent proprietor’s interest in identifying those who in-

fringe its patent must be accorded greater weight than the 

detriment suffered by the infringer as a result of having to 

disclose its channels of distribution. This clear-cut valuation 

in law cannot be undermined by a weighing up of interests 

that is provided by civil procedure law in order to take spe-

cial circumstances into account as well. The defendant will 

not be able to escape enforcement of the claim to infor-

mation (which can indeed be very inconvenient) if the only 

argument it can present is already factored into Sec-

tion 140b PatG anyhow. 

In particular, the Federal Court of Justice has clearly ruled, 

and correctly so, that a claim to information can be en-

forced for the period prior to the patent’s extinction, even 

when the patent has already been extinguished. Expiry of 

the patent’s period of protection does not affect claims to 

damages that have already arisen, and quantifying the lat-

ter is of course the primary purpose of the claim to infor-

mation. (Dumlich) 
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6. Infringement without “everyday component” / Proportionality of the order for 

recall 

Düsseldorf Upper District Court, judgment of 19.07.2018, 15U 43/15 – Beheizbarer Boden 

BACKGROUND 

The present case relates to a heatable plastic floor for pig-

let stalls. Three core issues had to be addressed, all of 

them relevant for practitioners, too, especially when con-

ducting freedom-to-operate analyses, designing worka-

rounds, or when assessing the prospects of success for 

infringement suits: 

• The accused product lacks a feature that is added 

by the customer. Is the manufacturer still commit-

ting a direct infringement of the patent? 

• How far does the functionally based interpretation 

of the claims extend? 

• Can a recall of the infringing products be de-

manded, or is replacement with a non-infringing 

form another (or the only) option when ruling 

against the infringer? 

 

 

 

DECISION 

Each of the patents in suit related to a heatable plastic floor 

for piglet stalls as shown in Figure 2, inserted below. 

A plate-shaped plastic floor according to the patent has an 

upper shell 1 and a lower shell 7, which are connected to 

each other in a fluid-tight manner and form a cavity through 

which a heating line 11 runs. The upper and lower shells 1, 

7 are spaced apart from each other by supports 6. A heat 

carrier fluid (e.g. water) which can be heated by means of 

the heating line 11 is filled into the cavity. 

The defendant manufactured its plastic floors without any 

heat carrier fluid. The water was not added until the final 

customer did so at the installation location. The question 

raised, therefore, was whether this constituted direct or 

contributory infringement. 

The following point should be made beforehand. When a 

supplied product does not realise all the features of a claim, 

then this can basically only be a case of contributory in-

fringement. Even in such a case, however, a patent can still 

be directly infringed, by way of exception, if 

(iii) the components offered or supplied already real-

ise all the essential features of the protected in-

vention and if  

(iv) all the buyer of the product needs to do is add 

some trivial, everyday components that are of no 

importance for the patented invention because 

the actual invention is not embodied in those in-
gredients. 

Although this principle has not been affirmed yet by the 

Federal Court of Justice, it is consistent with the line taken 
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by the courts in Düsseldorf, the rationale for which was ex-

plained in the Lungenfunktionsmessgerät decision (Düs-

seldorf Upper District Court, case no. I-2- U 122/09). 

In the present case also, the Düsseldorf Upper District 

Court has kept to that rationale. Given that the defendant’s 

customers filled an ‘everyday component’ (water) as a heat 

carrier fluid into the cavity of the plastic floor, thus giving 

rise to the product according to the invention, the defend-

ant must accept this ‘follow-up’ by its customer being as-

cribed to itself, as if it itself had supplied that ingredient 

along with the main product. The defendant was thus com-

mitting a direct infringement of the patent. 

The question of literal infringement arose in respect of 

another feature. 

The patents in suit specified that the supports 6 between 

the upper and lower shell have lateral openings 6a which 

are all oriented in the direction of a filling opening 5. Ac-

cording to the patent, the purpose of said openings was to 

prevent air bubbles from accumulating on the underside of 

the upper shell 1 when filling the heat carrier fluid into the 

cavity inside supports 6. The intention, rather, was that the 

underside of upper shell 1 come into contact with the heat 

carrier fluid over its entire surface, also in the region of sup-

ports 6, in order to ensure that upper shell 1 is heated uni-

formly. This orientation of lateral openings 6a of supports 

6 towards filling opening 5, located at a corner of the plate, 

can be seen in Figure 6 of the contested patent, as inserted 

below. 

The accused product likewise has supports which have lat-

eral openings in the form of open triangles in their upper 

region, as can be seen in the figure inserted below. 

In the accused product also, the filling opening was located 

in a corner of the plate, and the open triangles were all ori-

ented towards the short side of the plate – but not exactly 

towards the corner of the plate with the filling opening. The 

dispute centred specifically on whether those openings in 

the form of open triangles were ‘oriented in the direction 

of the filling opening’ within the meaning of the contested 

patents. 

The court interpreted said feature in functional terms. The 

feature only required an approximate orientation in the di-

rection of the filling opening and not, for example, a geo-

metrically exact orientation. No such exactitude was de-

fined in the patent in suit, according to the court, and an 

opening is not limited to a specific point, but includes an 

area which is dependent on its size. The expression ‘orien-

tation’ must similarly be understood rather as a general, but 

not necessarily exact specification of direction. A skilled 

person will base his understanding of this feature primarily, 

instead, on the specific technical purpose (function) that 

the patents in suit aim to pursue with this feature. Due to 

the lateral openings pointing approximately in the direction 

of the filling opening in the accused product, and likewise 

served the purpose of preventing bubbles, this feature is 

used, in the view of the court. In sum, the court thus ac-

cepts that there is direct, literal infringement of the patents. 

This led, finally, to the question of the proportionality of 

the claim to recall, which was characterised in the case 

under consideration by a special aspect of the case, 

namely that the products were manufactured by a com-

pany domiciled in Spain and offered for sale by a German 

sales partner. The defendant was the manufacturer domi-

ciled in Spain. 

The court firstly affirmed the principle that a claim to recall 

can also be asserted against an infringer domiciled in a for-

eign country – even if it does not own or possess any ac-

cused product in Germany. In the present case, however, 

the court deemed the full recall of product against reim-

bursement of the purchase price to be disproportionate 

and substantiated that view with the fact that the infringer 

already had a patent-free technology for circumventing the 

patent. In this patent-free circumventing technology, the 

upper shell is turned 180° so that the triangular openings 

are clearly oriented away from the filling opening. (Nor had 
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the plaintiff attacked this product.) Since the upper and 

lower shell of the plates are welded together before being 

dispatched to customers, there is no risk, in this circum-

venting technology, of the orientation of the lateral opening 

being reverted by subsequent manipulation to the patent-

infringing state. This means that the patent infringement 

can be finally and reliably eliminated by the manufacturer 

removing the patent-infringing stall floors and replacing 

them with patent-free substitute floors. In the end, the 

court found against the defendant to that extent only. 

ASSESSMENT 

The amendment of the operative part of the judgment from 

full recall to replacement with a non-patent infringing alter-

native may remove the patent infringement in the case un-

der consideration here. However, that solution would ap-

pear to be dissatisfying for the patent proprietor. The in-

fringer could win customers with the advantages of the pa-

tented solution, customers that it may keep by means of a 

replacement – despite that replacement solution purport-

edly being more disadvantageous. 

Besides the question concerning the proportionality of the 

recall, this judgment also shows once again and in all clarity 

the aspects that need to be taken into consideration, in 

practice, when developing solutions that circumvent a pa-

tent. Simply ‘omitting a feature’, for example, does not 

even lead away from direct patent infringement if it con-

cerns an (everyday) component that must be added by cus-

tomers, as a matter of course, in order to make the inven-

tion work, and which must therefore be ascribed to the 

manufacturer/supplier. Furthermore, the literal meaning of 

the claimed features must always be determined in the 

context of the description of the invention and must be in-

terpreted in functional terms, where relevant. Caution is 

advised whenever a workaround achieves the same pur-

pose as the feature of the claim (be it only incidentally). 

(Winkelmann) 
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7. Statutory claims to injunctive relief, recall and compensation 

Düsseldorf Upper District Court, court order of 30.04.2018, I-15 W 9/18 – Rasierklingeneinheiten 

BACKGROUND 

In the last edition of our Case Law Review, we were able 

to report on two Federal Court of Justice decisions (one 

on competition law and the other on trademark law), in 

which it was ruled that the claim to injunctive relief – as a 

general sanction for infringement of intellectual prop-

erty – also includes a requirement to recall of infringing 

products. 

The precedents set by those rulings, which are now well 

known under the keywords RESCUE Tropfen (RESCUE 

drops) and Produkte zur Wundversorgung (wound 

treatment products), are now followed by the present de-

cision by the Düsseldorf Upper District Court. The deci-

sion was handed down in infringement proceedings and 

was the first to address the question whether and to 

what extent the recent case law of the Federal Court of 

Justice could be transferred to patent law as well. The 

statutory claims to injunctive relief, recall and compensa-

tion that ensue from patent infringement are basically 

identical in content to the claims under trademark law. 

However, the matter is more complicated than one might 

think at first sight. 

DECISION 

In this particular case, the plaintiff had initially obtained a 

temporary injunction against the defendants before the 

Düsseldorf District Court. The defendants were prohib-

ited by that injunction from selling certain razor blade 

units that infringe a patent held by the plaintiff. The de-

fendants stopped selling the razor blades and informed 

their customers (various drugstore chains) about the in-

junction. However, the defendants did not insist on their 

customers returning the products which had already been 

supplied. 

In the case discussed below, the plaintiff requested that 

a fine be imposed on the defendants. Referring to the 

aforementioned precedents set by the Federal Court of 

Justice, it asserted that the prohibitory injunction granted 

by the District Court, and the concomitant obligation to 

recall any infringing products, had been breached.  

The District Court dismissed the plaintiff’s request for im-

position of a fine, however, and the Upper District Court 

has now upheld the District Court decision (with regard 

to the point of interest here). 

In its grounds for decision, the Upper District Court firstly 

refers to the established legal practice of the Federal 

Court of Justice in the RESCUE Tropfen and Produkte 

zur Wundversorgung cases, in particular, noting that the 

duty to cease and desist was not normally exhausted by 

simply doing nothing. The obligee was also expected to 

take action to eliminate the ‘state of disturbance’ it had 

brought about, if mere inaction on the part of the infringer 

is to be seen as continuation of the infringement. 

However, the Court goes on to state that, in the case un-

der consideration, resale of the patent-infringing razor 

blade units by the defendants’ customers was not to be 

viewed as continuation of the defendants’ acts of in-

fringement. Although there is a causality between the de-

fendants’ acts of infringement and those of their custom-

ers, due to the customers being supplied by the defend-

ants, that causality could not be deemed a continuation 

of the defendants’ infringing acts by their customers, be-

cause the latter are legally separate and independent 

companies. 

The Court also points out that the German Patent Act in-

cludes two separate provisions for prohibitory injunction 

and recall. In the view of the Court, the claim to injunctive 

relief cannot have the same legal consequences – i.e. a 

duty to recall – as the claim to recall. The two provisions 
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differ in the preconditions they require, and the obliga-

tions to cease and desist and to recall products have to 

be asserted differently when enforcing a judgment. 

The court explicitly refers in that connection to the Fed-

eral Court of Justice decision in the Produkte zur 

Wundversorgung case and distances itself from said de-

cision. The distinction drawn by the Federal Court of Jus-

tice, according to which specific obligations to recall en-

sue from the claim to injunctive relief and abstract obliga-

tions to recall from the claim to recall, is criticised as er-

roneous. More specifically, the claim to injunctive relief 

cannot be used as a ‘workaround’ in order to achieve the 

legal consequences of the claim to recall, especially since 

a claim to recall cannot be enforced by temporary injunc-

tion. 

ASSESSMENT 

The Düsseldorf Upper District Court decision reflects the 

criticism of the Federal Court of Justice that had been 

strongly voiced – also by judges, although only outside 

courtrooms so far. Such a manifest departure from the 

case law of the higher Federal Court of Justice is notewor-

thy, however, even for the self-confident court in Düssel-

dorf. 

In terms of legal doctrine, the case law of the Federal Court 

of Justice does indeed provide ample material for dispute. 

In particular, the Düsseldorf Upper District Court’s argu-

ment that the different statutory rules governing prohibi-

tory injunction and recall (which can be found in both the 

Trademark Act and the Patent Act) are sometimes blurred 

in the legal practice of the Federal Court of Justice, even 

though they are subject to different substantive legal and 

procedural requirements and also differ in their respective 

enforcement proceedings, is not one that can be dis-

missed out of hand. 

Nevertheless, the established practice of the Federal Court 

of Justice deserves approval, in our view, for the simple 

reason that it helps the proprietors of IP rights to enforce 

those rights fully and effectively, also in temporary injunc-

tion proceedings. In cases such as the one before the Düs-

seldorf Upper District Court, especially, the patent proprie-

tor would otherwise be compelled to bring separate ac-

tions against a large number of retail undertakings in order 

to stop the infringing products being sold. 

However, in view of the criticism of the Federal Court of 

Justice precedents voiced by other judges also, patent pro-

prietors will now find it increasingly difficult, given this 

court order from Düsseldorf, to successfully enforce 

claims to recall based on a prohibitory injunction. This 

might change in a few months, however, as the Upper Dis-

trict Court has allowed its court order to be appealed on 

points of law. 

The Federal Court of Justice will therefore have to decide 

once again (this time for patent law) whether a claim to in-

junctive relief also entails obligations to recall products. The 

decision of the Düsseldorf Upper District Court will be re-

viewed in this regard by the same division of the Federal 

Court of Justice as the one that previously handed down 

the RESCUE Tropfen and Produkte zur Wundver-

sorgung decisions, and chances are that the First Civil Di-

vision will maintain its established legal practice. (Müller) 
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8. Right of prior use 

Düsseldorf Upper District Court, judgment of 14.03.2018, I-15 U 49/16 – Schutzverkleidung für funktechnische An-

lagen 

BACKGROUND 

Patent infringers often claim that they had already been 

using their products before the application for the patent 

in suit was filed. This kind of defence often fails in court, 

however. 

The evidence presented for such prior use must meet 

tough requirements if it is to be successfully asserted. In 

most cases, moreover, the right of prior use affords the 

defendant only a limited degree of protection – if the prior 

use relates to only some of the claimed features, this 

raises the question whether the prior use also covers di-

rect use of the invention. Another question, indeed a chal-

lenging one that is faced very frequently in practice, is to 

what extent the previously used products and activities 

may change in the course of time without departing from 

the scope of that right of prior use. 

In the case under consideration here, the Düsseldorf Up-

per District Court had to rule on these questions. As the 

Federal Court of Justice has not addressed these ques-

tions hitherto, the Upper District Court allowed its deci-

sion to be appealed on points of law. 

DECISION 

The patent in suit protected a protective covering for radio 

systems and a corresponding production method. Such 

protective coverings are also called radomes. They must 

have good permeability for radio waves and for that rea-

son are often made of sandwiched components based on 

fibreglass-reinforced plastics. 

The protective covering according to the patent in suit 

comprised sandwiched components marked with refer-

ence sign 1 in Figure 2, which is inserted below. These 

sandwich components 1 have an insulation layer 3 and 

two support elements 2. The support elements 2 taper 

towards the end of the components, as shown by broken 

oval lines 7. 

As can be seen from Figures 9 and 10, the space pro-

duced by tapers 7 is filled when two sandwich compo-

nents 1 are joined. Material 15 is used, which is identical 

to the material of support elements 2. The protective cov-

ering 19 is produced by joining several sandwich compo-

nents 1 together. 
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The patent in suit claimed protection not only for the de-

vice itself, but also included a corresponding method 

claim relating to the fabrication of said protective cover-

ing. Both these claims were decisive in the decision dis-

cussed below. 

The defendant had installed, in accordance with the 

method claim, protective coverings which (indisputably) 

conformed to the device claim. 

However, the defendant claimed that, even before the 

priority date of the patent in suit, it had offered, manufac-

tured and supplied, to external customers, sandwich 

components and suitably cut strips of material, which 

were then joined together by the customer on site to pro-

duce protective coverings in accordance with the patent. 

The first issue to be clarified by the Düsseldorf Upper Dis-

trict Court was whether the evidence presented for prior 

use met the tough requirements for invoking such a de-

fence. The defendant was successful in that regard. In 

the grounds for its decision, the court referred to the ex-

perience that, after the disclosure of useful inventions, it 

is quite often claimed by other persons that they had al-

ready done something similar. Evidence presented as 

proof of prior use must therefore be subjected to very 

critical examination. 

The fact that the defendant was successful in the present 

case (one could almost say: as an exception) was be-

cause it had a rare stroke of good luck. It could name two 

‘neutral’ witnesses, among others, who had no interest 

whatsoever in the outcome of the dispute. Due to their 

intensive professional involvement with the dielectric and 

electromagnetic specifications of protective coverings, 

the two witnesses could also provide reliable details of 

the prior use, even though a considerable amount of time 

had since elapsed. 

The prior use that was successfully proved in this way 

concerned the delivery of all the components of the pro-

tective covering according to the invention. However, as-

sembly of the components to produce the protective cov-

ering according to the invention was not done by the de-

fendant, but by its customers. At the time the infringe-

ment action was brought, however, the defendant was 

no longer just the supplier of the components, but itself 

produced the patented protective coverings using the pa-

tented method. The question thus raised was whether 

prior use that merely involved supplying the compo-

nents and suitable strips of fabric also covered fully man-

ufactured protective coverings.  

In principle, the right of prior use only covers the embod-

iment that is actually used or which has been prepared 

for use in the near future, otherwise the scope of the right 

of prior use would be extended in a way that is no longer 

congruent with its meaning and purpose. The main pur-

pose of said right is to protect the status lawfully acquired 

by the patent infringer (i.e. the technical solution that was 

developed without any patent protection standing in its 

way). 

In the case under consideration, application of these prin-

ciples produces different conclusions for the device claim 

and the method claim, in the view of the court. 

As far as the device claim was concerned, the court 

based its analysis on the principles of direct patent in-

fringement (on this point, see also our discussion of the 

Beheizbarer Boden decision in this case law review). 

Such infringement exists if joining the separate compo-

nents together to form the overall device that is protected 

by the patent is reliably foreseeable and easy to do. In this 

particular case, the prior user, who supplied all the com-

ponents for a device, could also have built the device by 

itself. In the opinion of the court, the protective scope is 

not infringed at a deeper level merely because the prior 

user performed the kind of actions that third parties had 

carried out hitherto in their capacity as its ‘workbench’. 

As regards the method claim, the essential point, in the 

opinion of the court, is whether the only meaningful way 

of using the previously supplied means, technically and 

economically, is in accordance with the patent. Supplying 

items to a third party who can carry out a patented 

method with them does not constitute direct patent in-

fringement, as a basic principle, but only contributory in-

fringement at most. The supplier of the objects can only 

be a contributory infringer, therefore. As such, it is not 

allowed to switch to direct use. In the present case, how-

ever, the court deems the conditions for an exception to 
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be met. Economic considerations, in particular, formed 

the point of departure for its reasoning. 

The court argued that, if the supplied items can only be 

used in a technically and economically meaningful way if 

they are used in accordance with the patent, then the 

customers, too, must benefit from the right of prior use. 

The right of prior use would otherwise be economically 

worthless, because every reasonable customer would re-

frain from buying the items to which the right of prior use 

relates, since they would be unusable for it and its busi-

ness operations. 

Subject to those conditions, the contributory prior user 

was thus permitted to supply any third party, who was 

then permitted for its part to use the invention directly for 

commercial purposes. In that case, however, there was 

no apparent reason (going one step further) why the prior 

user should not itself be allowed to switch from indirect 

to direct use by ‘supplying itself’, so to speak. If everyone 

supplied by it is allowed to use the invention, then there 

is no reason, in the opinion of the court, to exclude (only) 

the prior indirect user from that right. 

In the final analysis, this results in a consistent assess-

ment of the device claim and the method claim, the con-

tent of which do not differ in scope. It is rather the case, 

in the patent in suit, that the method claim is only the 

implementation of the device claim in the form of a 

method, without its actual content going beyond or de-

parting from the device claim in any way. A direct right of 

prior use in respect of the device claim would effectively 

be worthless if the prior user inevitably realises all the 

features of the method claim when manufacturing the pa-

tented protective covering, but is forbidden to do so. 

 

ASSESSMENT 

The very fact that the Düsseldorf Upper District Court 

weighed up various economic aspects is indicative of 

some special features of this particular case. Installing 

protective coverings for radio systems involves special 

systems for which invitations to tender are issued only 

when the need arises. That need varies greatly over time 

and may cease to exist entirely for long periods. Further-

more, most customers will only have single orders in 

most cases, so new customers must basically be ac-

quired for new orders. In this situation, an indirect right of 

prior use which is limited to supplying customers who 

were known when the right of prior use arose would ef-

fectively run dry. It must be assumed, however, that this 

consideration may well produce a different result in a dif-

ferent business market, namely one in favour of the pa-

tent proprietor. It also remains to be seen whether the 

Federal Court of Justice accepts the result of this analy-

sis. 

For defendants in infringement actions who want to de-

fend themselves by invoking a right of prior use, the de-

tailed reasons given in the judgment provide some useful 

pointers, in any case, regarding the arguments to be made 

for applying the right of prior use to both the device claim 

and the method claim. The less significant the features and 

actions are that the prior user does not itself perform, and 

the more obviously the supplied components can only be 

used in accordance with the patent, the greater the 

chances of extending the right of prior use to both the de-

vice claim and the method claim. (Winkelmann) 
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 VALIDITY 

9. Closest prior art / Solution ‘within reaching distance’ of a skilled person 

Federal Court of Justice, judgment of 26.09.2017, X ZR 109/15 – Spinfrequenz 

Federal Court of Justice, judgment of 27.03.2018, X ZR 59/16 – Kinderbett 

BACKGROUND 

Recent years have seen the Federal Court of Justice con-

tinually taking its different approach, compared to the es-

tablished practice of the European Patent Office, with re-

spect to the question of the inventive step of the claimed 

subject-matter. 

For example, it is settled practice of the Federal Court of 

Justice to select as its starting point not the ostensibly 

‘closest’ prior art, but to base its selection on the efforts 

of a skilled person to find a better or a different solution 

for a particular purpose than is known from the prior art 

(see e.g. the Olanzapin, Fischbissanzeiger and 

Gestricktes Schuhoberteil decisions). Proceeding from 

there, assessing whether the adaptation of a supposed 

well-known technical solution leads to the claimed sub-

ject-matter in an obvious manner must then be based on 

whether that solution is objectively expedient for a skilled 

person in the context being assessed and specifically 

whether there are no special circumstances from the per-

spective of those skilled in the art that make such use 

seem impossible, difficult to carry out, or otherwise un-

feasible (Farbversorgungssystem, Airbag-Auslöses-

teuerung). 

With the decisions reviewed here, the Federal Court of 

Justice maintains its established practice in that regard. 

DECISION 

The Spinfrequenz (spin frequency) decision concerns 

the German part of European patent EP 1 698 380, which 

relates to a method of estimating a spin parameter of a 

sports ball in flight by means of radar technology. 

In the revocation proceedings, the claimant for revocation 

had presented three citations as potential starting points 

for discussing inventive step, the first citation D1 relating 

to measuring the spin of projectiles and thus lying in the 

technical field of ballistics. The second and third citations 

D2 and D3, in contrast, related to methods and devices 

for measuring spin parameters of objects such as tennis 

balls or golf balls.  

The Federal Court of Justice did not consider D1 to be an 

appropriate starting point. Selecting the point of depar-

ture is not something that is carried out according to 

whether or not a citation is supposedly the ‘closest’ prior 

art – such classification is neither adequate nor neces-

sary – but rather according to whether a skilled person 

had reason to consider a particular publication as his start-

ing point. Although consulting D1 is not excluded for the 

simple reason that citations D2 and D3 are ‘closer’ to the 

subject-matter of the contested patent, there are no dis-

cernible indications whatsoever in the present case that 

a skilled person at the relevant priority date was informed 

that a similar technical principle as taught by the con-

tested patent for measuring the spin of a projectile was 

also applied in the technical field of ballistics. Without 

such knowledge, however, a skilled person has no cause 

to consider said technical field for a potential solution to 

the technical problem being addressed. 
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From that perspective, the Federal Court of Justice then 

took D3 as the starting point for its analysis of inventive 

step and ultimately concludes in its decision that a partic-

ular auxiliary request submitted by the patent proprietor 

is patentable. 

The Federal Court of Justice decision criticises the as-

sessment made by the Federal Patent Court at first in-

stance, according to which the subject-matter of the con-

tested patent is obvious because the respective solution 

to be applied was ‘within reaching distance’ of a person 

skilled in the art. In the case under consideration, there 

was no presentation of the circumstances which indicate 

that the solution according to the contested patent did in 

fact belong to the general technical knowledge of the rel-

evant skilled person, as required by established case law. 

Nor was it established that the chosen solution was ob-

jectively expedient at the date of priority and that there 

were no circumstances standing in its way. It had not 

been shown, therefore, that there was any reason for a 

skilled person to consider the (ostensibly) known solu-

tion, so the subject-matter claimed by the contested pa-

tent could not be considered as obvious without further 

motivation. 

The Federal Court of Justice continued that line of rea-

soning and elaborated on it in further detail in its Kinder-

bett (baby crib) decision. The decision concerns the Ger-

man part of European patent EP 1 550 387, which relates 

to a baby crib comprising a bed frame structure and a fab-

ric covering. To enable the baby crib to be assembled 

with ease, the contested patent proposes that the fabric 

parts of the fabric covering be inserted into tubes in the 

bed frame structure, in other words that the bed frame 

structure be used to hold the fabric parts.  

Among the prior art presented by the claimant for revoca-

tion was an Australian utility model which likewise related 

to a baby crib comprising a bed frame structure and a fab-

ric covering. In that utility model, however, a plurality of 

retention elements were disclosed in addition to the ‘sup-

porting’ bed frame structure (corner posts), and which re-

tention elements could be used to help secure the fabric 

parts to the bed frame structure. In the view of the Fed-

eral Court of Justice, these retention elements could not 

be considered part of the bed frame structure, which 

meant that the subject-matter of the contested patent 

had to be seen as novel over the utility model.  

The Federal Court of Justice also saw the subject-matter 

of the contested patent as involving an inventive step in 

view of the utility model. 

The claimant for revocation had argued in that regard that 

a person skilled in the art was prompted directly, on the 

basis of his technical knowledge, to swap the functions 

of the retention elements and the corner posts and to se-

cure the fabric covering using a method that (undisput-

edly) was generally well known, in order to arrive at the 

subject-matter of the contested patent.  

At this point, the decision by the Federal Court of Justice 

underlines once again that subject-matter is not be 

viewed as obvious simply because a skilled person was 

able to, in principle, with his acquired knowledge and 

skills, develop the patented solution from what was avail-

able to him. Instead, a person skilled in the art must have 

been given a reason or motive to apply that quite specific 

solution. What that requires in general are additional 

hints, suggestions or pointers that go beyond the tech-

nical problem being discernible. 

That also applies in the case where a technical solution 

was undeniably known, because the basic possibility of 

applying a known technical solution is unable to prove as 

yet that a skilled was also in fact prompted to use pre-

cisely that solution. Such cause already exists, in princi-

ple, when there is no specific model for applying that so-

lution but use of its functions is objectively expedient and 

there are no special circumstances discernible that stand 

in its way. However, general suitability can only suffice as 

a reason for considering that solution, if it is readily dis-

cernible for a skilled person that applying the solution is 

(objectively) expedient in view of the technical starting 

point. 

That was not the case here for the contested patent, 

however, which is why the subject-matter of the con-

tested patent was also not obvious in view of the utility 

model. 
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ASSESSMENT 

Both these decisions underline once again the tendency 

of the Federal Court of Justice, when assessing inventive 

step, to first of all question a skilled person’s motive to 

select the appropriate starting point and to use a particu-

lar, possibly generally well-known, solution.  

From the perspective of the patent applicant/proprietor, 

that approach must be welcomed. It offers him a set of 

arguments for defending his patent, and thus playing the 

ball back into the Examining Division’s or opponent’s 

court, in a situation in which there are many possible 

starting points and many known solutions (of equal 

value), from which one combination chosen ‘at random’ 

and for no further reason could render the subject-matter 

of a contested patent obvious. It is up to them, namely, 

to show the motive a skilled person had to choose pre-

cisely that combination. 

In order to attack a patent due to lack of inventive step, it 

will not be enough, in the future, to merely show that the 

claimed combination was obvious from the prior art. 

What is required, instead, are well-founded arguments 

which clearly show the motive a skilled person had to 

choose precisely that point of departure and/or to take 

precisely that route to a solution. (Heintz) 
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10. Impermissible broadening 

Federal Court of Justice, judgment of 07.11.2017, X ZR 63/15 – Digitales Buch 

BACKGROUND 

When claims are amended in the course of the examina-

tion procedure, the question that always has to be asked 

is whether the claimed subject-matter is disclosed di-

rectly and unambiguously as belonging to the invention in 

the application as originally filed. In recent years, one may 

have gained the impression that German case law on 

such ‘impermissible broadening’ – according to Sec-

tion 21 (1) No. 4 PatG and Article II Section 6 (1) Sentence 

1 No. 3 IntPatÜG (the German law implementing interna-

tional patent conventions), in combination with Arti-

cle 123 (2) EPC – has become increasingly generous. This 

trend reached its preliminary peak in the Rotorelemente 

decision, in which the Federal Court of Justice even al-

lowed the patent proprietor, under certain conditions (an 

obvious slip in the application procedure), to turn the 

wording of a feature into its opposite (see our 2015 Case 

Law Review). 

In the case now being discussed, the Federal Court of 

Justice had to decide on a generalisation, meaning the 

omission of a feature. While the Boards of Appeal of the 

European Patent Office take a very critical view of gener-

alisations (and also ‘intermediate generalisations’), the 

Federal Court of Justice had explicitly allowed such gen-

eralisations – namely when no specific connection can be 

found in the content of the application between the fea-

ture to be omitted and the means provided in the claim 

to solve a specified technical problem (see, in particular, 

the trailblazing Kommunikationskanal decision that we 

were involved in and which we described in our 2014 

Case Law Review).  

That case law was also invoked by the respondent in the 

revocation case now under discussion, and the Federal 

Court of Justice had an opportunity to elaborate on its 

Kommunikationskanal precedent. 

 

 

 

 

DECISION 

The respondent was the proprietor of a European patent 

which had been derived from a divisional application. 

Whereas the claims in the parent application all related to 

a ‘digital book’, all that was now being claimed in the one 

independent claim 1 was a ‘display device’. Very briefly, 

the latter was specified as comprising two housing parts, 

connected by a swivel joint, and a screen, and character-

ised by an interface arranged coaxially with the axis of ro-

tation in the swivel joint of the housing parts. 

That was actually nothing new compared to the parent 

application – but by jumping from the ‘digital book’ to ‘dis-

play devices’, the contested patent all of a sudden in-

cluded devices such as laptops and notebooks as well. In  

 

 

the view of the Federal Court of Justice, this (particularly 

valuable) category of products was not to be understood 

as a ‘digital book’, so the key legal issue now raised was 

whether the ‘digital book’ feature could be omitted and 

still be in keeping with the disclosure of the parent appli-

cation. The Federal Patent Court had answered that ques-

tion in the negative. 

Taking that as its cue, the Federal Court of Justice began 

by listing (negative) criteria that are not decisive for 

whether or not a feature may be left out. The mere fact 

that a feature is present in all the original claims is not a 

guarantee that the feature may not be omitted. Nor is it 

decisive whether the feature in question is included in all  
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the embodiments of the invention. The essential crite-

rion, rather, and fully in keeping with the Kommu-

nikationskanal decision, is the functional relationship 

that the feature has to the other features and to the prob-

lem to be solved. 

In the case under consideration here, the Federal Court 

of Justice then ruled that the special design of the (dis-

closed) interface could not be independent from the de-

sign of the display device as a ‘digital book’, because 

those features were mutually influencing and functionally 

interlinked. The conclusion to be drawn, therefore, was 

that the parent application did not disclose as also belong-

ing to the invention such designs in which individual ad-

vantages (of the interface) are achieved in a device that 

cannot be used like a book. 

The Federal Court of Justice dismissed the appeal for that 

reason and upheld the patent with its limitation to ‘digital 

books’. 

ASSESSMENT 

The Federal Court of Justice has not only ruled on a partic-

ular case here, but has also enumerated, obiter dictum, 

some generally applicable criteria that do not stand in the 

way of omitting a feature – namely those cases in which a 

feature is found (a) in all the original claims and (b) in all the 

embodiments. A purely formal evaluation is thus rejected 

by the Federal Court of Justice, which adopts a functional 

perspective also when determining the actual disclosure. 

Protection may be claimed even without a particular fea-

ture, if a concrete relationship between the feature in ques-

tion and the means specified in the claim for solving the 

stated problem cannot be found in the application as origi-

nally filed. In the Kommunikationskanal judgment, the 

Federal Court of Justice referred to this as an ‘evaluative 

analysis’. 

It also dispels the anxieties recently expressed by those 

who considered the Rotorelemente and Kommu-

nikationskanal decisions to be too lax on amendments, 

and draws clear limits to the generalisation of features. 

Besides that aspect, what is quite interesting about the de-

cision is the way the FCJ handles the ‘digital book’ feature. 

It basically treats it as a purposive feature and identifies cri-

teria that such a ‘digital book’ must satisfy, despite the fact 

that no details can be found in the entire patent specifica-

tion regarding the particular features that distinguish a ‘dig-

ital book’ from conventional laptops or notebook comput-

ers (such as weight, size and the possibility of holding like 

a book). 

The latter characteristic of a ‘digital book’ is in a sense the 

result of the Federal Court of Justice’s own interpretation. 

It entails that no connectors or cables protrude from the 

‘spine of the book’ – and that requirement was no longer 

being made by the preamble of the contested patent. If the 

Federal Court of Justice’s interpretation of the expression 

‘digital book’ is correct with all its content (and there is 

much to indicate that it is), then the judgment did in fact 

concern a patent that was not disclosed in the original ap-

plication. It was thus a correct judgment in this particular 

case. (Fegers) 
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 OTHER ISSUES IN SUBSTANTIVE LAW 

11. Standard-essential patents / FRAND principles 

Mannheim District Court, judgment of 28.09.2018, 7 O 165/16 

Düsseldorf District Court, judgment of 11.07.2018, 4c O 81/17 

Düsseldorf District Court, judgment of 09.11.2018, 4a O 16/17 

Düsseldorf District Court, judgment of 09.11.2018, 4a O 63/17 

BACKGROUND 

For many years already, we have been dealing with ways 

to reconcile the entitlement to injunctive relief in respect 

of standard-essential patents (SEPs), under patent law, 

with antitrust aspects, and the effects this has in infringe-

ment proceedings. One milestone was the European 

Court of Justice’s decision in the case Huawei/ZTE, 

which established a set of obligations according to which 

the patent proprietor and the patent infringer must nego-

tiate extra-judicially. Since that decision, the courts of 

lower instance have been endeavouring to fill the ECJ 

stipulations with life and to elaborate on them in more 

detail. 

In last year’s edition of our Case Law Review, we were 

able to report that there was now some convergence in 

the established case law of the Mannheim and Düssel-

dorf courts. Things have quietened down somewhat in 

Mannheim (presumably because the unconditional re-

quirement for transparency makes that particular venue 

rather unattractive for many patent proprietors). In Düs-

seldorf, in contrast, some new and interesting lines of 

thought are emerging. 

DECISION 

With regard to alerting the infringer to the infringement 

and the infringer’s response thereto, the Düsseldorf Dis-

trict Court has in its decision in case no. 4a O 16/17 clari-

fied again that the infringer of a patent need only respond 

if the patent proprietor has previously fulfilled its obliga-

tions: More particularly, the latter must have alerted the 

patent infringer to the unlawful use of the patent in suit 

(notification of infringement). It cannot be concluded from 

the mere fact that a standard licensing agreement has 

been published that the infringer is aware of using the 

SEP. Nor do routine licensing practices stand in the way 

of applying the Huawei/ZTE principles. 

However, what is worth noting is that the Düsseldorf Dis-

trict Court has identified a type of case in which the noti-

fication of infringement may well be superfluous. If it can 

be assumed with certainty, due to the overall circum-

stances of the case, that the defendant is aware that it is 

using the patent in suit, then it is deemed an abuse of law 

if the defendant argues that the plaintiff did not alert it to 

the infringement. Yet again, the Düsseldorf court is taking 

a very practical approach in its reception of the ECJ judg-

ment, namely one that does not take its wording too lit-

erally, but that tries to integrate it into the general princi-

ples of civil law. 
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In terms of content, however, the requirements to be 

met when alerting the infringer should not be set too 

high. In particular, the notification of infringement does 

not have include any detailed technical and/or legal expla-

nations. Its only purpose is to put the opponent in a posi-

tion in which it can examine the accusation of infringe-

ment – if necessary with expert help. 

There is another aspect of said judgment that fits into that 

picture (and which means that the Düsseldorf and Mann-

heim courts take exactly the same line): if a notification 

of infringement has been sent to the parent company of 

the defendant, the patent proprietor may assume that it 

will be forwarded to the international subsidiaries. When 

assessing the prospects of success that a subsequent an-

titrust defence of compulsory licensing is liable to have, 

one may assume, as a basic principle, that there is normal 

(advance) communication between the patent proprietor 

and the parent company of an international corporate 

group. A different principle can only apply if, in the course 

of the negotiations, it is stated that associated subsidiar-

ies might not be covered, from the outset, by the offer 

presented to the parent company. 

The Düsseldorf District Court also provides a very practi-

cal analysis at this juncture of ‘the manner in which the 

royalties are to be calculated’. It is not necessary that 

the patent proprietor provide precise details about the ac-

tual amount; rather, it need only explain to the infringer in 

comprehensible form why the specified royalties are 

FRAND. If there is a sufficient number of licensing agree-

ments enjoying market acceptance, then normally there 

is no need for any further details concerning the reasona-

bleness of the royalties. 

The issue in the Mannheim District Court judgment in 

case no. 7 O 165/16 was whether the periods allowed 

for response were reasonable. The situation in that 

case was as follows: the plaintiff presented the relevant 

licence offer on 16 February; on 11 April, the defendant 

was provided with the licensing agreements that had 

been concluded with third parties, and on 15 May, the ac-

tion was extended to include the (FRAND-relevant) re-

quests for prohibitory injunction, recall and destruction. 

The Mannheim District Court now argues that the patent 

infringer does not have the relevant information it needs 

to draft and submit counter-arguments until it has been 

provided with the licensing agreements with third parties. 

The purpose of the ‘transparency’ required by the court 

is not only to put the patent user in a position to assess 

whether the offer is in fact FRAND. It also improves the 

chances of the parties meeting each other and conduct-

ing constructive discussions on the amount of royalty. 

Only one month was available for that in this specific 

case, which the Mannheim District Court considered in-

adequate. The extension of the plaintiff’s action was 

therefore deemed to be an abuse of law. 

In this decision, the Mannheim District Court also elabo-

rates on its established legal practice regarding the pur-

portedly ‘pressure-free negotiating situations’ in which 

negotiations are supposed to be held if they are to comply 

with the Huawei/ZTE judgment. Such a situation is not 

ensured if the parties have to keep to deadlines set by 

the courts. The pressure created by judicial deadlines is 

said to be a hindrance for any transparent and fair agree-

ment. 

The 4c O 81/17 decision by the Düsseldorf District Court 

related to a case in which the intervenor supplied the de-

fendant with DSL modems that were then deployed in 

the defendants’ respective telephone networks. Alt-

hough the intervenor explicitly requested one, the plain-

tiff did not make the intervenor (supplier) an offer to con-

clude a licensing agreement. In this situation, the Düssel-

dorf District Court could not see why the plaintiff should 

want to grant a licence to the defendant only, but not to 

its suppliers. This behaviour was an indication of discrim-

ination (also referred to internationally as ‘level discrimi-

nation’), although the fact that the plaintiff was unable to 

present any objective reasons for this unequal treatment 

may have been important in reaching the judgment. The 

rationale of the decision does not specify whether such 

level discrimination is justified in other situations. 

The Düsseldorf decisions in cases 4a O 16/17 and 

4a O 63/17 were handed down in the context of a patent 

pool campaign. What often happens with such cam-

paigns is that, when negotiations by the pool have failed 

and the patent infringer does not conclude a pool licens-

ing agreement, the individual patent proprietors approach 

the infringer separately in an attempt to achieve bilateral 
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licensing agreements for their respective patent portfo-

lios, at least. Not until after that (if those bilateral efforts 

are also to no avail) are the claims to injunctive relief from 

individual patents asserted. This roundabout route might 

soon be a thing of the past if the view of the Düsseldorf 

District Court, as summarised below, prevails. 

The background to both cases involved licensing efforts 

by a highly successful pool (with about 1,400 licensees 

worldwide) for the AVC video standard. In both cases, the 

pool administrator had negotiated with the defendants, 

but no licensing agreements were concluded with any of 

them. The plaintiff, one of the licensors in the pool, then 

took bold advice, however, and skipped the further step 

described above. It did not present its own bilateral li-

cence offer, but brought an infringement action straight 

away. 

The defendant in the 4a O 16/17 case had been in conflict 

with the pool prior to the action being brought, but in the 

proceedings it complained that it had not been presented 

with a bilateral offer from the plaintiff. The Düsseldorf 

District Court did not accept that defence. Offering a pool 

licence is not considered non-FRAND. A pool offer gener-

ally serves the best interests of licensees insofar they are 

offered one licence from a single source to use the entire 

standard on the same terms. This obviates the need to 

seek a licence for the patents of every single patent pro-

prietor. As the defendant had not presented the pool a 

FRAND counter-offer (it wanted to conclude a licensing 

agreement only for itself, as a German sales company, 

but not covering the worldwide revenues of its corporate 

group), the District Court in Düsseldorf issued a seize and 

desist order. 

The defendant in the 4a O 63/17 case went a step further 

and had presented a counter-offer that was only meant 

to cover the patent portfolio of the plaintiff. In that case, 

also, however, the Düsseldorf District Court kept to its 

line: the members of the pool had the option of granting 

bilateral licences, but to what extent that obliges them to 

actually grant a bilateral licence is not evident. There is no 

apparent reason why, in terms of reasonableness, the de-

fendant should only need a licence which is limited to the 

plaintiff’s portfolio. Given the established licensing prac-

tice in the form of a pool patent licence, is even question-

able, as far as freedom from discrimination is concerned, 

if the plaintiff, for no apparent substantive reason, were 

to grant licences solely for its own portfolio. For these 

reasons, the Düsseldorf District Court also in this case 

granted the seize and desist order. 

Another noteworthy aspect is that the Düsseldorf District 

Court – in contrast to the ‘hard’ transparency rulings in 

Mannheim – does not require the presentation of previ-

ously concluded licensing agreements as early as the ne-

gotiations prior to proceedings, nor at the time the offer 

of a licensing agreement is made. It argues that no evi-

dence has been furnished, nor is any discernible, that 

such a practice is customary in the industry. The court 

does not analyse those licensing agreements (as pre-

sented later in the proceedings) until it assesses the offer 

as to its compliance with FRAND. 

ASSESSMENT 

FRAND case law in Germany has been given a fresh 

boost by the Düsseldorf rulings on patent pools and prod-

uct suppliers. 

The transparency precedents set in Mannheim, which re-

quire the patent proprietor to disclose all its licensing 

agreements even before an action is brought (i.e. without 

the support of confidentiality arrangements ordered by 

the court), is still the elephant in the room and is currently 

making that venue unattractive for litigation. We are still 

waiting for a ruling in this regard from the Karlsruhe Upper 

District Court and – which would be even more pre-

ferred – from the Federal Court of Justice. (Henke) 
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12. Supplementary protection certificates 

ECJ, judgment of 25.10.2018, C-527/17 – Boston Scientific / DPMA (German Patent and Trademark Office) 

BACKGROUND 

Supplementary protection certificates (SPCs) are recog-

nised in Europe for special medicinal and plant protection 

products. These sui generis IP rights are meant to provide 

reasonable compensation, following expiry of the basic 

20-year patent protection period, for the lengthy and 

costly authorisation process. In the case of medicinal 

products, this extended duration of protection is gov-

erned at EU level by Regulation (EC) No. 469/2009 con-

cerning the supplementary protection certificate for me-

dicinal products (the MP-SPC Regulation), the application 

of which is contingent on a medicinal product protected 

by a patent having undergone an administrative authori-

sation procedure as laid down in Directive 2001/83 EC 

(the Medicinal Products Directive – MPD). 

In the judgment reviewed here, the European Court of 

Justice had to rule on the special case of a medical device 

incorporating a medicinal product as an integral part (stent 

+ active agent). The issue raised was whether the MP-

SPC Regulation even applies to such combinations, or 

more specifically, whether an authorisation procedure for 

a stent that incorporates a medicinal product as an inte-

gral component is to be deemed equivalent to a market-

ing authorisation procedure within the meaning of the 

MPD. 

DECISION 

The preliminary ruling procedure initiated by the European 

Court of Justice was preceded by appeal proceedings be-

fore the Federal Patent Court in Germany concerning the 

interpretation of Article 2 of the MP-SPC Regulation. 

The patent proprietor held a European patent that had 

meanwhile expired and which included a Swiss-type claim 

for use of the agent Taxol (non-proprietary name: 

Paclitaxel). The claim in question related to the preparation 

of a medicament to maintain an expanded vessel area. Par-

allel to the granting procedure, the then applicant applied 

for a CE certificate for a medical device comprising a stent 

that released Paclitaxel. That certification procedure was of 

course conducted in accordance with Directive 93/42 con-

cerning medical devices (the Medical Devices Directive – 

MDD) – not the MPD. 

Almost eleven years after the patent application was filed, 

the CE certificate was also obtained, and in 2011, on the 

basis of that certificate and after the patent had been 

granted, the patent proprietor then applied to the German 

Patent and Trademark Office (GPTO) for an SPC for the 

German part of the patent. The GPTO refused the applica-

tion, pointing out that no administrative authorisation 

within the meaning of Article 2 of the MP-SPC Regulation 

had been obtained (which of course is a condition for ob-

taining an SPC). 

In the subsequent appeal proceedings before the Federal 

Patent Court, the deciding court division focused inten-

sively on products in the ‘grey area’ bordering on medica-

ments, in particular on medical devices. It concerned itself 

in particular with the question whether authorisation pro-

cedures for medical devices, conducted in accordance with 

the MDD, might have to be viewed as ‘analogous’ to an 

authorisation procedure in accordance with the MPD if the 

medical device incorporates an active ingredient of a me-

dicinal product as an integral component and if the active 

agent as such is tested as a medicinal product component 

during the CE certification procedure in compliance with 

the MDD, and the combination product is ultimately ap-

proved. The Federal Patent Court pointed out in this regard 

that the different authorisation procedures might be equiv-

alent, but also identified differences between the two  
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procedures. CE certifications are conducted by the bodies 

specified in the MDD – and not by the public-law authori-

ties specified in the MPD. 

The Federal Patent Court then showed in detail that there 

was little uniformity among the Member States with re-

gard to their established assessment practice when classi-

fying such medical devices as potentially ‘SPC-capable’ 

and that there were even different views within the Court 

itself. It accordingly suspended the appeal proceedings, 

and referred to the European Court of Justice the question 

whether Article 2 of the SPC Regulation must be inter-

preted as meaning that, for the purposes of that regulation, 

an authorisation in accordance with the MDD for a com-

bined medical device and medicinal product is to be treated 

as a valid marketing authorisation under the MPD, in par-

ticular if the quality, safety and usefulness of the medicinal 

product component has been verified in accordance with 

special criteria pursuant to Annex I sub-section 7.4, first 

paragraph MDD. (That provision in the MDD specifies that 

substances considered to be medicinal products within the 

meaning of the MPD must be verified, in respect of their 

additional use in a medical device, ‘by analogy’ with the cri-

teria specified in the MPD – as a condition for certification 

of the combined product.) 

In its judgment, the European Court of Justice has now 

ruled in all clarity that a distinction must be made between 

the terms ‘medicinal products’ and ‘medical devices’. The 

definition of a medicinal product, on the one hand, and that 

of a medical device, on the other, are mutually exclusive, 

in essence. The European Court of Justice bases its judg-

ment on two lines of reasoning that can be viewed as pre-

requisites for SPC protection under the MP-SPC Regula-

tion: delineation based on a product’s mechanism of ac-

tion, and delineation based on the authorisation or certifi-

cation procedure. Both arguments lead the Court of Justice 

to the same conclusion. 

Consistent with the definition according to MPD (Article 1 

No. 2 (b)), it bases its conclusion firstly on the mechanism 

of action. Substances to be classified as medicinal prod-

ucts achieve their principal effect due to pharmacological, 

immunological or metabolic phenomena. The MDD, in  

contrast, defines a medical device as an object or sub-

stance that achieves its principal intended action in ways 

other than by pharmacological, immunological or metabolic 

means – in particular by physical interaction. This clear de-

lineation also applies where a medical device includes an 

additional substance that could easily be classified in itself 

as a medicinal product. In this regard, the MDD stipulates 

that such medicinal product components in the medical de-

vice do not need to be tested separately in respect of the 

active agent, but only in respect of its intended purpose in 

the final combination product.  

The Court of Justice also bases its grounds for judgment 

on the fact that Article 2 of the MP-SPC Regulation clearly 

requires an administrative authorisation procedure in ac-

cordance with the MPD, as a condition for potential SPC 

protection for a medicinal product. Even if verification of 

the quality and safety of the medicinal product component 

in a medical device was carried out analogously to the high 

standards of the MPD, in accordance with the MDD, it can 

never enter the scope of the MP-SPC Regulation, because 

the SPC Regulation is strictly confined in its wording to a 

medicinal product (which has been granted market author-

isation in accordance with the MPD). 

The aims of the SPC Regulation are cited by the Court of 

Justice as the reason why this strict, literal interpretation is 

reasonable and appropriate. It is clear from recitals 3, 4 and 

8 to 10 of the Regulation that the intention of the EU legis-

lature was to grant SPCs solely to medicinal products. Ex-

tending its scope to medical devices as well would run 

counter to the aims of the SPC Regulation, even when they 

contain a medicinal product as an adjuvant. 

The question referred to the European Court of Justice is 

thus answered as follows: an authorisation procedure in 

accordance with the MDD (for a product that also contains 

(in addition), as an integral part, a substance that as such is 

to be classified as a medicinal product, cannot be treated 

as an authorisation procedure in accordance with the MPD, 

even if that substance was the subject of the assessment 

provided for in the first and second paragraphs of sec-

tion 7.4 of Annex I of the MDD. 
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ASSESSMENT 

Unlike many judgments handed down by the European 

Court of Justice on interpretation of Article 3 of the SPC 

Regulation, this particular ruling on interpretation of Arti-

cle 2 of the MP-SPC Regulation provides one thing, 

namely legal security. Although the Court of Justice had 

to concern itself in this case with a specific combination 

of medical device and medicinal product, the dictum that 

a medical device, if it has been certified and approved as 

such in accordance with the relevant requirements, can-

not be treated as a medicinal product, may nevertheless 

be transferable to cases where the circumstances are dif-

ferent. 

The grounds for judgment are also correct in the context 

of the relevant secondary EU legislation. Extending the 

applicability of the MP-SPC Regulation to medical devices 

would overstep the judicial competence, assigned to the 

Court of Justice, to interpret the EU treaties and the leg-

islative acts of the EU. Or, to put it another way, the Court 

of Justice could not rule otherwise, given this legal frame-

work. 

The MP-SPC Regulation defines the term ‘medicinal prod-

uct’ very narrowly, on the basis of well-founded consider-

ations of the EU legislature – and always with clear delin-

eations from other products. For medical devices in the 

grey area as well (i.e. ones that can well have a primarily 

pharmacological, immunological or metabolic effect), the 

reasoning of the Court of Justice leaves little room for 

treating such devices as medicinal products and thus as 

potentially eligible for SPC protection under the MP-SPC 

Regulation. Unless they have separate market authorisa-

tion in accordance with the MPD, they at least lack any 

kind of administrative authorisation procedure. 

Developing and obtaining approval for medical devices, 

an essential element of today’s health care system, is as 

laborious and cost-intensive process, in many cases com-

parable to lengthy authorisation procedures for medicinal 

products. Those who consider the judgment’s ruling to 

be too petty and divorced from reality is referred by the 

Court of Justice to the MP-SPC Regulation itself. To 

change the dissatisfying situation for holders of IP rights 

in the medical devices field, action by the EU legislature 

is needed. 

Since recent debates concerning the safety of medical 

devices have increasingly questioned the authorisation 

procedures that preceded their market launch, the legis-

lature could also consider whether the authorisation pro-

cedures for such sensitive products should also be re-

vised. One solution could consist in requiring medical de-

vices also to undergo a standardised and mandatory au-

thorisation procedure conducted by government authori-

ties. Extending the duration of patent protection beyond 

the normal term (in the financially lucrative ‘15+’ years) 

would then make a significant contribution towards amor-

tising the initial costs incurred by the researching indus-

try. If a permanent incentive is to be provided for innova-

tive research and development in the technological sec-

tor of medical devices and active implantable medical de-

vices in Europe, it would be desirable if the EU legislature 

would allow access to SPC protection for such products 

as well. (Cirl) 
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13. Co-inventor’s contribution / Licensing in co-inventorships 

Düsseldorf Upper District Court, court order of 03.05.2018, 2 U 79/16 – Nassgranulierung 

BACKGROUND 

If more than one person is involved in an invention, it may 

be a joint invention within the meaning of Section 6 PatG, 

thus raising the question as to who qualifies as co-inven-

tor. 

Although there is now clear guidance in the case law and 

the legal literature regarding the basic criteria for deter-

mining co-inventorship, defining the threshold for co-in-

ventorship can be exceedingly difficult. This is largely due 

to the very nature of the matter. Co-inventorship is obvi-

ously relative, does not lend itself well to standard crite-

ria, and can really only be determined on a case-by-case 

basis. 

The basic requirement, to start with, is that the co-inven-

tor needs to have been involved as more than a craftsper-

son, i.e. that his/her work reached a certain level of qual-

ity. Expressions such as ‘creative contribution’ or ‘skilled 

contribution’ are used in that respect. The following no-

tions run counter to all that, however (i.e. they lower the 

importance of quality as a criterion): an individual’s co-in-

ventorship can only be determined in view of (i) the con-

tributions made by the others and (ii) and the invention in 

its entirety. On the one hand, contributions that are abso-

lutely secondary in nature cannot result in co-inventor-

ship. On the other hand, such relative perspective can 

lower the quality criterion for the individual contribution 

very significantly – namely when no outstanding qualities 

at all can be found when looking at the invention as a 

whole and at the competing contributions to it. The ob-

jective criterion of ‘inventiveness’, as required in Sec-

tion 4 PatG for an invention to be patentable, does not 

mean that the individual contributions also have to be of 

such quality that they constitute some important idea. 

Even for an individual developer, it may well be the case 

that it was solely coincidence that played into his hands – 

making him an inventor. How can a lower threshold be 

put in words for contributions made by several persons 

to such inventions? 

Notwithstanding all of that – however difficult it may be 

to define co-inventorship terminologically, basic princi-

ples (outlined above) do apply. In the case to be dis-

cussed here, the court in Düsseldorf had to concern itself 

once more with how those principles are to be translated 

into legal practice. 

DECISION 

As is often the case in co-inventorship disputes, the oppos-

ing parties were an employer and a former employee. The 

claimant had previously been a laboratory manager in the 

respondent’s ‘formulation’ department. During her em-

ployment, and with several development groups being in-

volved, an invention was made that was concerned with 

how to reduce the hydrolytic decomposition of an active 

agent. If the agent was combined with sugar alcohols, hy-

drolytic decomposition was significantly reduced. 

In a first letter to the employer, a colleague of the claimant 

had described the novel development results and had em-

phasised that, despite the basic susceptibility of the active 

agent to hydrolysis, even an aqueous wet granulation pro-

cess had turned out to be suitable. (In the subsequent pa-

tent, a differentiation and an advantageous embodiment in 

that respect was however only specified in dependent 

claim 2, i.e. the wet granulation process was not a feature 

of independent claim.) In that letter to the employer, eve-

rything still seemed to be in accordance with regulations: 

the development work had been carried out by two collab-

orating groups (Analysis and Formulation). The two groups 

had initially agreed on their respective proportionate 

shares, expressed as percentages (the formulation group, 

for example, bore a third of the ‘workload’), and the mem-

bers of the formulation group had then agreed amongst 
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themselves which weightings to allocate to their individual 

contributions. According to those weightings, the claimant 

contributed a third of the share accounted for by the for-

mulation group. These proportional shares were then pro-

posed to the claimant as a basis for calculating her em-

ployee inventor compensation, and the claimant was con-

sequently named as a co-inventor to the various patent of-

fices. If only the claimant had left it at that. 

In retrospect, the claimant was not satisfied with the 9.5% 

(share in the invention) allocated to her and sought em-

ployee inventor compensation based on a co-inventor 

share of 17.5%. She based that claim on her assertion that 

it was due to her activity that the invention in dispute also 

protected wet granulation, being superior to dry granula-

tion. 

The claimant was unsuccessful before the District Court 

and also before the Upper District Court, albeit for different 

reasons. 

The main reason given by the District Court for dismissing 

the action was that the invention in dispute did not relate 

in its main claim to any distinction between wet and dry 

granulation. Moreover, the claimant bore the burden of 

proof in that regard and had failed to show that she had 

played a major role in selecting the stabilising agent (which 

may have entailed a further contribution from her). 

The Düsseldorf Upper District Court upheld the judgment, 

but choose a different rationale. insofar, one important as-

pect was that the Upper District Court did not reduce the 

set of contributions that can substantiate co-inventorship 

to the independent main claim of the patent. According to 

the invention, the stability of the pharmaceutical composi-

tion, aimed at by the invention, is firstly achieved by select-

ing a suitable stabilising agent (claim 1). However, the dis-

closed invention was not limited thereto – according to de-

pendent claims 9 – 11, rather, the pharmaceutical compo-

sition could also be obtained by wet granulation. The Upper 

District Court quoted a number of passages from the de-

scription of the patent, in which the special advantages of 

the wet granulation process were emphasised. Further, 

dependent claim 2 specified wet granulation as a particu-

larly advantageous embodiment of the invention. 

When evidence was taken before the Upper District Court, 

however, it was discovered that neither the finding that 

wet granulation could be used in connection with the in-

vention, nor the basic knowledge about the stabilising ef-

fect of wet granulation, were attributable to the claimant. 

Rather, both had already existed when the claimant joined 

the respondent company. Indeed, wet granulation was the 

standard process used by the respondent, and at no stage 

had the respondent ever fully abandoned such process. 

The claimant may merely have prevented her team from 

continuing any further along the ‘wrong route of dry granu-

lation’. Therefore, the claimant’s subjective view of the 

matter has no particular relevance. 

Further, the Düsseldorf Upper District Court did not con-

sider relevant the fact that the claimant had initially been 

named as an inventor. The employer is not bound by its 

previous naming of inventors vis-a-vis the patent granting 

authorities. Naming inventors does not reverse the burden 

of proof, nor is it prima facie evidence. It is merely an indi-

cation that the employer itself (at any rate at the time of 

filing of the application) considered the claimant to be a co-

inventor and that there were no other inventors besides 

the ones who were named. However, that indication does 

not alter the fact that the claimant had to prove her co-in-

ventorship in proceedings before the court – and in that she 

had failed. The witness testimony evidently turned out to 

be very much to the claimant’s detriment. 
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ASSESSMENT 

This judgment is above all important insofar the Düssel-

dorf Upper District Court demonstrates, by way of exam-

ple, the particular factors that need to be taken into ac-

count when determining co-inventorship. Compared to 

the relatively abstract and objective question of level of 

inventiveness (for the invention as such), the aspect of 

co-inventorship focuses attention on how the invention 

came about – and thus on a totally new dimension. This 

personalising view does not go so far, however, that co-

inventorship boils down to a subjective perspective. In-

stead, there is another objective benchmark that needs 

to be applied when determining co-inventorship: what is 

decisive is the knowledge that already existed in the em-

ployer’s establishment, and what the co-inventors in-

volved (objectively) achieved. 

The judgment also contains some good news, and a 

warning, for co-inventors. 

Firstly: the invention is not limited to what is claimed in 

the main claim. Co-inventorship can also arise from hav-

ing been involved advantageous embodiments that are 

only manifested in dependent claims (and possibly only in 

the description). 

Secondly: someone whose name appears on the title 

page of a patent has not reached the end yet. Even many 

years later, he may still be compelled to set out – and also 

prove – his co-inventor status. (Henke) 
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Düsseldorf Upper District Court, judgment of 26.07.2018, I-15 U 2/17 – Flammpunktprüfungsvorrichtung 

BACKGROUND 

A ruling on one of most pressing questions for communi-

ties of co-inventors is now pending, at long last. It is ex-

tremely difficult, as it is, to define the powers that co-pro-

prietors in a community of co-inventors have to exploit 

their intellectual property (see only the recent Beschich-

tungsverfahren judgment by the Federal Court of Jus-

tice, discussed in our 2016 Case Law Review). While 

case law on these issues has progressed in various re-

spects over the past 20 years (right to claim to compen-

sation when the joint invention is used in-house by the 

employer, claim to damages when an individual files a pa-

tent application without authorisation), one of the most 

urgent questions is still awaiting an answer: do the indi-

vidual members of the community of co-inventors have 

the authority to grant licences to the jointly held patent? 

 

DECISION 

As is so often the case, the community of co-inventors in 

this case arose from a situation in which an employer (the 

legal predecessor of today’s respondent) did not claim a 

service invention properly. The invention had been made 

by two of its employees, the claimant and a current wit-

ness. However, the respondent (the previous employer) 

had reached agreement in the meantime with the current 

witness (co-inventor), who had a larger share in the inven-

tion. That agreement provided for the co-inventor shares 

to be transferred and also specified for the past that the 

respondent was granted a positive and unlimited right to 

use the invention. 

The claimant sought information and submission of ac-

counts and also claimed compensation and damages due 

to unlawful use of the invention. The fact that the witness 

had meanwhile transferred his share in the invention to 

the respondent had settled the matter with regard to the 

future: according to the agreement, the respondent’s 

acts of use were nothing other than exercising its rights 

to the invention, and therefore lawful. Problems arose 

with regard to the past, however, and the question raised 

was whether the respondent had acted lawfully (by sub-

sequently being granted a positive and unlimited right of 

use). 

The Düsseldorf Upper District Court answered that ques-

tion in the negative, thus acknowledging the claims as-

serted in the action. 

In its grounds for judgment, the court describes the unre-

solved legal issue of whether a co-inventor has the right 

per se to unilaterally grant a third party a licence to the 

shared IP, or whether the consent of the other participant 

thereto is always required. The court adopts the latter po-

sition on this issue, thus adhering to what can well be 

viewed as prevailing opinion: granting a third party a right 

of use is a measure for administering the joint object. This 

must be done in accordance with Sections 744 et seq. of 

the German Civil Code (BGB), according to which admin-

istrative measures may only be carried out jointly, as a 

basic principle (which had not been the case here). For 

the rest, either a majority of votes (Section 745 (1) BGB) 

is required, or the right to grant the licence must be in the 

interest of all the participants, as determined by equitable 

discretion (Section 745 (2) BGB). 

None of that had been complied with. The witness had 

the ‘majority of votes’ in the community of co-inventors, 

but the claimant had not been granted its right to a fair 

hearing or ‘day in court’ at any stage. So even if one had 

wanted to construe a majority resolution, its lawfulness 

would have been negated by failure to comply with a for-

mal requirement for the protection of minorities. That the 

grant of licence was in the equitable interest of all the 

participants was out the question anyhow, because the 

grant of licence did not envisage any kind of compensa-

tion for the claimant, and since he did not have a business 

undertaking of his own, he was also unable to exploit the 

invention otherwise. 
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ASSESSMENT 

The Düsseldorf Upper District Court resolves the issue of 

an individual granting licences purely from the perspec-

tive of Sections 744 et seq. BGB. These stipulate the cri-

terion for administrative measures in the community (of 

co-inventors). They apply to all administrative measures – 

also and especially for comprehensive resolutions regard-

ing how the joint invention is to be exploited. 

However, the Upper District Court overlooks the fact that 

this might not even be the crux of the matter. The issue, 

instead, concerns the individual rights of access of indi-

vidual participants that may exist eo ipso for every partic-

ipant (i.e. also in the absence of any underlying adminis-

trative decision by all the participants). Individual rights of 

this kind are recognised elsewhere and indeed are gov-

erned by statute: for example, when the invention is fac-

tually accessed by one’s own use of it (Section 743 (2) 

BGB), and also when one disposes of one’s own share 

(Section 747 BGB). Why one should want to deny individ-

ual participants the third way of exploiting an invention 

(besides using it oneself and selling one’s share) is some-

thing that still makes little sense. 

The prevailing opinion, which the Düsseldorf Upper Dis-

trict Court accepts, systematically disadvantages all 

those who have no business undertaking of their own and 

who may also be unable to find a buyer for their share of 

the invention. This systematic problem was not made 

clear enough in the specific constellation of the case to 

be ruled upon, and there are reasons to fear that the Düs-

seldorf Upper District Court was deciding the case on its 

individual merits. The very distinction between past and 

future (before the agreement and after the agreement) 

should have been cause for noting that it is contradictory 

to attach different values to the licence and its transfer. If 

the witness was allowed to transfer his share in the in-

vention for the future (which is not in doubt, due to Sec-

tion 747 BGB), then why must this statutory assessment 

not imply that he must also be given the (individual) right 

to grant licences? 

In terms of systematics, in any case, the judgment needs 

to be urgently reviewed – as will happen in the pending 

appeal instance. We hope that, in the next edition of this 

Case Law Review, we will be able to report on the current 

situation in Germany regarding licences for a share in an 

invention. (Henke/Klein) 

  



 

 

IV. Other issues in substantive law / 14. Employee inventions law 37 

14. Employee inventions law 

Karlsruhe Upper District Court, judgment of 13.04.2018, 6 U 161/16 – Rohrleitungsprüfung 

BACKGROUND 

Even ten years after the law governing employee inven-

tions was reformed, disputes over whom to allocate an 

employee invention to (the employee or the employer) 

have lost none of their relevance. This is particularly due 

to the fact that many patents which came into being 

when the old law was still applicable are currently of ma-

jor economic importance in the market – otherwise they 

would already have been dropped by the proprietor be-

cause of the increases in annual fees. In addition to that, 

many employee inventors have since changed their em-

ployer and may now be more prepared to take action 

against their former employer. 

In this particular dispute, the Karlsruhe Upper District 

Court clarified which law is applicable when allocating an 

employee invention, on the one hand, and which is ap-

plied to vindicate intellectual property rights, on the other 

hand: the laws of the country in which the employment 

contract was concluded (the employment statute) or the 

laws of the country in which the protective right is pend-

ing (the ‘country of protection’ statute)? As these ques-

tions have not yet been clarified at supreme court level, 

the Karlsruhe Upper District Court allowed an appeal on 

points of law. 

The judgment also addresses what needs to be pre-

sented in order to assert (co-)inventorship, and what kind 

of evidence must be furnished in that respect. 

 

DECISION 

The dispute concerned several patents in a family of pa-

tents that had been granted in Germany, Europe, the USA 

and Canada. The patents related to non-destructive ex-

amination of pipes, for example in oil and gas pipelines, 

for material fatigue and leaks.  

The two inventors named in the patents brought an action 

against their former employer and applicant for the pa-

tents for registration of a change of ownership or transfer 

of the patents, as well as for a declaratory judgment re-

garding the transferral of a patent application, and also for 

rendering of accounts and a declaratory judgment in re-

spect of damages. 

At the time the invention was made, the claimants were 

employees of the respondent. The inventors did not re-

port the invention formally, and no declaration that the 

employer laid claim to the invention was received by the 

claimants. However, the priority application was filed in 

January 2002 with the assistance of the two inventors, 

who in the meantime have left the company. 

With regard to the question of applicable law, a distinction 

must be made between material allocation of the service 

invention (to the employer or to the employee) and the 

formal legal position arising from the patent application. 

What that means is that, if a service invention has be-

come free and the employer nevertheless files an appli-

cation for it, the application may have been made by the 

unentitled party, but the (materially entitled) employee 

cannot simply apply for registration of a change of own-

ership in order to restore the lawful state of affairs, but 

must arrange for the patent to be transferred in a legal 

transaction. This is achieved with a vindication suit. 

The employment law question concerning material allo-

cation of the service invention must be assessed accord-

ing to the employment statute, in this case the laws of 

Germany. Due to the patent application having been filed 

by the respondent in January 2002 without previously 

having claimed it, the result, according to the Haftetikett 

decision of the Federal Court of Justice, is that the inven-

tion had become free. Nor, in the view of the Karlsruhe 
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Upper District Court, is anything changed in that respect 

if other co-inventors subsequently become known. In the 

case under consideration here, the service invention had 

thus become free by the respondent’s failure to claim it. 

The two claimants are the ones entitled to the invention. 

That fact alone, however, does not mean that the rights 

to the patent have been transferred by law to the claim-

ants. Instead, the claimants must now bring a vindication 

suit so that the patents wrongly applied for by the re-

spondent in its own name are transferred to them. The 

formally incorrect legal situation needs to be corrected by 

an act of transfer in the form of a legal transaction. 

In the view of the court, the ‘country of protection’ stat-

ute – i.e. the laws of Germany, the USA and Canada in 

respect of the German, US American and Canadian pa-

tents, respectively – is now applicable to such vindication. 

For the granted European patent and the resultant bundle 

of national parts, the court ruled uniformly on this ques-

tion according to the law of the state in which the em-

ployee was employed – according to German law, in 

other words. 

Once the invention has become free, the claimants thus 

are entitled to a right to transfer the German patent and 

the national parts of the European patent. For the patents 

in the USA and Canada, in contrast, the claimants had 

signed declarations of assignment during the granting 

procedure, and to that extent had transferred their rights 

with legal effect to the respondent. Vindication in respect 

of the US and Canadian patents can no longer be consid-

ered, therefore. 

One line of defence pursued by the respondent (to no 

avail in the end) was to argue that several other co-inven-

tors had cropped up in the meantime. At the time of the 

development, the claimant had met employees of an-

other company as part of a collaborative effort, and in the 

context of that meeting may possibly have developed the 

technology for which the patent application was subse-

quently filed. No formal reports in respect of the invention 

were made by the employees of the other company in-

volved in cooperation, however. The respondent now as-

serted that the employees of the cooperation partner also 

had shares in the invention and that these had meanwhile 

been transferred to the respondent. It argued that the 

claimants could now only demand registration of co-own-

ership, rather than full vindication. 

However, the court clearly states here that a blanket alle-

gation that there are more co-inventors is not sufficient, 

and that an employer must specifically state instead 

which purported co-inventor made which specific contri-

butions to the invention and where these contributions 

can be found in the invention. The court does not see any 

such contribution by the employees of the cooperation 

partner. 

When assessing the evidence, the court also takes ac-

count of the fact that the respondent and the cooperation 

partner had concluded a confidentiality agreement and 

were therefore aware that confidential information and 

patentable developments, where relevant, might be ex-

changed as part of their cooperation. A further point was 

that, over a period of many years, no claims had been as-

serted with regard to the alleged co-inventorship of em-

ployees of the cooperation partner (and that such claims 

were not made until the present legal dispute). The al-

leged co-inventors of the cooperation partner were also 

not involved in the application process, yet that would 

have been expected had they made any relevant contri-

butions. The court therefore concludes that the employ-

ees of the cooperation partner were merely involved in 

the practical implementation of the invention created by 

the claimants. No rights could be derived for the respond-

ents from such involvement (in conjunction with any sub-

sequent transfer). 
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ASSESSMENT 

This case shows that the rights to inventions that were not 

claimed under the old law governing employee inventions 

can still be successfully recovered by the inventors taking 

court action, and that the rights must be transferred to 

them.  

The detailed assessment of evidence performed by the 

Karlsruhe Upper District Court regarding the purported co-

inventor status of the cooperation partner’s employees 

seems convincing. A blanket allegation – at a late stage in 

the proceedings, too – that there were other co-inventors 

cannot be enough to substantiate co-ownership of patents 

or patent applications. It is necessary, instead, to present 

concrete evidence that particular contributions to the in-

ventions were made by precisely the persons named as 

co-inventors.  

The convincing ruling by the court that allocation of the ser-

vice invention (to the employer or the employee) must be 

judged according to the law of the country in which the 

employment relationship exists has relevance over and 

above this specific case. It also makes sense that vindica-

tion is governed by the country of protection statute. It is 

less clear why the respective national laws should not then 

apply in the same way to the national parts of the European 

patents. There seems to be a systematic discontinuity 

here, a more convincing answer in the pending appeal on 

points of law remains to be seen. (Winkelmann) 
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15. Compulsory licence 

Federal Patent Court, judgment of 21.11.2017, 3 Li 1/16 (EP) – Isentress II 

BACKGROUND 

In last year’s Case Law Review, we reported on the Ral-

tegravir decision as the first compulsory licence to be 

granted in German patent law – in summary proceedings, 

in fact. In that judgment, the Federal Patent Court had 

commented in detail on the conditions set out by Sec-

tion 24 of the German Patent Act (PatG) for granting a 

compulsory licence, focusing thereby on balancing the 

public interest and the behaviour of the potential licensee, 

on the one hand, and the rights of the patent proprietor, 

on the other.  

In the decision now handed down, the issues involved 

were the amount of royalty payable and (in this special 

case) the effects that a final revocation of a patent has on 

the requests made in the compulsory licensing proceed-

ings (fixing of the royalty and claim to submission of ac-

counts). 

 

 

 

DECISION 

The underlying facts of the matter are pretty straightfor-

ward. In the course of the compulsory licensing proceed-

ings, the claimants had petitioned that use of the patent 

be provisionally allowed by a preliminary injunction. That 

request was granted by the Federal Patent Court in Au-

gust 2016. At the same time, the Federal Patent Court 

set royalty and made a ruling on the claim to submission 

of accounts subject to a decision in the main proceedings. 

In September 2016, the claimants then entered negotia-

tions on use of the patent.  

In October 2017, the Board of Appeal at the European Pa-

tent Office revoked the patent in suit in its entirety, at 

which the claimants declared the dispute in the compul-

sory licensing proceedings to be settled. The respondent 

agreed only partially with that declaration of settlement 

and took the view that the dispute was not yet settled 

with regard to the setting of royalties and the claim to 

submission of accounts, due to the acts of use commit-

ted by the claimants.  

The Federal Patent Court agreed in its decision with the 

respondent’s view. The preliminary injunction to allow 

use of the patent did not become irrelevant until the pa-

tent in suit was revoked, so it was necessary to set the 

royalty for the period of use and to order the submission 

of accounts.  

Similarly to the situation concerning contractually agreed 

licences, forced licences are also objects that are fraught 

with uncertainties and for which there is no certainty 

about the validity of the licensed IP. In the case of con-

tractually agreed licences, any revocation of the patent in 

suit is without prejudice to the validity of the licensing 

agreement for the past. An obligation to pay for the past 

remains until such time as the patent is in fact respected 

by competitors, so that the licensee (factually) obtains an 

advantageous position thanks to the licence. A similar ad-

vantageous position can also be assumed in the case of 

(temporary) permission to use a patent, obtained by com-

pulsory licensing. 

In its decision, the Federal Patent Court then proposes 

the (abstract) licence analogy method for setting the 

amount of royalty (in line with the approach proposed by 

the Federal Court of Justice in the Raltegravir decision). 

That method is based on comparing royalty rates that are 

normally freely agreed, taking into account the special na-

ture of the legal relations between the parties and the cir-

cumstances of the individual case. Proceeding from  
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there, the Federal Patent Court bases its decision on the 

royalty rates commonly charged in the industry and to cal-

culate the royalty it weighs up the relevant factors for the 

compulsory licensing procedure. 

Besides the factors that are normally taken into account, 

the status of the patent in suit could also have the effect 

of increasing the royalty in the case of a compulsory li-

cence, if the extent of protection covers a product that 

the final consumer must purchase of necessity in some 

alternative manner, and/or for which there are no worka-

rounds. Other factors that increase the royalty could en-

sue from the special relationship between the patent pro-

prietor and the applicant for a licence, such as the ongo-

ing risk of revocation of the patent in suit, in comparison 

with contractual agreements with no-contest clauses, or 

the compulsion for the patent proprietor to provide help 

to a competing company. By contrast, the compulsory li-

cence being a non-exclusive licence is a factor that re-

duces the royalty. Although the compulsory licence as 

such is generally granted only once, the patent proprietor 

is free to actively grant further licences. 

On the basis of these factors, and others that generally 

need to be considered, the Federal Patent Court then 

stipulates a value (4%) in this specific case that is at the 

bottom end of the range of royalty rates (2% to 10%) typ-

ically charged in the industry, but between the reasonable 

rates proposed by the parties. 

 

ASSESSMENT 

For the first time, the Federal Patent Court has ruled on 

the claim to payment and on the amount of royalty for a 

compulsory licence, thus providing an initial guideline for 

dealing with these aspects.  

The Federal Patent Court treats the compulsory licence 

and the contractual licence equally to the extent that roy-

alties must be paid even after the patent in suit has been 

revoked with retroactive effect. To calculate the amount 

of royalty, the Federal Patent Court applies the estab-

lished licence analogy method but emphasises that, in 

the case of a compulsory licence, there are other factors 

that play a role in calculating the royalty compared to the 

calculation of damages in patent law or the compensation 

for inventors under the law governing employee inven-

tions. 

These findings are persuasive. Why should a licensee of 

a compulsory licence be treated differently than a con-

tractual licensee? By acquiring a licence, a compulsory li-

censee ultimately has an advantageous position com-

pared to other market participants. It likewise makes 

sense that the special circumstances surrounding the 

compulsory licence must be taken into account when cal-

culating the specific amount of royalty, given that the 

compulsory licence is a restriction, justified by the public 

interest, on the patent proprietor’s freedom in designing 

own licensing agreements. That restriction of freedom 

must be offset by an appropriate payment. (Heintz) 
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16. Utility Model Act 

Federal Court of Justice, judgment of 27.03.2018, X ZB 18/16 – Feldmausbekämpfung 

BACKGROUND 

In this decision, the Federal Court of Justice addressed 

the exclusion of methods from utility model protection 

and thus whether the Utility Model Division indeed has 

any competence in the registration procedure to examine 

for such exclusion.  

Utility models can be an attractive alternative to patents. 

According to Section 2 No. 3 of the Utility Model Act (Ge-

brMG), methods are excluded from utility model protec-

tion. In the past, the Federal Court of Justice had applied 

a narrow interpretation of that exception and confined it 

to working methods and manufacturing methods. It ac-

cordingly viewed a ‘sequence of signals representing 

data’ as not being a method which is excluded from pro-

tection, and claims directed to medical uses have been 

deemed eligible for protection because they are directed 

at an abstract result of action. 

In the decision to be discussed, the Federal Court of Jus-

tice answers the question whether a feature relating to 

manufacture inevitably results in the method as a whole 

being deemed as manufacturing and therefore ineligible 

for protection. The Federal Court of Justice also states its 

position on whether it still considers the exclusion of 

methods from utility model protection to be in conformity 

with the Basic Law (GG), i.e. the German constitution. 

DECISION 

The utility model application whose registration the Federal 

Court of Justice had to rule upon in the appeal on points of 

law had been branched from a PCT application. Its method 

claim 1 related to a method for combating field mice. It 

specified that a field mouse baiting station is designed in 

the shape of a tube, the tube being open at both ends to 

allow field mice to enter, the tube being made of a biode-

gradable material, with at least one grain of poisoned bait 

being fixed to the interior. The last step of the method de-

fined that the field mouse baiting station is being placed on 

the surface of an area of agricultural land infested with field 

mice.  

The Utility Models Division of the Patent Office referred to 

Section 2 No. 3 GebrMG and refused to register the utility 

model. In appeal proceedings before the Federal Patent 

Court, the applicant admitted that claim 1 was a method 

claim, but argued that Section 2 No. 3 GebrMG was not ap-

plicable because it violated higher-ranking law. The appli-

cant firstly referred to guaranteed property rights pursuant 

to Article 14 (1) of the German constitution and argued that 

there was no discernible objective reason why the Utility 

Model Act should exclude method inventions from protec-

tion. The applicant referred secondly to Article 1 of the First 

Additional Protocol to the European Convention for the Pro-

tection of Human Rights and Fundamental Freedoms. 

Thirdly, the applicant asserted the principle of equality pur-

suant to Article 3 (1) of the German constitution and argued 

that there were inventors who primarily invented methods. 

Those inventors must be distinguished from inventors who 

invent devices first and foremost. The two groups of inven-

tors must not be treated unequally, however. 

This appeal was dismissed by the Federal Patent Court. 

Section 2 No. 3 GebrMG was considered to be in conform-

ity with the German constitution, because there was no in-

terference with the core of the property rights guarantee, 

and because the legislature therefore had greater latitude 

in that respect. Referring to the rationale for the law, the 

Federal Patent Court had argued that market confusion 

could result if utility model protection were available for 

method inventions, because method inventions typically 

did not include any drawings or chemical formulae. The 

Federal Patent Court allowed leave to appeal on a point of 
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law insofar as the question was concerned whether the 

exclusion from protection is in line with the German con-

stitution and the European Convention for the Protection 

of Human Rights and Fundamental Freedoms 

The Federal Court of Justice affirmed that decision, in ef-

fect. In its view, however, allowing an appeal on a point of 

law cannot be confined to a specific legal question.  

In the opinion of the Federal Court of Justice, the exclusion 

of methods from utility model protection is in accordance 

with the Basic Law. One reason is that patent protection 

may be obtained, in principle, for methods, too. The princi-

ple of equality in Article 3 GG is not infringed, because it 

does not depend on the inventor as a person whether an 

invention can obtain protection as a product or as a use, on 

the one hand, or protection as a method, on the other – but 

rather on the subject-matter of the invention. In many 

cases, an inventor can also choose the category of protec-

tion that is claimed. The argument that the requirement of 

proportionality was infringed, because requiring the sub-

mission of drawings for method inventions would suffice, 

is not addressed by the Federal Court of Justice in its deci-

sion. 

With regard to the guarantee of property rights pursuant to 

Article 14 GG, the Federal Court of Justice takes the view 

that the abstract and general provision in Section 2 No. 3 

GebrMG is justified by the simple fact that, in typical situa-

tions, a method cannot be described with the same preci-

sion as a product or a use. For that reason, the resultant 

legal risks are typically greater in the case of a utility model 

that claims protection for a method. 

In the view of the Federal Court of Justice, the question 

can be left unanswered whether the last step of the 

claimed method, in which the field mouse baiting station is 

being placed on the surface of agricultural land infested by 

field mice, relates to an abstract result of action, or whether 

that last step of the method relates to a manufacturing or 

working method. The decisive aspect is that some features 

of the claim relate to manufacture, because this invariably 

leads to classification as a (manufacturing) method that is 

excluded from utility model protection.

ASSESSMENT 

For inventions that relate (at least also) to an abstract result 

of action, the Federal Court of Justice decision provides 

some helpful suggestions for how to draft utility model 

claims in accordance with the current legal situation. The 

essential point is that the claims do not relate to manufac-

turing. It is regrettable that, in the case that was ruled upon, 

no claims were presented which would have clearly de-

fined the manufacturing aspects as product-by-process 

features. For example, it was specified that at least one 

grain of poisoned bait is being fixed inside the tube of the 

field mouse baiting station. The Federal Court of Justice 

was thus unable to decide whether a claim in which it was 

defined, inter alia, that the grain of poisoned bait is fixed 

would have escaped exclusion, as such a claim would then 

specifically have related to placing the field mouse baiting 

station on the agricultural land, and thus – as argued by the 

applicant – to an abstract result of action.  

The applicant filed a constitutional complaint against this 

decision in order to have the exclusion of methods from 

utility model protection reviewed by the Federal Constitu-

tional Court. The rationale for this provision in the law – that 

utility model protection for method inventions would cause 

confusion on the market due to typical absence of draw-

ings or chemical formulae – is not entirely convincing. Com-

puter software products, for example, are eligible for utility 

model protection, even though they can likewise be com-

plex, and illustration in the form of drawings is not even 

stipulated in the Utility Model Act as mandatory. Also, and 

as far as inventions in the field of chemistry are concerned, 

the question is raised as to why products are eligible for 

protection (because they can be represented by chemical 

formulae), but this does not apply to methods in which 

educts and products are defined by chemical formulae, 

and, additionally, method conditions are specified. Would 

it not suffice to require that drawings be submitted for 

method inventions? 

A date has not yet been set for a ruling by the Federal Con-

stitutional Court. (Wiegeleben) 
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 PROCEDURAL LAW ISSUES 

17. Injunction proceedings concerning intellectual property 

Federal Constitutional Court, court orders of 30.09.2018, 1 BvR 1783/17 & 2421/17 – Waffengleichheit im Ver-

fügungsverfahren 

BACKGROUND 

In practice (particularly that of the District Court in Co-

logne), temporary injunctions have routinely been granted 

even when the respondent had neither been warned be-

forehand nor given an opportunity to state its position dur-

ing the injunction proceedings. In injunction proceedings 

(particularly as practised by the courts in Hamburg), fur-

thermore, the applicant has often been given information 

one-sidedly by telephone. 

Two constitutional complaints opposing this legal prac-

tice were filed last year. Although primarily relating to 

press matters, the decisions that were handed down by 

the Federal Constitutional Court also have ramifications 

for injunction proceedings concerning intellectual prop-

erty.

DECISION 

The Federal Constitutional Court establishes in the two 

decisions that the aforesaid practice basically violates the 

fundamental right to parity of arms in court proceedings – 

especially as regards both parties being equally able to 

present facts and arguments. 

Granting a temporary injunction without a warning being 

issued beforehand, or without an opportunity to state 

one’s position in the proceedings themselves, is thus al-

lowed only by way of exception when there is a specific 

reason for doing so. The urgency that is required anyhow 

before any temporary injunction can be granted is no such 

reason, in any case. In those cases in which a warning 

had previously been given, it is essential, if an injunction 

is to be granted ex parte, that the warning and the appli-

cation for injunction do not differ in the stated reasons for 

the claim being asserted. 

The Constitutional Court then states, however, that the 

applicant’s urgent need for a fast decision can also be rec-

onciled with the adversary’s right to be given a fair hear-

ing if the respondent is only given an opportunity to pro-

vide a written statement of position. A hearing does not 

always have to be held, in other words. 

Informing the applicant alone by telephone, without tell-

ing the respondent, is likewise denounced by the Consti-

tutional Court as generally unconstitutional. The content 

of any guidance given by phone must also be docu-

mented by the court in the case file. Notes such as “ob-

jections discussed” do not meet this requirement. 
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ASSESSMENT 

The decisions do not mean that a warning must invariably 

be issued before any application for injunction can be 

filed. 

In the intellectual property field, prior warnings may be 

dispensed with in product piracy matters, especially, 

where sequestration (seizure of the infringing goods) is 

requested in addition to injunctive relief. Issuing a prior 

warning would otherwise alert the party engaged in prod-

uct piracy and engender the risk of the claim being frus-

trated by the infringing products being hidden away. Due 

to the special urgency in trade fair matters, warnings 

might only be possible within the hour (and only verbally 

in some cases).  

The main point to be learned for other cases from the de-

cisions of the Constitutional Court, however, is that the 

required warning and the application for injunction must 

both be drafted very meticulously. Only then is it possible 

to avoid situations in which the seised court is prompted 

by the Constitutional Court decisions to give the adver-

sary an opportunity to state its position – for example be-

cause of divergence between the stated reasons for the 

claim in the warning letter and in the application for in-

junction, or because the court deems it necessary to 

draw attention to the need for further facts and argu-

ments to be presented. 

However, as regards old cases that were conducted in a 

way that would now be deemed unconstitutional accord-

ing to the recent decisions of the Constitutional Court, it 

is not possible to challenge temporary injunctions ob-

tained in a such a way by arguing that they were con-

ducted in an unconstitutional manner. This is because the 

Constitutional Court also rules that the procedural defi-

ciency is basically remedied by opposition proceedings 

against the temporary injunction. (Eberhardt) 
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18. Patent-based temporary injunction after successful opposition hearing 

Düsseldorf District Court, judgment of 23.10.2018, 4c O 53/18 – Stents 

BACKGROUND 

Temporary injunction proceedings are rare in patent law, 

mainly because the intrinsic technical questions cannot be 

subjected to the summary examination required in sum-

mary proceedings. 

Sometimes the difficulty lies in assessing the facts of in-

fringement. Validity, too, however, is very often the source 

of problems. The generosity with which Germany’s dual 

system of patent procedural law benefits the patent propri-

etor in main proceedings turns into the opposite in sum-

mary proceedings. According to the established practice of 

the Düsseldorf courts, a temporary injunction can only be 

considered if the validity of the injunction patent is so 

clearly in favour of the petitioner for the injunction that 

there is no serious expectation of an erroneous decision 

being handed down, which erroneous decision would then 

have to be revised in subsequent main proceedings. Ac-

cording to established practice in Düsseldorf, this can gen-

erally only be assumed if the injunction patent has already 

survived some adversarial (inter partes) opposition or revo-

cation proceedings at first instance. Merely referring to a 

decision of grant does not generally suffice in summary 

proceedings – not before the Düsseldorf courts, at any 

rate.  

In the case discussed below, the Düsseldorf District Court 

was able to apply those principles once again and specify 

them in more detail for the case where the injunction pa-

tent did not survive the inter partes validity proceedings un-

scathed, albeit with limited scope. 

DECISION 

Once again, the focus was on medical devices. Both par-

ties in the injunction proceedings were manufacturers of 

heart valves having a valve component and a stent compo-

nent. 

The injunction patent was granted to the petitioner for the 

injunction in May 2016. The respondent filed an opposition 

against it, and in the subsequent opposition proceedings 

the injunction patent was maintained during the hearing on 

5/6 July 2018 with limited scope. Four days later, the peti-

tioner for injunction sent a letter of warning to the respond-

ent and, within one month, petitioned for the grant of a 

temporary injunction. 

Although the respondent had not yet launched the accused 

product on the market, the petitioner was able to show 

with reference to a presentation from 2017 that an infringe-

ment was being committed, and it had also managed to 

examine a specimen of such heart valve. Another im-

portant factor was that the accused heart valves were, at 

the time of the decision regarding the petition for a prelim-

inary injunction, still in the CE authorisation procedure. It 

was unclear and a matter of dispute how long the authori-

sation procedure would take. 

The District Court in Düsseldorf granted a temporary in-

junction order (to cease and desist). The infringement had 

been demonstrated, sufficiently plausible, with reference 

to the presented documents. The decision centred around 

two questions.  

Firstly, the District Court in Düsseldorf affirmed a ‘risk of 

first infringement’. Injunctive relief is also available when 

a risk of infringement first arises. The patent proprietor 

does not have to wait until patent infringement has actually 

taken place. Such a risk of first infringement depends on a 

detailed analysis of the actual circumstances of the partic-

ular case. The risk of first infringement is contingent on 

specific facts that tangibly indicate an imminent infringe-

ment of the patent in suit. In other words, in addition to the 

objective possibility of a future patent infringement, there 

also need to be concrete indications of serious and tangible 

reasons to fear an infringement. Such concrete indications 

were evident in the case under consideration, and the 
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forthcoming CE authorisation, as well as various public 

statements by the respondent that the new heart valves 

would be sold on the German market immediately after re-

ceiving such CE certification played a role. The respondent 

was heard with its counter-argument that the date of the 

market launch of the product had not even been fixed at 

that time. However, if infringement can be expected with 

sufficient certainty, the patent proprietor has the right to 

oppose such an infringement in advance by seeking effec-

tive legal protection of its rights. The alleged infringer could 

also have easily dispelled any risk of first infringement by 

abandoning its announcement with a simple ‘actus contrar-

ius’. 

In short, since no patent infringement had yet occurred, the 

respondent could have removed any such risk of first in-

fringement by making an unconditional and unambiguous 

declaration (not necessarily with a penalty clause) that the 

action objected to would not be carried out in the future. 

No such declaration had been made in this particular case.  

Furthermore, the validity of the injunction patent had been 

assessed in the version with which it had been maintained 

in opposition proceedings. In principle, the infringement 

court has to accept the decision, as made by the compe-

tent instance (German PTO or Federal Patent Court, EPO) 

after expert technical examination, that the injunction pa-

tent be maintained. Unless there are special circumstances 

in the particular case, the infringement court has to draw 

the necessary conclusions by issuing the injunction orders 

necessary to protect the rights of the patent proprietor. In 

typical cases, at any rate, the petition for injunction may not 

be refused simply because the infringement court replaces 

the assessment by the competent opposition or revocation 

instance with its own technical (lay) assessment. The deci-

sion by the opposition division in this case meant that the 

conditions with regard to validity for granting a temporary 

injunction were met. The fact that the opposition proceed-

ings had ended with a limited version of the patent did not 

play any role for the decision. 

As a final aspect, there was also urgency in the stricter 

sense. In the view of the court, the petitioner for the in-

junction had done everything it could to enforce its rights 

promptly when faced with imminent sale of the accused 

product. The petitioner had been aware for some time of 

the properties of the accused heart valve, but it was al-

lowed to await a decision in the validity proceedings. The 

latter is the inevitable consequence of the aforementioned 

case law on the requirements to be met for adequately as-

sessed validity in temporary injunction proceedings. 

 

ASSESSMENT 

The Düsseldorf courts have found their way to quite a 

schematic approach towards the treatment of petitions for 

injunctions under patent law. 

As a basic principle, temporary injunctions are granted only 

on condition that validity has been verified in inter partes 

proceedings. If that is the case, however, the infringement 

court may not substitute its own view regarding validity for 

that of the competent opposition or revocation instance. 

Once there has been a finding regarding validity, a new 

‘window of urgency’ also opens for the patent proprietor – 

and that aspect is particularly important. The patent propri-

etor can hold back with its petition for injunction until it has 

obtained the decision in inter partes validity proceedings. 

The time period of urgency (normally about one month) 

does not begin until then and must be determined accord-

ing to the circumstances of the case.  

The case discussed above shows clearly once again that 

one should not underestimate the role of temporary injunc-

tions in patent law, despite the problems they inherently 

involve. Patent injunction proceedings are possible, espe-

cially in conjunction with validity proceedings. Injunction or-

ders are a sharp sword, once obtained.  

Patent proprietors should keep this in mind when staking 

out the strategic tools that are at their disposal. Infringers, 

too, need to gear themselves up for attacks of this kind 

(which can be particularly painful to them). (Henke)
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19. Stay of infringement proceedings in case of pending opposition 

Munich I District Court, court order of 21.09.2017, 7 O 15820/16 – Maskensystem 

BACKGROUND 

In Germany’s ‘bifurcated’ system of patent procedural 

law, infringement and validity aspects are dealt with in 

separate proceedings. In most cases, such a system is 

beneficial for the patent proprietor: it may be able to ob-

tain a positive infringement ruling without any decision 

being made on the validity of the patent. However, the 

infringement courts are routinely faced with the question 

of whether to stay the infringement proceedings up to 

and until a decision in co-pending invalidity proceedings. 

In practice, the hurdles for staying the infringement pro-

ceedings are high: as a matter of principle, a stay of pro-

ceedings can only be considered if the defendant can cite 

a prior art document that (i) is novelty-destroying for the 

patent in suit und that (ii) has not been taken into consid-

eration as yet in any examination procedure. The back-

ground to that practice is a certain degree of ‘good faith’ 

in the correctness of the decision of grant, which can only 

be challenged under the restrictive conditions mentioned 

above. (Another consequence of that logic is that the 

strict criterion for staying proceedings cannot be applied 

to utility models because a registration of a utility model 

is per se not based on substantive examination of patent-

ability.) 

There are differences, however, in the ways that different 

jurisdictional venues apply this generally accepted princi-

ple. If the defendant in infringement proceedings in 

Mannheim is able to jump the aforementioned hurdle and 

can substantiate its request for a stay of proceedings (i.e. 

cite novelty-destroying prior art that has hitherto not been 

given any consideration), the patent litigation divisions in 

Mannheim will normally stay proceedings. In effect, there 

is no further examination in Mannheim as to whether the 

patent proprietor might be able to defend its patent with 

limited scope, and whether that limited version of the pa-

tent is also infringed. The situation in Düsseldorf is quite 

different. There have been repeated reports of cases in 

which the Düsseldorf District Court has passed judgment 

even when the decision of grant was evidently wrong – 

namely when the patent proprietor was able to convince 

the court that there is a limited version of the patent that 

is valid and infringed, and which it will be able to fall back 

upon in the parallel validity proceedings.  

The District Court in Munich has now also had an oppor-

tunity to adopt a position regarding stay of proceedings. 

DECISION 

In the case concerned, two manufacturers of medical de-

vices were locked in dispute. The plaintiff was the proprie-

tor of a European patent relating to a mask system to be 

used for the treatment of sleep-related breathing disorders 

The patent had only been published in summer 2016, and 

the defendant had filed an opposition against the patent in 

suit with the European Patent Office. 

The claimed breathing mask had a cushioned frame that 

could be placed onto the patient’s face, and a shroud that 

could be secured to said frame and with the aid of which 

the mask could be fixed in place on the head of the patient. 

A retaining mechanism having one or more snap fingers 

was to be provided between the frame and the shroud. 

In opposition proceedings, several documents were cited 

against this patent, in particular a citation D1 which 

(briefly summarised) did not have any snap fingers in the 

literal sense, but which did have certain protrusions that 

engaged with recesses on the opposite part. The patent 

proprietor had already indicated in a first round of submis-

sions of the opposition proceedings at the EPO that it 

wanted to defend the patent in limited form only. 
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In that situation, the Munich District Court stayed the in-

fringement proceedings up to and until a final decision on 

the opposition. 

In doing so, the court tightened the legal framework 

within which the question of staying proceedings is to be 

answered. At its point of departure, the court kept to es-

tablished practice, namely to stay infringement proceed-

ings basically only if there is novelty-destroying prior art 

that has not previously been taken into consideration. 

However, the judgment then makes two further distinc-

tions: if the patent proprietor itself limits the patent in op-

position proceedings, or defends it in revocation proceed-

ings only with limited scope, and asserts that limited 

combinations of claims in the infringement proceedings 

(as in the case at hand), then this is deemed admissible, 

but may result in a stay of proceedings to be considered 

more appropriate. Secondly, the situation when an action 

for revocation has been filed or when opposition proceed-

ings are ongoing does not necessarily have to be treated 

identically. If opposition proceedings are likely to suc-

ceed, a stay of infringement proceedings is more likely to 

be required than in the case of a revocation suit, because 

in opposition proceedings it is still the patent proprietor 

who has to show and perhaps prove that the subject mat-

ter of the application meets the requirements for mainte-

nance of the patent. In revocation proceedings, in con-

trast, the burden of assertion and proof is on the claimant 

for revocation – which in cases of doubt may be a reason 

not to stay infringement proceedings. 

Applying such legal principles to the case under consider-

ation, a stay of proceedings was called for. The court pro-

vides a functional interpretation of the term snap fingers, 

within the meaning of the patent in suit. A snap fit con-

nection is realised by functional elements for releasable 

(or also unreleasable) form-locking joining of compo-

nents. In a snap-fit connection, one join part is elastically 

deformed and subsequently engages (releasably or unre-

leasably) with a counterpart. Such a form fit using the 

elasticity of the materials deployed is also disclosed in 

cited document D1. This would justify a stay of proceed-

ings. 

ASSESSMENT 

The Munich District Court takes the Mannheim line re-

garding the question of how to proceed when the patent 

proprietor itself indicates that the decision of grant may 

have been incorrect (e.g. by defending a limited version 

of the patent in suit in the validity proceedings). At least 

in principle, a stay of proceedings seems to be more ap-

propriate in this kind of situation. 

However, as is so often the case with such thresholds, it 

is not quite clear whether that was even the key aspect 

here, as the Munich District Court also argues (with good 

reasons) that novelty of the limited claim over citation D1 

cannot reasonably be argued. (If the District Court is so 

certain about the question of validity, then proceedings 

should actually be stayed anyway, regardless of venue.) 

The mere fact that the patent proprietor obviously had to 

limit its patent may well have influenced the decision, in 

the background at least. 

What is new is the distinction between revocation suit 

and opposition proceedings. The idea that the differences 

in how the burden of assertion and proof is distributed 

must also be reflected in different thresholds for staying 

proceedings is a convincing one. We will see whether 

that idea also finds its way into the established legal prac-

tice of the Mannheim and Düsseldorf courts. It would not 

be the first time that the success or failure of parties is 

determined by the definition of specific rules regarding 

the German principle of a burden of assertion, and by de-

fined exceptions to those rules. (Henke) 
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20. Value in dispute in applicant appeal proceedings / opposition proceedings 

Federal Court of Justice, court order of 27.03.2018, X ZB 3/15 – Ratschenschlüssel II 

BACKGROUND 

In cases where the subject-matter is an intellectual prop-

erty right and where the attorney’s fees are calculated on 

the basis of a value in dispute (the value of the matter to 

which the attorney’s activity relates), the value in dispute 

is basically to be determined at the equitable discretion 

of the court. 

In patent revocation matters, the value in dispute is gen-

erally based on the value of the patent at the time the 

action was brought, plus any claims to damages that have 

arisen until then. The value in dispute of pending or pre-

viously pending infringement proceedings are used (if 

possible) as a basis for the latter, the value of a patent 

typically being calculated as the value in dispute in the 

infringement proceedings adding a supplemental lump 

sum equal to a quarter of the value in dispute. 

These principles are also applied routinely in appeal pro-

ceedings brought by patent applicants, and in opposition 

appeal proceedings. This practice is questionable when it 

comes to appeals brought by applicants, given that there 

is no such thing as claims to damages in respect of patent 

applications (in contrast to granted patents), which could 

then be taken as a basis for calculating the value in dis-

pute. In such cases, a decision still has to be made on 

whether a patent is to be granted. 

If it is not possible to specify a value for an IP right, due 

to the lack of any basis for calculating it, the standard 

value of EUR 50,000 for trademark matters and 

EUR 60,000 for opposition appeal proceedings is gener-

ally applied. Until now, there have been no clear rulings 

at supreme court level regarding the standard value to be 

applied in appeal proceedings brought by patent appli-

cants. 

 

 

 

DECISION 

In the case now ruled upon, the Federal Court of Justice 

had the opportunity to close that gap. 

The court kept to its previous line to begin with: in appeal 

proceedings on a point of law, the value of the matter is 

to be determined at the equitable discretion of the court. 

The interests of the appellant are to be taken into consid-

eration, and the relevant principles in patent revocation 

matters are to be applied.  

What is new is that the Federal Court of Justice has set 

standard values for patent appeal proceedings: if there is 

no sufficient factual basis for estimating the value, the 

value of the matter in appeal proceedings brought by an 

applicant for a patent is generally to be set at EUR 50,000. 

That value is then to be increased in opposition appeal 

proceedings by EUR 25,000 per opponent – in contrast to 

the fixed value of EUR 60,000 applying hitherto that had 

been set by the Federal Patent Court. 

In its grounds for judgment, the Federal Court of Justice 

proceeds on the basis of a value equal to ten times the 

EUR 5,000 minimum value specified in Section 23 (3) 

Sentence 2 of the law governing attorneys’ fees (RVG). 

This takes account of the effort that the applicant invests 

in the patent prosecution process, and the fees that are 

incurred. If a patent has already been granted and oppo-

sition has been filed against it, this indicates that the pa-

tent has a higher value. If several oppositions have even 

been filed, then this is evidence of a further increase in 

value. 
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ASSESSMENT 

The Federal Court of Justice is correct in clarifying that 

the principles governing how the value of the matter is 

calculated in patent revocation matters are applicable not 

only in revocation cases, but also in appeal proceedings 

and appeals on points of law in opposition and patent 

prosecution matters. This avoids different values being 

applied when the facts are identical. 

That the Federal Court of Justice has now specified for 

practitioners a standard value for applicants’ appeal pro-

ceedings and an equation for calculating the standard 

value to be applied in opposition proceedings is much to 

be welcomed. This reduces the effort involved in calcu-

lating the value of the subject-matter in proceedings 

where it is not possible to estimate the value due to the 

lack of factual evidence.  

Introducing a gradation of values is also convincing: 

granted patents, in contrast to patent applications, allow 

different claims to be asserted, namely claims to dam-

ages as opposed to reasonable reimbursement after pub-

lication. The general interest in revoking a patent is also 

greater. The Federal Court of Justice takes these differ-

ences sufficiently into account by setting a higher stand-

ard value for opposition appeal proceedings compared to 

appeal proceedings brought by patent applicants. 

In opposition appeal proceedings, the equation specified 

by the Federal Court of Justice will result in somewhat 

higher values than hitherto. More specifically, a standard 

value of at least EUR 75,000 must now be assumed for 

opposition appeal proceedings, although this will not have 

any major effect on the amount of attorney’s fees to ex-

pect. (Dumlich) 
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Founded in 1966 in Bremen, the law firm of Eisenführ Speiser is 

specialised in the field of intellectual property (IP) and is one of 

the “Top Ten” IP firms in Germany. Besides patent, trademark 

and design law, services also cover copyright and competition 

law. The partners in Eisenführ Speiser include both patent attor-

neys and attorneys-at-law, whose close collaboration results in 

advanced expertise in litigation, licensing and contract law, IP 

portfolio analysis and IP due diligence. 

All activities are focused at all times on the client’s corporate 

strategy. On the basis of meticulous searches and analyses, 

Eisenführ Speiser provides clients with recommendations for 

the strategic use of their intellectual property (patents, trade-

marks, designs). 

When disputes arise, the attorneys at Eisenführ Speiser 

represent their clients before patent and trademark offices and 

courts whose task is to rule on the legal validity of intellectual 

property rights, and also before the patent litigation divisions and 

courts of appeal in Germany. In recent years, the attorneys at 

Eisenführ Speiser have also been involved repeatedly in major 

international disputes and have coordinated the work of large 

teams of lawyers from other countries. 

A workforce of more than 200, including more than 50 IP 

professionals, are engaged at national and international level at 

the firm’s four offices in Bremen, Munich, Berlin and Hamburg. 

Further details can be found on the website at 

www.eisenfuhr.com 
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