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FOREWORD
Last year saw little in the way of unexpected or momen-

opportunity to specify in greater detail the conditions un-

tous decisions. Established supreme court practice ap-

der which a co-inventor can claim financial compensation

pears instead to have been continuously developed and

from the other inventors, thus correcting the very un-

consolidated in many fields. Examples include the deci-

wieldy ruling applied in the previous instance. The crucial

sions on equivalence and contributory patent infringe-

factor on which entitlement to compensation depends is

ment on which we have already reported. On the whole,

the situation of the beneficiary – if he can easily exploit

they build consistently on what had previously been elab-

the invention in his own establishment, then he has also

orated in jurisdiction.

to do so as a priority. It is not enough to approach coowners, but remain personally inactive on the market.

‘Disclosure’ is still a perennial issue in validity matters,
but here as well there are signs of German and European

What about FRAND? The courts in Mannheim and Düs-

law converging (namely in respect of undisclosed dis-

seldorf continue to develop their case law. Both venues

claimers). One focus of this year’s case law review is

are converging on some key issues, with the ‘require-

therefore decision G 1/16 of the Extended Board of Ap-

ment for transparency’ (involving the disclosure of licens-

peal of the European Patent Office, which has received

ing agreements already concluded) increasingly becom-

much attention.

ing a major irritant for patent proprietors. We are still waiting with bated breath on an appeal decision from the Up-

Nonetheless, there are also two prominent decisions by

per District Court in Karlsruhe and above all a decision

the Federal Court of Justice that stand out: in Ralte-

from the Federal Court of Justice in an appeal decision on

gravir, a compulsory licence (for an HIV drug) was

points of law.

awarded by the supreme court for the first time ever. In
Sektionaltor II, the Federal Court of Justice finally had an
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I.

PATENT INTERPRETATION, PATENT INFRINGEMENT

1. Equivalence
Munich Upper District Court, judgment of 18.05.2017, 6 U 3039/16 – Pemetrexed II
BACKGROUND
Last year, we discussed a Federal Court of Justice deci-

pemetrexed dipotassium – are not meant to be covered

sion on equivalent patent infringement under the catch-

by the patent.

word Pemetrexed. The court ruled that the claim relating to pemetrexed disodium is also infringed equiva-

The case now decided upon almost a year later by the

lently by a variant based on pemetrexed dipotassium.

Munich Upper District Court in expedited proceedings

The fact that the patent proprietor only claimed

shows that the dispute over pemetrexed continues, even

pemetrexed disodium from the group of disclosed anti-

after the Federal Court of Justice judgment. This time,

folates cannot be understood, argued the Federal Court

however, the patent proprietor took action against a can-

of Justice in its 2016 judgment, as a selective decision

cer drug based on pemetrexed diacid, in contrast to the

according to which all other antifolates – such as

case already ruled upon by the supreme court in 2016.

DECISION
The Munich Upper District Court affirmed equivalent pa-

the parallel proceedings before the High Court of Justice

tent infringement in this case also. In its judgment, the

and the Court of Appeal in the United Kingdom, in which

court division analysed the requirements for equivalent

the UK courts concluded that a skilled person would

infringement with scholastic formality.

have considered pemetrexed diacid as a possible replacement – although the question of solubility would

With regard to the equivalent effect that must firstly be

have required further tests. The fact that the solubility

examined, the Upper District Court stated that the claim

of pemetrexed diacid could only have been clarified by

itself is all that matters. The applicable criterion is

further tests was seen by the UK courts as a reason for

whether the derived embodiment produces the same

negating any equivalent infringement. However, the

effects as the teaching of the patent, as specified by the

court in Munich takes a different view, namely that the

claim. For that reason, the court deemed it irrelevant

question of solubility is quite simply irrelevant with re-

that the accused products also included tromenthamine

gard to equivalent infringement. This is because the

as a buffering agent. The question whether the accused

claim seeks protection for a substance or composition

drugs are incompatible with other cancer drugs due to

for use in medical therapy. Problems that may have to

the tromenthamine, or may not be used in patients with

be overcome in the production process, which also in-

chronic kidney disease, could be left unanswered, to

cludes the solubility of pemetrexed diacid, are therefore

that extent, because neither of those aspects are in-

beside the point as far as finding equivalents is con-

cluded in the claim. This means they cannot detract

cerned.

from equivalent infringement.
The Munich Upper District Court accepted the view of
The Upper District Court also affirmed that pemetrexed

the Federal Court of Justice, not surprisingly, when con-

diacid can be found as a replacement for the claimed

ducting its subsequent examination of equivalence. The

pemetrexed disodium. The court refers in that regard to

fact that only pemetrexed disodium is claimed, from the

I. Patent interpretation, patent infringement / 1. Equivalence
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group of antifolates disclosed in the patent, cannot be

equivalent replacement substance, ruled the Upper Dis-

understood, therefore, as a selective decision. For a per-

trict Court, in line with the Federal Court of Justice.

son skilled in the art, pemetrexed diacid is therefore an

ASSESSMENT
Following the Federal Court of Justice judgment in which

who proceeds from the patent specification and is looking

pemetrexed dipotassium was viewed as an equivalent in-

for a replacement substance, that aspect may be an im-

fringement of the patent relating to pemetrexed diso-

portant one that repudiates any equivalent effect.

dium, the Upper District Court has now ruled that the
same applies to pemetrexed diacid. The fact that, when

At first glance, the situation may seem similar for the

conducting its test of equivalence, the Munich court

court’s analysis on findability. Production of the active

stuck closely to the analysis provided by the Federal

agent has nothing to do with the scope of protection con-

Court of Justice in the previous parallel proceedings

ferred by the patent for a particular substance, however.

should come as no surprise. What is noteworthy, rather,

For that reason, the diacid may well be an obvious re-

are the grounds for judgment regarding equivalent effect

placement substance, proceeding from the claim in the

and ‘findability’.

patent. Whether or not it is necessary to overcome a
problem in order to produce the replacement sub-

In both cases, the view taken by the Upper District Court

stances – or be inventive in doing so – has no bearing on

keeps very close to the claim. From that perspective, dis-

the findability of the alternative.

advantages of the modified solution are irrelevant as long
as they do not detract from the effect or use covered by

One consequence of the Upper District Court judgment,

the claim. However, the court’s analysis appears to be

in any case, is that the range of equivalent patent infringe-

too narrow in this respect, because any incompatibility

ment is extended. This only goes to show that equivalent

with other cancer drugs, or typical side-effects, will limit

infringement is alive and kicking, despite being declared

the uses of the active agent, which is claimed for a spe-

dead only a few years ago. (Müller)

cific use. From the perspective of one skilled in the art

4
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Düsseldorf Upper District Court, judgment of 07.07.2016, I-2 U 5/14 – Partikel-Auffangvorrichtung
BACKGROUND
This judgment marks another decision on equivalent pa-

Düsseldorf Upper District Court could concern itself with

tent infringement – and a successful action, in the end,

a rather rare constellation, namely indirect equivalent pa-

based on such infringement. It is noteworthy because the

tent infringement.

DECISION
The subject-matter of the patent in suit was a method

grounds that nanotechnology was still in its infancy at

for operating a diesel engine, in which a mixture of die-

the date of priority. Although the scope of protection

sel and a cerium compound soluble in fuel is used. The

conferred by the patent was not limited, in principle, to

inventive concept was that, when combusting this mix-

subject-matter that was known at the date of priority,

ture, cerium compounds are emitted into the exhaust

the expression ‘fuel-soluble’ could only be interpreted

gas, with the result that the combustion temperature in

as a molecularly dispersed solution, based on the

the catalytic converter is advantageously reduced. The

knowledge of a skilled person at the date of priority.

patent proprietor brought its action against fuel addi-

That was the only way a sufficiently stable solution

tives which the buyer can mix with diesel fuel. The ac-

could be produced, at that time.

cused fuel additives contained cerium nanoparticles
which cause the combustion temperature in the cata-

In accordance with the old familiar triad, the court then

lytic converter to be reduced.

tests whether there is indirect equivalent infringement:

The Düsseldorf District Court had dismissed the action

In the first step, the court affirmed that a colloidal solu-

in the preceding instances on the grounds that the ce-

tion of cerium nanoparticles has the equivalent effect of

rium nanoparticles in the accused products are not dis-

a dispersion, and referred in this regard to an expert

solved in the diesel fuel, but form a colloidal mixture (in

opinion it had commissioned.

which the particles are not dissolved, but are present in
unchanged form in the liquid). In the view of the District

It then addressed the question of whether such a mix-

Court, only a homogeneous, molecularly dispersed so-

ture of fuel and nanoparticles was ‘findable’ for a person

lution is to be deemed as conforming to the patent, but

skilled in the art. The fact that nanoparticles were not

not the colloidal solution offered by the defendant.

yet commonplace at the date of priority and that the respective technology was still in its infancy did not pre-

The Düsseldorf Upper District Court annuls that decision

clude its findability, according to the court. Equivalent

and rules that the defendant had committed indirect

infringement would otherwise be ruled out even when

equivalent infringement.

a person skilled in the art can see, without any creative
thinking on his part, that the invention can also be car-

The court firstly focused in some detail on the interpre-

ried out with the same objective effect with a substance

tation of the patent in suit and the question whether a

that subsequently becomes known. That would ulti-

colloidal solution of nanoparticles and diesel fuel could

mately mean classifying a replacement substance as un-

be considered as ‘fuel-soluble’ within the meaning of

findable even though it was actually obvious to a skilled

the patent (i.e. on literal, indirect infringement). It con-

person.

cluded that this was not the case, however, on the

I. Patent interpretation, patent infringement / 1. Equivalence
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The court argued that the patent proprietor participates

for the claimed soluble compounds, if nanotechnology

in the scientific progress that occurs beyond the patent.

had been available to him at the date of priority. Refer-

If a skilled person comes across a replacement sub-

ring to the expert opinion it had obtained, the court an-

stance due to the general development of technology,

swered that question in the affirmative, and hence that

it must be assumed, for the purposes of the equivalence

the replacement substance was findable as an equiva-

test and with regard to findability, that he already knew

lent infringement.

of the subsequently discovered replacement substance
at the date of priority. Based on that hypothetical per-

Lastly, the court also affirmed equivalence. Whether or

spective, it must then be examined whether the re-

not the cerium was added to the fuel in a molecularly

placement substance is an obvious alternative for the

dispersed state or as a colloidal solution is of no rele-

claimed substance.

vance for the success of the invention, namely to reduce the combustion temperature. The crucial aspect,

In the case decided upon here, the question was there-

instead, is a sufficiently stable solution without floccula-

fore whether a skilled person would have recognised in

tion, which is achieved just as well by nanoparticles as

cerium nanoparticles a suitable replacement substance

with dissolved cerium compounds.

ASSESSMENT
This judgment by the Düsseldorf Upper District Court

in suit had been filed to realise how problematic this anal-

shows that patents can be asserted effectively even in

ysis by the Düsseldorf Upper District Court can be. At that

cases of indirect equivalent infringement, like this one,

time, when nanotechnology was still in its early days,

that are on the outer verges of the scope of protection. It

such a product would have been seen as the result of

deserves attention for that reason alone.

creative activity on the part of the defendant, and one
which is not ‘findable’ in the sense of equivalent infringe-

However, it is above all the reasons given for equivalent

ment. Although such use may have been obvious a few

infringement that are noteworthy. As was shown, it was

years later, following the dissemination of nanotechnol-

possible in the course of time, due to technological pro-

ogy, does that mean that the defendant’s product be-

gress, to discover replacement substances which were

comes an equivalent patent infringement in the course of

not yet commonplace at the date of priority, and therefore

technological progress?

remote, and these replacements can form the basis for
equivalent infringement. One need only imagine the de-

Clarification of this question cannot be expected in the

fendant already offering a fuel additive containing cerium

near future, however, because the Upper District Court

nanoparticles shortly after the application for the patent

judgment is final. (Müller)
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2. Contributory infringement
Federal Court of Justice, judgment of 24.10.2017, X ZR 55/16 – Trommeleinheit
BACKGROUND
Indirect/contributory infringement cases in the spare

this constitutes impermissible (patent-infringing) ‘re-

parts and repairs business involve a situation in which

making’ or ‘re-manufacturing’ of the product, is exam-

the patent proprietor has placed the protected product

ined separately from the question of whether the re-

on the market either itself or through authorised third

placed part mirrors the technical effects of the inven-

parties, and the buyer repairs or services the product

tion.

later using spare/replacement parts.
In certain kinds of cases, the latter question can be set
Such constellations have been the subject-matter of nu-

aside, which then means that a decision on whether re-

merous court cases for many years. In some cases, the

making is involved need only be based on the view of

question whether the product keeps its identity when a

the trade. The case now ruled upon by the Federal Court

replacement part is installed (in which case exhaustion

of Justice shows that the debate over when this is the

applies and there is no patent infringement) or whether

case has not been conclusively clarified yet.

DECISION
The patent in suit related, inter alia, to a ‘photosensitive

The Federal Court of Justice has now annulled this judg-

drum unit’ in printers. The defendants sell reconditioned

ment handed down by the Düsseldorf Upper District

cartridges that can be used in printers instead of the

Court and dismissed the action.

(original) cartridges made by the plaintiff. They replace
the used imaging drum forming part of the drum unit

A hypothetical view of the trade cannot be the applica-

with new parts that do not originate from the plaintiff.

ble criterion for the question as to whether replacing the

The plaintiff then sued the defendant for indirect in-

imaging drum constitutes remaking of the drum unit, or

fringement of the patent in suit by selling reconditioned

whether the drum unit is still being used in the intended

toner cartridges for laser printers.

manner, if the protected product (‘drum unit’) is sold
only as one component of a more comprehensive object

The Düsseldorf Upper District Court saw replacement

(‘process cartridge’).

of the imaging drum as a reconstruction of the drum unit
(and thus as a patent infringement). The court based its

The Federal Court of Justice is thus developing another

decision on the fact that the imaging drum accounted

exception from the priority focus on the view of the

for about 70% of the value of the drum unit, which

trade. Whenever a claim protects a product consisting

meant that the view taken by the trade (determined on

of several parts, but the proprietor places objects on the

a normative basis) is that the drum unit is reconstructed,

market that comprise further additional components, a

due to the replacement of the imaging drum. In the

hypothetical trade view cannot be the applicable crite-

aforementioned precedents based on the view of the

rion. A trade view can basically only ensue for a product

trade, one aspect that remained unexamined was

that has actually been placed on the market in that par-

whether the replaced part mirrored the technical effects

ticular form.

of the invention in the patent in suit.

I. Patent interpretation, patent infringement / 2. Contributory infringement
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In the case under consideration, however, there was

the patent are present in the replacement part. If it is

only a trade view in respect of printers and process car-

not possible to refer to the view of the trade, the ques-

tridges, but not in respect of a drum unit, so the previ-

tion of remaking must be decided on the basis of

ous instances were impermissibly based on a ‘fictitious

whether or not the technical effects of the invention are

trade view’.

reflected in the replaced parts of the protected product.

The Federal Court of Justice is thus introducing a new

That was not the case here, because the imaging drum

set of cases in which there is no trade view, or none

as such was already known from the prior art and be-

which can be verified. In these cases, the question of

cause the claim did not specify any modifications con-

‘remaking’ cannot be decided from the perspective of

cerning the specific characteristics, workings and ser-

the trade, but only according to whether the effects of

vice life of the imaging drum.

ASSESSMENT
The judgment relates to the situation in which the prod-

maintain the joint object, or a remaking of the product

uct protected by the patent differs from the object being

and therefore an infringement of the patent, could

sold. If it is not possible in such a situation for the trade

mostly be decided until now regardless of whether the

to form a view with regard to one component of the

replace part mirrored the technical effects of the inven-

overall device, then it is necessary instead to examine

tion. The Federal Court of Justice has now limited that

whether the replaced parts mirror the technical effects

established practice in respect of impermissible remak-

of the invention. An examination based on the claim is

ing to those cases in which a trade view actually exists.

also extended, therefore, beyond the acknowledged ex-

It would be helpful if the Federal Court of Justice could

ceptions in the case of spare/replacement parts, to

continue this line of analysis in future and require an ex-

those cases in which the trade has not formed or is un-

amination, also in other types of cases, of whether the

able in the circumstances to form a ‘real’ view of its

replaced parts mirror the technical effects of the inven-

own.

tion. (Förster)

Indirect/contributory infringement is construed by the
legislature as a risk of offence, the question of whether
replacement constitutes a normal measure necessary to

8
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3. Acts committed in foreign countries
Federal Court of Justice, judgment of 16.05.2017, X ZR 120/15 – Abdichtsystem
BACKGROUND
The decision to be discussed here is interesting in several

customers

respects. Our focus here is on whether and to what ex-

infringements of German patents (or ‘participation’ in

domiciled

abroad

may

constitute

tent acts committed in foreign countries can constitute

such infringements) if the supplier knows (or does not

an infringement of a German patent.

know as a result of negligence) that the customer will
supply the products to Germany. Whereas matters were

Supreme court precedents on this issue have recently

still relatively simple in the Audiosignalcodierung case

shown a clear tendency, according to which actions

dealt with by the Federal Court of Justice (case no.

committed in other countries can result in patent

X ZR 69/13), because it was a positive fact that the

infringements in certain circumstances. Until now, one

defendant’s customer was also exporting products to

principle that applied with regard to tortious liability was

Germany, the situation here was more complicated.

that supplies from undertakings domiciled abroad to

DECISION
In the case under review, the defendant was domiciled in

customer is reselling or offering the supplied goods in

Italy. It produced repair kits for car tyres. In proceedings

Germany (as was the case in the Audiosignalcodierung

through the instances in a first case, the action was

decision). Instead, the supplier already has an obligation

brought exclusively against the repair kits being (directly)

to check the facts of the matter if there are specific indi-

offered and placed on the market in Germany; the accu-

cations which strongly suggest that such acts are being

sation of infringement was then extended at a later stage

committed.

to also include supplies to third parties domiciled in foreign countries. The question then was whether and to

The Federal Court of Justice is thus extending the prece-

what extent the domestic purchase necessary for a pa-

dents it previously established, and the issue in the rest

tent infringement in Germany (i.e. within the territorial ex-

of the judgment is whether, in this particular case, there

tent of protection conferred by the German patent) actu-

are any such ‘indications’ of exports to Germany. In this

ally existed.

regard, the Federal Court of Justice spreads out the following possibilities:

The Federal Court of Justice begins by repeating the principles guiding its legal practice hitherto. A supplier domi-

‘Abstract possibilities’ of the goods being resold in Ger-

ciled abroad is under no obligation, to begin with, to check

many are insufficient anyhow. (This would also render the

or monitor how the customer subsequently uses the sup-

territoriality principle in patent law totally meaningless.)

plied goods. The customer who buys a product is itself
responsible, as a basic principle, for ensuring that the

‘Specific indications’ of goods being resold in Germany

product is used only in a legally permitted manner. It must

might be sufficient, however. Such indications would ex-

be assumed, in principle, that at first sight there is only

ist, for example, when the quantity procured is so great

an unobjectionable delivery to a foreign country. That

that it could hardly be sold only on markets not covered

alone cannot jeopardise the patent proprietor’s rights just

by IPRs, or when the behaviour of the customer corre-

yet, but the Federal Court of Justice then goes on to ar-

lates conspicuously with perceptible and potentially IPR-

gue that the supplier has a special duty to protect others’

infringing activities of the customer on the German mar-

rights not only when it has (positive) knowledge that the

ket. In such cases, the supplier must make enquiries with

I. Patent interpretation, patent infringement / 3. Acts committed in foreign countries
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the customer and draw attention to the fact that such ac-

would have severe commercial impacts, because it sup-

tivities may constitute patent infringement. If a plausible

plied numerous automotive manufacturers with the ac-

response to such enquiries is not obtained, the supplier

cused products, and that it would suffer major conse-

becomes involved in the infringement of a foreign patent,

quences if it were even temporarily unable to supply the

even if it has no positive knowledge of same. If it contin-

German market.

ues to supply the goods, it is acting in breach of a duty to
behave in such a way that the foreign patent is protected.

That statement of facts and arguments now redounded
to its disadvantage, because the Federal Court of Justice

The present case could also involve such a situation. In

referred the matter back to the lower court of appeal for

the enforcement proceedings at first instance, the de-

further clarification of the facts.

fendant had stated that even short-term enforcement

ASSESSMENT
The Federal Court of Justice draws a wide circle around

possibility of indirect patent infringement within the

those responsible for patent infringement, so wide, in-

meaning of Section 10 of the Patent Act (PatG), at most,

deed, that this new case law runs the risk of colliding with

which is an offence of its own.

the opposing principle of territoriality. A step this far forward can only succeed if the rationale is expounded very

The legal consequence of such ‘fostering’ of patent in-

meticulously. Said reasoning is based on a concept of at-

fringement does not necessarily have to be an uncondi-

tribution that inherently provides the advantage of the in-

tional prohibition. In the concluding passages of the judg-

dividual case being judged to a large extent on its own

ment, the Federal Court of Justice rightly points out that

merits – but it also harbours the risk of impermissible gen-

a series of graduated measures might be required. The

eralisation.

question is which measures the obligee can reasonably
be expected to carry out in order to prevent patent in-

In future cases, it will therefore be necessary to examine

fringements by its customers. On the one hand, this is a

the details of the individual case very carefully. If patent

wide-open field for attorneys and parties, but on the other

infringement by a third party has already occurred, or if

hand it is a sharp warning to all those who think that in

there is at least a risk of first infringement, activities prior

foreign countries they are safe from German patents.

to that, but which ‘foster’ patent infringement may also

(Henke)

be deemed to infringe a patent. In that case, there is a
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I. Patent interpretation, patent infringement / 3. Acts committed in foreign countries

Düsseldorf Upper District Court, judgment of 23.03.2017, I-2 U 5/17 – Nicht-invasiver Pränataltest I
BACKGROUND
In the medical technology field especially (but not only),

which rights can be asserted in cases where methods are

there is increasing use of transboundary processes in

carried out across national boundaries. There is often no

which some of the steps of a method are carried out in

patent protection in other countries, and even when a par-

other countries. The reason in some cases is that the

allel patent was granted, a German court will never pass

quality in other countries is better, or the costs are lower,

judgment on infringement of a foreign patent.

whereas in other cases it is simply because the relevant
server is located in another country.

This problem is addressed by the present judgment by
the Düsseldorf Upper District Court, which shows not

This produces problems for patent proprietors, because

only the limits to patent enforcement, but also the oppor-

the territoriality principle imposes limits on the extent to

tunities that exist.

DECISION
In the case ruled upon, the patent being asserted related

behest of the domestic party. In the view of the Upper Dis-

to a non-invasive prenatal diagnostic method. The first step

trict Court, it is imperative to attribute such activities when-

in the method entailed taking a blood sample from the

ever the steps carried out abroad result in a precursor or

mother-to-be. According to the following steps, that blood

intermediate product which is then supplied to Germany

sample was to be processed by separating it into a cellular

and refined by applying the remaining steps of the method.

and a non-cellular fraction, by detecting a nucleic acid and

According to the Upper District Court, the person who is

finally by producing a diagnosis on the basis of the nucleic

active in Germany ‘adopts’ the steps carried out abroad as

acid.

his own, so to speak. It makes no difference whether the
one who performs the last steps of the method in Ger-

The defendant performed the patented method, but the

many arranges for the preceding steps to be carried out in

only step it performed in Germany was the first one (taking

a foreign country either by himself or by third parties.

a blood sample). The sample was then sent to a laboratory
in the USA, where it was analysed in accordance with the

The situation is different, however, when the step carried

patented method, and where the diagnosis was also pro-

out in Germany must be seen merely as the preliminary

duced. That diagnosis was then sent back to Germany and

product for the method that is carried out abroad – as in the

made available to the doctor providing treatment.

case ruled upon here. This is because the part of the
method that produces the success of the invention is car-

The Upper District Court negates any patent infringement.

ried out in a foreign country.

In its grounds for judgment, it began by stating that infringement of a patent in Germany can only be assumed if

In the view of the court, whether steps which are per-

the steps carried out abroad can be attributed to the person

formed abroad are used to produce the success of the in-

who also performs the other steps in Germany.

vention in Germany is a matter that has to be assessed on
the basis of the features of the claim – not its commercial

It is irrelevant in that respect whether the person who op-

exploitation. In the case of medical diagnostic methods, in

erates in the foreign country is a third party or the same

particular, it is irrelevant where the patient lives and where

person, or whether the third party engaged in activity at the

payment for the diagnosis is made.
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The action in the present case was dismissed for these

claim also included informing the patient of the diagnosis,

reasons.

then one can assume the patent has been infringed. This
is because the last person to perform an activity in Ger-

What is interesting is that the Upper District Court passed

many would be adopting the steps carried out abroad as

its judgment with an obiter dictum in which the patent pro-

his own, and would use them to achieve the success of

prietor is shown the circumstances in which a patent in-

the invention. It is irrelevant whether announcing the diag-

fringement can be assumed. If, according to the court, the

nosis is a secondary contribution, in technical terms.

ASSESSMENT
The decision handed down by the Upper District Court in

applies even when the activities carried out in Germany

Düsseldorf must be welcomed for the simple reason that

are technically of secondary importance.

it provides a measure of clarity that is urgently needed by
practitioners. Even though it no longer helps the plaintiff

The fact that realisation in Germany of a feature having

to win the case, the court does show ways of wording

little technical relevance is enough to affirm direct in-

claims, with which the patent proprietor can also acquire

fringement, even when all the technically relevant and

protection in Germany even when important steps are

preceding steps are performed abroad, is difficult to un-

carried out abroad. This is the case, according to the

derstand at first glance. The legal basis for that assess-

court, when the first and the last steps of the method are

ment is found, however, in the principles, correctly ap-

carried out in Germany.

plied by the court, governing how the actions of others
are attributed. Such attribution of actions requires that the

For practitioners, this means that the claim has to start

infringer commits actions of its own in Germany, with

and end with the patient. If intermediate steps are carried

which it adopts as its own the steps performed abroad.

out in foreign countries, this does not detract from direct

The technical significance of the respective steps is not

infringement in Germany, according to the precedent set

the relevant aspect for the principles of attribution, which

by the Düsseldorf Upper District Court at any rate. This

are based on criminal law. (Müller)
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II. VALIDITY
4. Actual disclosure, impermissible broadening, priority
EPO, decision of the Enlarged Board of Appeal of 29.11.2017, G 1/15 – Partial priority
BACKGROUND
Decision G 1/15 concerns the validity of a claim when the

as novelty-destroying prior art – these are then referred

content of the priority application and the second filing are

to as ‘toxic priorities’ or ‘toxic divisional applications’.

not identical. If the priority application was a European pa-

Such a ‘toxic divisional application’ also resulted in the

tent application, or if a European divisional application ex-

matter being referred to the Enlarged Board of Appeal

isted, loss of the claim could result in the applicant’s own

and to decision G1/15.

applications from the same family of patents being cited

DECISION
According to the European Patent Convention (EPC), the

claim with one feature was denied the validity of the pri-

applicant filing a European patent application may claim

ority claim ‘in the range from 30 to 65’, because the pri-

the priority of an earlier application if it discloses the

ority document only disclosed the ‘range 30 to 55’. At

same invention (Article 87 EPC). According to Arti-

the same time, however, the disclosure of the ‘range 30

cle 88 (2), (3) EPC, multiple priorities may be claimed for

to 55’ destroyed the novelty of the ‘range 30 to 65’.

any one claim. Claims can thus be subdivided according
to subject-matters having different priority dates, thus

The Enlarged Board of Appeal has now clarified that a

resulting in a claim having ‘partial priorities’. ‘Partial pri-

partial priority may not be rejected, according to the

ority’ refers, in other words, to a situation in which part

EPC, if the other known requirements of the first unam-

of the subject-matter of a claim validly claimed the pri-

biguous and feasible disclosure in the priority document

ority date of an earlier application, whereas the priority

are fulfilled. In view of the legislator’s intentions and

date of the rest of the subject-matter is only the filing

given the interpretation of the priority concept in the

date of the (second) European patent application itself,

EPC in accordance with international conventions and

because that subject-matter was not included in the pri-

regulations, such as the Paris Convention for the Protec-

ority application and was added at a later date.

tion of Industrial Property, the Enlarged Board of Appeal
has ruled in all clarity that the priority right of the appli-

The earlier decision G 2/98 of the Enlarged Board of Ap-

cant is a right for which no additional requirements may

peal stated in this regard that partial priorities must be

be set other than disclosure in the previous application.

acknowledged if a limited number of clearly defined alternative subject-matters can be identified by compar-

The grounds for the decision also state the specific pro-

ing the subject-matter claimed in the second filing with

cedure to be applied in order to check for partial priori-

the disclosure of the first application.

ties:

In the past, Technical Boards of Appeal have routinely

1. The first step is to determine the actual disclo-

denied the validity of the partial priority if the latter did

sure of the priority document. The basic stand-

not contain any features which could be individualised,

ard according to decision G 2/98 applies here,

e.g. with wording such as ‘A device comprising element

according to which the actual disclosure is de-

A or element B’. In decision T 1877/08, for example, a

termined by what a person skilled in the art can

II. Validity / 4. Actual disclosure, impermissible broadening, priority
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derive directly and unambiguously from the

This would mean, for the ranges quoted from decision

previous application as a whole, using his gen-

T 1877/08, that the priority is validly claimed for the par-

eral technical knowledge.

tial range from 30 to 55 and that the filing date of the
second filing is to be seen as the priority date for the

2. It is also necessary to determine whether the

partial range from 55 to 65 that remains.

claims in the application claiming that priority
include or cover subject-matter which is dis-

The Enlarged Board of Appeal also emphasises that the

closed in the priority document.

findings required for this procedure are common practice at the European Patent Office and as such do not

3. If point 2 is answered positively, the claim must
be subdivided conceptually into two parts:


involve any additional difficulties or uncertainties for
third parties.

one part which is disclosed directly and
unambiguously in the priority document
and therefore can validly claim the priority, and



a remaining part which cannot claim said
priority, but itself substantiates a priority
right.

ASSESSMENT
The problem of ‘toxic priorities’ or ‘toxic divisional appli-

be filed early with a first application in order to pre-empt

cations’ has now been overcome with decision G 1/15.

the competition. Important advancements, which are

The Enlarged Board of Appeal has clarified that it is pos-

then included in second filings, generally ensue at the

sible to split the claimed subject-matter into parts in order

same time, especially during the twelve-month priority

to assess their priority, regardless of whether that split-

period. Even during the granting procedure, companies

ting is conceptual or based on clearly defined alternative

often make changes to products or obtain new infor-

subject-matters. The application substantiating priority, or

mation about imitations by competitors, which leads in

a divisional application, cannot be novelty-destroying for

turn to changing requirements regarding the protective

a European application or a European patent. Either there

scope that is sought, and which in many cases can only

is novelty – or the priority is valid. Tertium non datur (a

be addressed by divisional applications. Both of these –

third is not given).

adding further developments to second filings and filing
divisional applications – are now possible and safe again,

This is a huge relief for patent proprietors, especially

following this decision by the Enlarged Board of Appeal.

when building patent portfolios alongside product devel-

(Winkelmann)

opment, where in practice it is common for inventions to

14

II. Validity / 4. Actual disclosure, impermissible broadening, priority

5. Undisclosed disclaimers
Federal Court of Justice, judgment of 25.07.2017, X ZB 5/16 – Phospatidylcholin
EPO, decision of the Enlarged Board of Appeal of 18.12.2017, G 1/16 – Disclaimer/OLED
BACKGROUND
As reported in our discussion of the Federal Patent

granting procedure. The Enlarged Board of Appeal of the

Court order in case no. 14 W (pat) 30/13 – Kosmetische

European Patent Office had been referred the question

Zubereitung and EPO decision T0437/14 – Complexes

whether the examination criterion specified in decision

of form L2IrX, in our 2016 Case Law Review, both the

G 2/10 for the admissibility of amendments in the form

Federal Court of Justice and the Enlarged Board of

of disclosed disclaimers under Article 123(2) EPC (the

Appeal of the European Patent Office had to rule on the

‘gold standard’) is also applicable to undisclosed

question of the admissibility of undisclosed disclaimers.

disclaimers, or whether the exceptions for undisclosed

In appeal proceedings on a point of law, the Federal

disclaimers (cf. G 1/03) can retain their validity and

Court of Justice was concerned with the question

whether a modified examination criterion is therefore to

whether undisclosed disclaimers are admissible in the

apply for disclaimers.

DECISION
The technical features of a claim define the elements and

The Federal Court of Justice initially ruled that the

properties of the claimed subject-matter and are generally

Wundbehandlungsvorrichtung judgment of the Federal

referred to as ‘positive’ technical features. However, the

Court of Justice of 17.02.2015, case no. X ZR 161/12, on

claimed subject-matter can also be defined by ‘negative’

the ‘inescapable trap’ (see also the discussion in our 2015

features describing elements and properties which the

Case Law Review) was not applicable in the granting pro-

subject-matter does not possess – for example in the

cedure. In that judgment, the Federal Court of Justice had

form of a disclaimer.

ruled that impermissible broadening introduced during
the granting procedure may remain in the claim if it

The purpose of using a disclaimer in a claim is to remove

merely limits the subject-matter of that claim, but must

non-patentable subject-matter from a more general defi-

otherwise be ignored when assessing validity.

nition. A distinction must be made between disclosed disclaimers, in which the subject-matter to be excluded is

In the present case, however, the Federal Court of Jus-

disclosed in the original application, and undisclosed dis-

tice does not see the addition of the feature that the prep-

claimers, where this is not the case. The Federal Court of

arations are ‘free of phosphatidylcholine’ as impermissi-

Justice judgment and the Enlarged Board of Appeal deci-

ble broadening. In the original application, phosphatidyl-

sion both relate to such undisclosed disclaimers.

choline was disclosed – under a different name – as a
possible ingredient of the preparation, without being

In the Phosphatidylcholin appeal proceedings on a point

named as a necessary or even advantageous ingredient

of law before the Federal Court of Justice, claim 1 related

for the preparation. Phosphatidylcholine was not men-

to cosmetic use of a preparation. In the granting proce-

tioned, either, in the examples of preparations given in

dure, the feature that such preparations ‘are free of phos-

the description. So the result of excluding preparations

phatidylcholine’ was added.

containing phosphatidylcholine from the subject-matter

II. Validity / 5. Undisclosed disclaimers
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of the claim is not that the claim now relates to a compo-

i)

restore novelty by delimiting a claim against state

sition that may consist of specific ingredients only (this is

of the art under Article 54 (3) and (4) EPC (post-

where the decision departs from precedents previously

published prior art);

set; cf. Federal Court of Justice, judgment of 12.07.2011,
case no. X ZR 57/08 – Reifenabdichtmittel). Instead, there

ii) restore novelty by delimiting a claim against an

are many possible compositions (according to the appli-

accidental anticipation under Article 54 (2) EPC; an

cation as originally filed), but with the exception of prepa-

anticipation is accidental if it is so unrelated to and

rations containing phosphatidylcholine.

remote from the claimed invention that the person skilled in the art would never have taken it

The Federal Court of Justice expressly remarks that such

into consideration when making the invention;

a limitation of the claim accords with the criteria that the
Enlarged Board of Appeal of the European Patent Office

iii) disclaim subject-matter which, under Articles 52

developed in decision G 1/03 on the admissibility of a dis-

to 57 EPC, is excluded from patentability for non-

claimer in order to restore novelty over the prior art, ac-

technical reasons.

cording to which the limitation produced by an undisclosed disclaimer may not prove to be technically rele-

The Enlarged Board of Appeal takes this opportunity to ex-

vant.

plain how these criteria defined in decision G 1/03 are to
be applied, but at the same time it emphasises that this

Said decision G 1/03 has now been affirmed by the re-

clarification from decision G 1/16 is neither intended as a

cently passed decision G 1/16 Disclaimer (OLED), in

departure from decision G 1/03, nor may it be interpreted

which the Enlarged Board of Appeal clearly states that

as such. In the view of the Enlarged Board of Appeal, in-

different examination criteria do indeed apply to disclosed

cluding an undisclosed disclaimer must not make any tech-

disclaimers (and other amendments to claims on the ba-

nical contribution to the claimed subject-matter and must

sis of the original disclosure), on the one hand, and undis-

not remove more than necessary from the claim. The claim

closed disclaimers, on the other.

may not be qualitatively amended in such a way that the
applicant gains benefits in respect of other EPC require-

A disclaimer can satisfy the requirements of Article 123

ments, such as inventiveness. To avoid this with certainty,

(2) EPC if it comes under one of the following cases spec-

the disclaimer must be ignored when assessing for in-

ified in G 1/03:

ventive step.

ASSESSMENT
Patent proprietors will welcome the fact that undisclosed

patent proprietors must continue to be very meticulous

disclaimers may still be admissible – at the European Pa-

and circumspect when introducing undisclosed disclaim-

tent Office in the same, restricted circumstances as hith-

ers. There is no doubt that, in many cases, opponents will

erto; the Enlarged Board of Appeal refrained from applying

continue to launch successful attacks on the admissibility

the ‘gold standard’ to undisclosed disclaimers and effec-

of undisclosed disclaimers. Before including an undis-

tively abolishing them. And also according to the case law

closed disclaimer, it is therefore recommended that patent

of the Federal Court of Justice, subject to the strict condi-

proprietors examine whether it is not possible to achieve a

tions set by the original disclosure of the claim’s subject-

similar objective with a (disclosed) amendment of the

matter, and provided the limitation is non-technical.

claim, or whether fall-back positions can be identified in
case the disclaimer is deemed in subsequent proceedings

At the same time, both these decisions affirm the very re-

to be inadmissible. (Winkelmann)

strictive conditions for allowing undisclosed disclaimers, so
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6. Use claims
Federal Court of Justice, judgment of 23.02.2017 – X ZR 99/14 – Cryptosporidium
BACKGROUND
Recent years have seen relatively solid precedents being

of a “targeted method” if a person skilled in the art was

set regarding the novelty of use claims. Just because the

aware that the method can be used for precisely the pur-

method according to the patent had also proved success-

pose for which it is claimed.

ful at an earlier date, when used for a different purpose,
and without a person skilled in the art realising this, does

This established legal practice is continued in the judg-

not mean that the novelty of the patented method is ne-

ment discussed here.

gated. Lack of novelty can only be assumed in the case

DECISION
The Federal Court of Justice had to concern itself with

On the question of inventive step, the court division

a contested patent that taught the use of ultraviolet (UV)

based its decision above all on the fact that NK14 se-

radiation to ‘eliminate’ specific microorganisms called

lects the range of 50 to 100 mJ/cm 2 somewhat casually

cryptosporidium oocysts, which are related to malarial

and unexpectedly, and that this range contrasts conspic-

parasites. The patent specified use of a relatively low

uously, in the context of the document as a whole, with

dose of an active agent, ranging from 10 to 175 mJ/cm 2.

the dosages mentioned in the embodiments, which are
all several times higher. Given that other publications

The Federal Patent Court had revoked the contested pa-

recommend much lower dosages of UV radiation for in-

tent in first-instance proceedings on the grounds that

activating other viruses and microorganisms, a person

the invention did not involve an inventive step, in any

skilled in the art will consider the high values specified

case. Inactivating 90% of cryptosporidium oocysts with

in NK14 to be necessary in order to combat cryptospor-

doses of UV radiation ranging from 60 to 80 mJ/cm 2 is

idium oocysts efficaciously. That this is also possible

known from citation NK12. Another citation, NK14, like-

with the much lower UV dosage taught by the contested

wise teaches the inactivation of microorganisms (cryp-

patent is not sufficiently evident to a person skilled in

tosporidium) with UV light and discloses use of a dose

the art from citation NK14, according to the Federal

ranging from 50 to 100 mJ/cm 2. The latter document

Court of Justice. This is because the solution proposed

proposes using a dose that is twelve times as high, but

in said citation leads away from the solution proposed

this is related to the high flow velocity of the drinking

by the contested patent, despite the low range of 50 to

water. Based on general technical knowledge, accord-

100 mJ/cm2 that is casually mentioned therein.

ing to which UV light destroys the capacity of microorganisms to reproduce, and based on the teaching of

All that the Federal Court of Justice sees disclosed in

NK14, a person skilled in the art has sufficient prospects

NK12 is merely the use of UV light to kill bacteria and

of successfully eliminating contamination with cryptos-

viruses, but not its use to combat cryptosporidium. The

poridium oocysts by using a dose of 50 to 100 mJ/cm 2.

document is not novelty-destroying, therefore, because
it does not disclose the purpose taught by the contested

The Federal Court of Justice granted the appeal and dis-

patent, which is anticipated in a novelty-destroying man-

missed the action for revocation filed against the con-

ner only if a person skilled in the art uses the teaching

tested patent.

disclosed in the prior art for the specific purpose
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protected by the patent. The fact that systems known

sufficient, therefore, so the new purpose discovered by

from the prior art also eliminate cryptosporidium spores

the contested patent suffices as substantiation of the

(without this being known to a skilled person) is not

patent’s novelty.

ASSESSMENT
The decision must be welcomed for the simple reason

purpose for which the method has never been used, can

that it provides clarity when use claims are being as-

indeed be a novel step and one that advances technology

sessed. It is also appropriate in terms of content, how-

significantly. There is no reason, therefore, to deny patent

ever. The discovery that a known method can achieve a

protection to such teachings. (Müller)
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III. OTHER ISSUES IN SUBSTANTIVE LAW

7. Standard-essential patents
Düsseldorf Upper District Court, judgment of 31.03.2017 – I-15 U 65/15 – Mobiles Kommunikationssystem
Mannheim District Court, judgment of 10.11.2017, 7 O 28/16 – Sendeleistung
Communication from the Commission to the European Parliament, the Council and the European Economic and Social Committee setting out the EU approach to Standard Essential
Patents, 29.11.2017, COM(2017) 712 final
BACKGROUND
‘In terms of FRAND’, the year 2017 was characterised by

previously worked in the patents division at the Upper Dis-

two events above all – firstly by the long-anticipated deci-

trict Court in Karlsruhe. It has therefore been awaited with

sion of the Düsseldorf Upper District Court in case no. I-

great anticipation whether the established practice of the

15 U 65/15 (we reported in last year’s Case Law Review

7th Civil Division regarding standard-essential patents will

on a Qualified Guideline issued in that case) and secondly

continue. A first SEP judgment by the court division has

by the new appointment to the 7th Civil Division of the

provided some initial signs of a major shift.

Mannheim District Court.
In November 2017, finally, the European Commission pubDr Rombach, the new Presiding Judge of this patent litiga-

lished a Communication concerning the EU approach to

tion division which is so important also for us personally,

SEPs.

DECISIONS
The new appointment to the 7th Civil Division foreshad-

the Düsseldorf courts ruled that the Huawei/ZTE obliga-

ows a change in the established practice of the Mann-

tions can also be fulfilled during the court proceedings (in

heim court regarding the timetable for fulfilling the

accordance with the general rules on late submissions in

scheme of obligations set up by the ECJ.

the Germany Code of Civil Procedure).

As a reminder: in last year’s Case Law Review we re-

This now seems to be changing. Even though the ques-

ported that there were major discrepancies in this respect

tion of whether obligations can be fulfilled at a later stage

between the decisions handed down by the Düsseldorf

is explicitly left unanswered in the rationale of the first

and Mannheim courts. Whereas the patent litigation divi-

decision issued by the newly formed 7th Civil Division of

sions in Mannheim see the bringing of an action as a cae-

the Mannheim District Court, the Sendeleistung decision,

sura and only wish to take into account, as far as adher-

the court comes out in favour of such subsequent fulfil-

ence to the Huawei/ZTE programme is concerned, how

ment in an obiter dictum. However, the court tends to the

the parties have conducted negotiations up to that point,

view (thus departing from the Düsseldorf line) that the
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SEP Proprietor that intends to fulfil its pre-litigational obli-

the burden of assertion and proof, the SEP proprietor has

gations during the proceedings (for the first time) is respon-

a secondary burden of assertion. This includes details

sible for establishing a ‘pressure-less’ negotiating situation

about which (specifically named) undertakings have taken

with the alleged infringer. One way of doing this is to stay

out a licence on which terms, and about the importance

the dispute so that negotiations can be conducted.

of those undertakings on the relevant market. The reason
given by the court is that the potential licensee usually

The 7th Civil Division of the Mannheim District Court is

has no detailed knowledge about the licensing practices

also converging with the established practice of the Düs-

of the SEP proprietor, and in particular knows nothing

seldorf courts with regard to the ‘way in which the roy-

about the content of other licensing agreements.

alties are calculated’. The starting point, after which an
SEP proprietor must present facts and explain why it

The patent proprietor also bears the (primary) burden of

deems the royalties being charged to be FRAND, is not

assertion and proof that it has sufficient objective reasons

new. What is new, however, is that the court division has

for any unequal treatment. The criterion that the court ap-

departed from the established practice of its former

plies to such objective reasons is very strict. For example,

members and now requires that the patent proprietor pre-

a single ‘outlier’ in a long chain of otherwise largely iden-

sents specific and verifiable details about the licensing

tical agreements may not be ignored, but instead defines

agreements concluded hitherto for the patent in question,

a criterion that subsequent agreements must be meas-

in order to substantiate its view. The requirement is sub-

ured against.

stantiated with reference to precedents established by
the Düsseldorf Upper District Court, which will be dis-

That the patent proprietor was forced to grant better

cussed below.

terms by means that are illegal (according to German law
at least) is not an acceptable objective reason justifying

The court has not ruled so far on whether the agreements

such an ‘outlier’.

themselves must be presented by the patent proprietor
if the infringer disputes what is presented in that respect,

In addition to measures to improve information about the

but the rationale of the judgment, which establishes a

existence, scope and relevance of standard-essential pa-

very general requirement for transparency that has enor-

tents, the European Commission also comments in its

mous scope, points very clearly in that direction.

Communication of 29.11.2017 on the general principles
regarding FRAND licensing terms for SEPs, and the

The Mobiles Kommunikationssystem decision handed

framework for enforcing them. With regard to the ques-

down by the Düsseldorf Upper District Court primarily ad-

tion, discussed above, of specifying the way in which the

dresses how the patent proprietor specifies the way in

royalties are calculated, the Commission took the view

which the royalty is calculated. The court had already inti-

that the SEP proprietor must provide ‘clear explanations’

mated, in the Qualified Guideline it issued back in 2016,

of the proposed royalty calculation and the non-discrimi-

that the SEP proprietor must present specific details

nation element of FRAND. In that respect, however, the

about the way in which the royalty is calculated and in

Commission is unspecific about how far those duties ex-

particular about licensing agreements concluded with

tend and in particular whether licensing agreements have

third parties. Should the defendant dispute the conclusion

to be presented. Yet given the context provided by the

and/or the content of the cited licensing agreements, it is

immediately preceding reference to the Guideline issued

up to the patent proprietor to provide further substantia-

by the Düsseldorf Upper District Court in the aforemen-

tion and proof of the disputed facts – which means pre-

tioned Mobiles Kommunikationssystem case, the conclu-

senting the licensing agreements.

sion can be drawn that the Commission probably inclines
to the view of the Düsseldorf court, according to which

In this particular judgment, the Düsseldorf Upper District

information must be presented about the content of the

Court clarifies this established case law in more detail.

licensing agreements, and that said agreements must

Although in principle it is the potential licensee who bears

also be presented, if need be.

20

III. Other issues in substantive law / 7. Standard-essential patents

ASSESSMENT
The two major venues in Germany for patent litigation,

of a practical nature for which neither the legal literature

Mannheim and Düsseldorf, are converging in their ap-

nor the courts have found a satisfactory solution so far.

proach.

Agreements already concluded are not designed,
namely, to conform to these precedents. Most of them

That applies first of all to the question of when exactly the

contain confidentiality agreements that would be

Huawei/ZTE obligations are fulfilled. It looks as if the 7th

breached if the agreements were to be presented in

Civil Division of the Mannheim District Court will likewise

court proceedings. It does not help much if the courts

assume in future judgments that failure to fulfil obligations

comment that concluding such clauses should not have

can be remedied at a later stage. There also appears to be

been allowed, due to the FRAND commitment, given

increasing synchrony of approach regarding the way in

that such agreements and such clauses actually exist.

which royalties are calculated, although Mannheim has yet

The licensee’s interest in secrecy is also swept under the

to clarify how far the patent proprietor’s burden of asser-

rug as a result. In most cases, this third party with no

tion actually extends, and in particular whether it has to

involvement in the legal dispute has a major interest in

present agreements concluded with third parties.

not being named, so as not to qualify as easy prey. On
top of that, insufficient consideration is given to the anti-

According to established case law as it currently stands,

trust objections to sensitive information about the licen-

the entire burden of obligations is borne by the patent

see being disclosed, perhaps to a direct competitor.

proprietor. Whereas the infringer merely needs to state
its basic willingness to take out a FRAND licence (a meet-

For the time being, proprietors of standard-essential pa-

ing with the patent proprietor has even been deemed

tents will have to find creative solutions if they are unable

sufficient in that respect), the patent proprietor has to

or unwilling to present their licensing agreements with

specify the infringement in technical terms, present a full

third parties. It may make sense, for example, to deliber-

offer to conclude a licensing agreement and explain why

ately enforce patents relating to only an optional part of

it considers the royalty being charged to be FRAND – not

the standard, or to bring actions in other courts where this

to mention having to provide extensive detail, at least, on

issue has not been ruled upon yet. It can only be hoped,

agreements already concluded, preferably by presenting

in the end, that the Federal Court of Justice will soon

the agreements themselves.

bring clarity to these issues. (Müller/Scheltz)

Regardless of the rights or wrongs of this case law, it
certainly confronts the patent proprietor with challenges
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8. Entitlement to compensation in co-inventorships
Federal Court of Justice, judgment of 16.05.2017, X ZR 85/14 – Sektionaltor II
BACKGROUND
As far back as our 2014 Case Law Review, we complained

owners, which any co-owner may demand. However, the

that the Düsseldorf Upper District Court had ruled in its

condition for financial compensation (adhering to the word-

Sektionaltorantrieb appeal judgment not to admit the ap-

ing of Section 745 BGB) is (i) that the claim to compensa-

peal on points of law in the first place. The appeal raised

tion is part of equitable administration and use in the inter-

some fundamental issues relating to the internal relation-

ests of all the co-owners, and (ii) that such an administra-

ship among a community of co-inventors.

tive arrangement is actually sought. The Gummielastische
Masse II judgment did not specify what ‘equitable discre-

More specifically, the appeal related to the co-inventor's

tion’ meant in this difficult context, or what amount of fi-

entitlement to financial compensation. In its Gummielas-

nancial compensation must be paid. These were matters

tische Masse II judgment dating from 2005, the Federal

that were not specified in greater detail by the Düsseldorf

Court of Justice had ruled nothing less than that the princi-

Upper District Court until later.

ples of general civil law also had to apply in patent law. Departing from the patent law debate at that time, which fo-

In the Sektionaltor(-Antrieb) case, however, a supreme

cused on Section 743 (1) of the German Civil Code (BGB) –

court appeal judgment has now been handed down that

which states that each part owner is entitled to a propor-

calls for some discussion here. The appeal on points of law

tionate share of the rewards –, the Federal Court of Justice

was admitted for good reason, given that it clearly broke

provided a different legal approach to the co-inventor’s en-

new legal ground and involved the development of law. As

titlement to financial compensation. Said entitlement could

before, the issue at stake is how the general, civil-law prin-

also derive from Section 745 (2) BGB – namely from an ar-

ciples of Sections 741 ff. BGB can be applied to the field of

rangement corresponding to the interests of all the co-

intellectual property law.

DECISION
The background to the decision was a protracted legal

on the entitlement to compensation under Section 743 (1)

dispute over the co-ownership of intellectual property, in

BGB (which was being discussed at that time), but raised

the form of two patents whose teachings were applied in

the dispute to a different level and sought an administrative

garage doors. A previous case involving the same parties

arrangement (namely at least one element of it) within the

resulted, in 2012 and after proceedings lasting seven

meaning of Section 745 BGB. This was precisely what the

years, in the plaintiff being awarded a 5% undivided share

Federal Court of Justice had required in the judgment

in the patents at issue.

handed down shortly beforehand.

The plaintiff had had its share in the patents assigned to it

The plaintiff had refrained from making any efforts of its

by a co-inventor and as early as September 2005 (i.e.

own to exploit the invention, even though it was obviously

during the ongoing claim and delivery proceedings) had

in a position to do so. That failure may have wreaked its

asserted claims to compensation out of court on the basis

revenge.

of its status as co-inventor (claimed by way of precaution).
That was a clever move, in that the plaintiff was responding

The Federal Court of Justice has now annulled the appeal

promptly

the

judgment in the Sektionaltorantrieb case. The circumstan-

Gummielastische Masse II judgment. It did not want to rely

ces of the specific case must be given full consideration
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when assessing whether a co-beneficiary is equitably

It should also be noted in the case under consideration,

entitled to financial compensation – in continuity with

in favour of the plaintiff and within an overall

the Gummielastische Masse II judgment. However,

assessment, that the question of entitlement (in the

those circumstances also included the reasons why the

form of the claim and delivery suit) had not been clarified

claimant itself refrained from using the invention.

over a period of many years (this was also part of our
analysis in the 2014 Case Law Review). While that may

When weighing up the interests involved, the Federal

be a commendable reason for not using the invention,

Court of Justice focuses primarily on the claimant and

in principle, an overall assessment of all the facts of the

takes its woes – but also its capabilities – into account.

case had not yet been made, which was why the case

Two normal cases can be defined in that respect. If the

was ultimately referred back to the lower court of

claimant (e.g. an individual inventor or a company in a

appeal.

different technical field) is unable for structural reasons
to simply use the invention and to exploit the patent, it

As regards the amount of financial compensation

is usually obvious that the (active) co-beneficiary who

payable, the Federal Court of Justice referred to the

makes use of the invention by conducting its own

licence analogy principle. The latter is an appropriate

production or sales activities be seen as having a duty

benchmark for assessing the value of the invention and

to compensate. However, if the co-beneficiaries face

is able to produce an equitable balancing of interests.

each other as competitors, meaning the claimant could

That said, the Federal Court of Justice does not wish to

also have exploited the invention itself, then there is no

rule out categorically a surrender of profits. However,

entitlement to compensation – or not as a rule, at least.

those would be exceptions that can mainly be construed

In such situations, it is therefore necessary to present

by analogy with the law governing employee inventions

further details about why it was not possible for the

(‘reasonable share of the financial benefits’).

claimant to use the invention itself, or why the claimant
did not avail of the existing opportunity to exploit the
invention.

ASSESSMENT
The decision is correct (for more detail, see also my com-

should take into account the interpretation of Sec-

ments on the judgment in: Mitteilung der deutschen Pa-

tions 741 ff BGB. The balancing of interests required by

tentanwälte 2017, 420). Section 745 (2) BGB is very de-

Section 745 (2) BGB is an appropriate legal instrument in

liberate in basing the right to compensation on the inter-

that respect – the purpose of patents is to encourage in-

ests of all the parties. If the co-owner had had the oppor-

ventors and enterprises to achieve technological innova-

tunity to exploit the invention itself, then it could have ex-

tions; they provide a reward, in the form of exclusivity

ploited that opportunity. Why should it be allowed to lean

rights, for disclosing the invention to the public. ‘Re-

back so as to participate, in the event of success and free

wards’ and ‘incentives’ are not produced by a rigid gov-

of risk, in the commercial profits generated by the other

ernmental system of compensation, however; instead,

party in exploiting the invention?

the inventor is granted a monopolistic legal position and
is told to generate his own reward (see Henke, GRUR

Quite unlike the ruling in the Gummielastische Masse II

2007, 89, for application of this principle to communities

case, the Federal Court of Justice is now providing an in-

of co-inventors).

terpretation, specific to patent law, of the rules governing
communities of co-proprietors. Patent law is based on a

However, if those involved were allowed to simply share

deliberate legislative objective. It can also be transferred

in the efforts of others to exploit the invention, without

to a case where there are several patent proprietors, and

referring them (primarily, at least) to efforts of their own,
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then this would run counter to the rewarding and incen-

is prevented from taking active measures of his own, or

tivising function of patents. The Federal Court of Justice

who has other good reasons for not exploiting the inven-

is now returning such entitlement to compensation back

tion himself. The Federal Court of Justice rewards the ac-

to where it is systematically well situated: as a merely

tive co-owner and sanctions the one who does nothing

subsidiary instrument that can benefit, in the form of a

on his own behalf to exploit the invention. (Henke)

mutual and equitable balancing of interests, the one who
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9. Compulsory licences
Federal Court of Justice, judgment of 11.07.2017, X ZB 2/17 – Raltegravir
BACKGROUND
This judgment is a novelty in German patent law! Never

subsequently set aside by the Federal Court of Justice

before, as far as can be seen, has a compulsory licence

(BGHZ 131, 247 – Polyferon).

been granted in Germany. Section 24 of the Patent Act
contains a provision to that effect that is also surprisingly

In one particular clear-cut case, a licence-seeker has now

detailed (for specific cases). However, there has only

invoked Section 24 PatG successfully and obtained per-

been one case in which the Federal Patent Court applied

mission – in interim injunction proceedings – to use the

that provision, and even that isolated judgment was

technical principle behind a pharmaceutical preparation.

DECISION
The facts on which the judgment is based are simple. Is-

with the applicant pointing out that it expected the pa-

entress, an antiretroviral drug containing raltegravir as ac-

tented to be destroyed, in all likelihood. This ‘fallibility’ of

tive agent and which is used (for particular patient groups

the patent’s validity was priced into the royalty, in a

and for particular indications) to treat HIV, has been sold

sense.

in Germany by the applicant for injunction since 2007. In
2012, the respondent obtained a patent (based on a pri-

In the injunction proceedings, the issue in this situation

ority dating from 2002) of dubious validity, to put it mildly.

was not the amount of royalty to be paid, but only

The patent was upheld in amended form in opposition

‘whether’ the licence had to be granted. Both courts, the

proceedings, and the appeal before the EPO was still

Federal Patent Court and the Federal Court of Justice, de-

pending when the present judgment was handed down.

cide in favour of the applicant and grant it provisional per-

The parties have been negotiating a global licensing

mission to sell Isentress in the four forms of administra-

agreement since 2014, which would also have included

tion already on the market.

the German patent. Those negotiations failed, one reason
being that the patent proprietor did not want to be fobbed

Section 24 of the Patent Act specifies two different con-

off with the low offer made by the applicant for injunction.

ditions for granting a compulsory licence, and the Federal

In the end, the patent proprietor filed an infringement ac-

Court of Justice judgment discusses both.

tion in Düsseldorf, but the infringement proceedings
were stayed in view of the pending opposition proceed-

Public interest in a compulsory licence being granted in

ings.

the present case ensued primarily from the fact that the
drug is good for treating a severe illness. However, the

During this ‘suspension phase’ (infringement proceed-

Federal Court of Justice does not stand still with that find-

ings stayed, no decision on the appeal concerning valid-

ing, but draws further distinctions regarding the specific

ity), an application for a compulsory licence to be granted

groups of patients for whom the efficacy of the drug (and

was filed in January 2016, followed in June 2016 by the

its active agent) has been especially proved. The fact that

associated application in interim injunction proceedings.

these groups (pregnant women and children, in particular)

The applicant had previously presented at least two offers

are not particularly large is offset by the severity of the

for using the invention, referring to the terms of its offers

disease. The Federal Court of Justice also focused its ar-

as ‘reasonable and customary in business’. In financial

guments on available substitutes. In many cases nowa-

terms, the offer envisaged (only) a once-only payment,

days, the means of choice is a combination therapy, so
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(to summarise briefly in our own words) the loss of a sin-

could be adequately accounted for by allowing it a rea-

gle active agent (of several conceivable ones) entailed a

sonable royalty.

noticeable restriction on the therapy options available.
The fact that many patients had already been treated with

In a second aspect of the judgment, the Federal Court

Isentress also deserved special consideration. If the drug

of Justice elucidates the other condition specified in

were taken off the market, these patients would have to

Section 24 of the Patent Act, according to which the po-

be switched to other active substances, which is not an

tential licensee must have endeavoured in vain, within a

option for every patient and involves an additional risk in

reasonable period, to obtain permission from the patent

any event. For these reasons, the overall conclusion

proprietor to use the invention on reasonable customary

drawn by the Federal Court of Justice was that there is a

terms. This question reminds one of similar discussions

public interest in a compulsory licence being granted.

currently being conducted before the German courts in
connection with the licensing of standard-essential pa-

When reading the judgment, a medical layperson and

tents. One particular issue in that regard is whether it is

citizen would hardly think it possible that a different

only licensing negotiations conducted prior to an action

view could have been taken by the court. The crucial

being brought that are relevant, or whether the potential

point, however, is that the Federal Court of Justice also

licensee’s ‘licensing efforts’ may continue until the

kept in mind the rights of the patent proprietor and the

hearing is held.

basic concept of patent law, according to which the patent proprietor (as in all Western systems of patent law)

The Federal Court of Justice adopts a position in the

must bring about its own ‘reward’ within the 20 years

middle. Although the licence-seeker’s behaviour prior to

during which it is granted exclusivity rights. Only in spe-

court proceedings were sufficient to reach a decision on

cial exceptions is it possible for the state to intervene –

the case, namely in favour of the licence-seeker, the

which is precisely what a compulsory licence entails.

Federal Court of Justice took the opportunity to add an

The public interest must therefore be carefully exam-

obiter dictum on the interpretation of that criterion. The

ined, and the Federal Court of Justice solves this prob-

‘licensing efforts’ made by the potential licensee did not

lem by detailing all those treatments in which substi-

necessarily have to be evident already when the action

tutes for Isentress are unavailable or are significantly

for compulsory licensing was filed, but the requirement

worse.

that efforts had to extend over a reasonable period
meant that it was not enough if the licence-seeker

The patent proprietor’s own commercial interests on

waited until the last minute, when court proceedings

the market received surprising little attention. Nothing

had already begun, to express its willingness to pay a

in that regard can be found in the facts of the case as

reasonable royalty for the licence. Instead, it should

set out in the judgment (or in the Federal Patent Court

have attempted over a certain period, in a manner ap-

judgment at first instance). However, there is one pas-

propriate to the respective situation, to reach agreement

sage in the grounds for appeal which shows that the pa-

with the patent proprietor on a grant of licence. Which

tent proprietor was indeed active on the market with

period and which measures are necessary in that regard

competing preparations (but not with raltegravir as the

depends on the specific case.

active agent). The Federal Court of Justice argues that
the patent proprietor was being deprived of the oppor-

In the case under consideration, the question is decided

tunity, due to removal of competition from the applicant,

in favour of the licence-seeker (as already mentioned),

to increase its sales of its own drugs, which were like-

especially since its low offer could not be interpreted

wise covered by the patent. However, it was not unrea-

merely as sham negotiation (which was one of the main

sonable for those arguments to take a back seat, given

arguments of the patent proprietor). The Federal Court

the grave risks to an indeterminate number of patients.

of Justice acknowledges that it is acceptable for the par-

Another reason, in the last analysis, was because the

ties’ expectations regarding whether or not the patent

legitimate financial interests of the patent proprietor

would prove valid to be reflected in the licence offer.
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Although the decision of the Opposition Division re-

assessment by the Technical Board of Appeal could not

duced the prospects of success for the opposition or for

be ruled out – and the licence-seeker was allowed to

subsequent revocation proceedings, a more favourable

price that uncertainty into its offer.

ASSESSMENT
The Raltegravir judgment is a very convincing one, all in

proceedings, and that the compulsory licence does not

all. It is rare that we patent lawyers are confronted with

turn out to be a gateway that deprives researching phar-

the public interest (in a specific case). No other judgment

maceutical companies of their incentive to develop new

could have been passed here, simply because of the pa-

drugs.

tients affected.
Purely as an aside, we also gained some insight, in anticThat said, we may keenly await the amount of royalty that

ipation of the pending SEP cases, of how the Federal

is finally awarded. It remains to be hoped that the patent

Court of Justice views the interaction between ‘proper

proprietor can recoup at least a large proportion of its re-

negotiations’ and the Code of Civil Procedure (the last day

search expenditures via the royalty awarded in the main

of the oral proceedings is decisive). (Henke)

III. Other issues in substantive law / 9. Compulsory licences

27

10. Employee inventions law
Federal Court of Justice, judgment of 14.02.2017, X ZR 64/15 – Lichtschutzfolie
BACKGROUND
For many patent applications pending and for many

question of who owns such released patents does not

granted patents, the rules set out in the old version of the

gain significance until years later, for example when the

law on employee inventions (Gesetz über Arbeitnehmer-

inventor leaves the enterprise or when the company or

erfindungen – ArbnErfG aF, where ‘aF’ stands for ‘old ver-

the patent is sold.

sion’) are applicable. Those rules still apply to all inventions filed before 1 October 2009. Under the old version,

The deadlines for claiming a service invention under the

the strict rules and consequences that operate if the

old version of the law were also addressed by the Federal

deadline for claiming the service invention is not complied

Court of Justice in the case under review here, as was

with result again and again in inventions being (uninten-

the question of how to handle reported inventions in re-

tionally) released by the employer, with the rights then

spect of underlying and further developments, when only

being held entirely by the inventors. In many cases, the

the later invention was validly claimed.

DECISION
In the case discussed here, the claimant was employed

not satisfy the requirement of written form pursuant to

by the respondent as Head of the R&D department for

Section 5 (1) Sentence 1 ArbnErfG aF, and that the period

technical films and packaging films and was the (co-

for claiming the service invention did not begin when it

)inventor

was reported by email on 25 February 2008. However,

of

several

service

inventions

that

the

respondent disputed were validly claimed.

the Federal Court of Justice is also upholding its previous
precedents (Federal Court of Justice, judgment of 4 April

On 25 February 2008, the claimant sent an email

2006 – X ZR 155/03 – Haftetikett), according to which the

reporting the ‘Lichtschutzfolie Impreg’ invention (‘Impreg

period for claiming the service invention begins when the

light protection film’). On that basis, the respondent filed

employer files a patent application in respect of the

a German patent application on 17 December 2008,

invention, because when it files for patent protection, at

relating to a contact-transparent, UV radiation-absorbing

the latest, the employer has the knowledge and the

film and its use as the outer tubular film for sewer pipe

potential insights that should have been communicated

repair and rehabilitation systems. The respondent named

to it with the notification of invention. The period that

the claimant as the inventor.

commenced when the patent application was filed on
17 December 2008 had already expired, therefore, by the

At the request of the respondent, the claimant filed a

time the service invention was claimed on 20 May 2009.

version of the reported invention on 25 February 2009
that was identical in content, but this time signed. In a

That the day on which the patent application is filed is also

letter dated 20 May 2009, the respondent claimed

the date on which the period for claiming the invention

unrestricted ownership of the invention.

commences is also applicable in the present case, where
a written notification of the invention was subsequently

A first part of the decision addresses the question of

submitted by the employee inventor after the application

when in this case the period for claiming the invention

had been filed. Regardless of whether or not the period

began and expired, pursuant to Section 6 (2) ArbnErfG aF.

for claiming the invention had already expired, based on

The Federal Court of Justice affirms that an email does

the filing date of the patent application, a written
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notification of the invention submitted after the patent

potential of the invention is not revealed until the second

application had been filed is unable to restart the period

invention report, for example because the first report did

for claiming the invention.

not yet describe the subject-matter of the invention
correctly. In contrast to that, the subject-matter of each

The second part of the judgment addresses the question

of the two reports in this case was an invention requiring

of how to handle a later notification of invention that is

separate assessment, and there is nothing to indicate

based

is

that it is impossible to use the outer film without using

summarised by the undertaking in a patent application

the inner film, or that this would not make any

with the previous invention, whereby only the later

commercial sense. Scale effects could be achieved if

invention report was validly claimed.

both films could be obtained from a single source, but

on

the

previous

invention

and

which

that did not suffice to allow the respondent to claim the
As a further development of the previously notified

first invention subsequently after all. Nor was that altered

invention relating to an outer tubular film for sewer pipe

by combining the inventions in a second filing, a joint

repair and rehabilitation systems, the claimant submitted

international application.

another, signed, notification of invention on 26 May 2009,
relating to an inner tubular film for sewer pipe repair and

However, by claiming the later invention, the employer

rehabilitation. In a letter of the same day, the respondent

acquired co-ownership rights to the patent applications

stated that it was claiming unrestricted ownership of the

and industrial property rights based on the later

invention. On 18 September 2009, the respondent filed

notification of invention. Due to the earlier invention being

another German patent application, relating to the

released and the later invention being validly claimed,

invention forming the subject-matter of the later

both the claimant and the respondent acquired co-

notification, but which claimed the priority of the

ownership rights (initially) to the European patent granted

application filed on 17 December 2008. On 10 December

on the basis of the international second filing.

2009, the respondent filed an international patent
application claiming the priority of the two German

The result, however, was that the Federal Court of

applications, relating inter alia to a system comprising an

Justice referred the matter back to the court of appeal,

outer and an inner film and which resulted in a European

because an inventor compensation agreement containing

patent being granted.

a precautionary declaration of assignment had been
concluded by and between the respondent and the

The Federal Court of Justice first clarifies that validly

claimant on 9 December 2009. Whether that agreement

claiming the later invention cannot result in the earlier

and the provisions in it were valid or not and gave the

invention also being validly claimed in retrospect. Such a

respondent the rights to the entire subject-matter of the

postulation would be absurd anyhow if the later invention

applications and industrial property rights in dispute will

were autonomous. However, the Federal Court of Justice

have to be clarified by the court of appeal. The federal

states that the same also applies in a case where the later

court will also have to pass judgment on the size of the

invention is only a development of the earlier invention,

co-inventor share, and on the question whether there are

is important for the commercial exploitation of the earlier

special factors in this case which justify departure from

invention, but not eligible for protection on its own. It was

the basic principle that, under Section 742 of the German

not possible to take away from the employee the rights

Civil Code, each co-owner has equal entitlement, in

he had acquired to the earlier, released invention, by

principle, to use the subject-matter of a joint patent (cf.

validly claiming the subject-matter of the invention that

Federal Court of Justice, judgment of 22 March 2005 –

was reported later. That could only be done, at most, in a

X ZR 152/03 – Gummielastische Masse II and Henke, Die

special case that does not exist here, where the true

Erfindungsgemeinschaft, p. 60).
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ASSESSMENT
Disputes over ownership of industrial property rights

In the judgment discussed here, the Federal Court of

and (shared) rights in respect of them, under the old ver-

Justice has affirmed two important principles of estab-

sion of the law governing employee inventions, are

lished legal practice hitherto, also for the special fea-

mostly characterised by the fact that the law did not

tures of this particular case. The first is that the period

match the reality. In the everyday life of a company, it

for claiming the service invention begins at the latest

was not possible in practice to implement end-to-end

when the employer files an application for the industrial

the strictly defined way of handling invention reports,

property rights. The second is the basic principle that

and the timely claiming of inventions, especially under

the co-owners have the same entitlement to use a joint

the old version of the Employee Inventions Act. Employ-

patent. Employees and employers have thus been given

ers and employees will therefore be confronted in many

some important guidelines on these issues which can

cases, also in the future, with disputes over patents and

and should help them also to reach agreement out of

applications based on inventions reported before 1 Oc-

court in further disputes over entitlement to ‘old’ indus-

tober 2009.

trial property rights. (Winkelmann)
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IV. PROCEDURAL LAW

11. Scope of entitlement to injunctive relief
Federal Court of Justice, court order of 11.10.2017, I ZB 96/16 – Quarantäne-Buchung
BACKGROUND
That a prohibitory injunction in respect of industrial prop-

In September 2016, the Federal Court of Justice then

erty rights can also mean the debtor being obligated to

handed down its next decision, in which it was reiter-

recall any infringing products was suggested for the first

ated – prominently, this time – that entitlement to prohib-

time by the Federal Court of Justice as long as three years

itory injunction also included the obligation to recall in-

ago. At that time, however, the decision did not attract

fringing products. That decision likewise related to unfair

much attention at first – the scope of the claim played

competition, however.

only a secondary role in that particular judgment and was
therefore only mentioned in passing by the Federal Court

The question whether this precedent can also be trans-

of Justice. Secondly, the case was about unfair competi-

ferred to patent and trademark law was thus left unan-

tion. However, in the German law against unfair compe-

swered. In the decision handed down this year, the Fed-

tition, in contrast to the Patent Act or the Trademark Act,

eral Court of Justice has now given a clear-cut answer:

there is no separate entitlement to recall of products, so

Yes, it can.

the decision could easily be interpreted as ‘filling a gap’.

DECISION
In the case before the Federal Court of Justice, the trade-

to prevent the infringing products from being sold. The

mark proprietor had obtained an interim injunction prohib-

infringer therefore had a duty to make every endeavour

iting the opponent from placing drugs on the market

to ensure that third parties discontinued the sale of such

which infringed the trademark. The respondent then re-

products. The duty to cease and desist was not ex-

ferred to the products in question as being ‘placed in

hausted by simply doing nothing, the Federal Court of

quarantine’ and ‘withdrawn from sale’. The trademark

Justice ruled. Instead, the party adjudged had to eliminate

proprietor was nevertheless able to obtain infringing prod-

the ‘state of disturbance’ caused by its infringement. If

ucts by making test purchases from wholesalers who had

infringing products have already been sold, the duty to

been supplied by its opponent. It then filed a request for

cease and desist therefore includes the duty to recall de-

imposition of an administrative penalty due to breach of

livered goods.

the interim injunction, but the application was rejected by
the Upper District Court in Frankfurt.

It is irrelevant in that regard whether the adjudged party
has a legal basis for taking action against third parties. It

The Federal Court of Justice has set that decision aside

has to exert any influence it can bring to bear, even on

and referred the case back to the Upper District Court.

independent persons, if the latter have received infringing
products from it.

In its grounds for the decision, the court states that the
prohibition imposed by the injunction obligated the debtor

Furthermore, the duty to recall that ensues from the pro-

not only to cease and desist, but also to take active steps

hibitory injunction is not limited, for example, by the fact
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that the beneficiary has recourse to other special regula-

junction, moreover, it suffices if the customers are or-

tions that entitle it to recall and removal from the chan-

dered not to sell the products any longer (without being

nels of trade. According to the Federal Court of Justice,

ordered to return them to the infringer).

such special regulations do not have any particular priority
over a prohibitory injunction and the entitlement, included

In the case under consideration, therefore, the Federal

therein, to have infringing products recalled. Instead, the

Court of Justice saw many indications of the duty to

rights holder enjoys both entitlements parallel to each

cease and desist being breached. However, it was not

other.

clear what ‘placed in quarantine’ was supposed to mean,
so the case was referred back to the Upper District Court

However, the adjudged party is not liable for the success

for further clarification of that question.

or failure of the recall action. In the case of an interim in-

ASSESSMENT
The decision handed down by the Federal Court of Justice

the special entitlement to recall cannot be successfully as-

deserves approval.

serted for procedural reasons. In precisely such urgent
cases, the patent proprietor has had little means at its dis-

Its significance, from the patent law perspective, is largely

posal until now to stop the sale of products already at cus-

confined to interim injunction proceedings, because in pro-

tomers of the infringer. This has now changed. The Federal

ceedings in the main action the patent proprietor has sep-

Court of Justice is also strengthening the effective enforce-

arately regulated entitlement anyhow to products being re-

ment of patents. (Müller)

called from the channels of trade.
In the context of interim injunctions, however, the judgment is of considerable importance, since it is possible that
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12. Torpedo suits
Federal Court of Justice, court order of 13.09.2016 – Porsche
BACKGROUND
Torpedo suits have fallen out of fashion somewhat, and

This concept of ‘pending’ used to be assessed very dis-

for all kinds of reasons. However, they are still part of the

parately, depending on the respective national laws. For

repertoire of good defence attorneys, and patent proprie-

actions brought before German courts, it was required

tors are also well advised to take a possible ‘torpedo’ into

that a matter be ‘legally pending’ in the narrower sense.

account when preparing patent infringement suits.

This imparted a considerable locational disadvantage, because a claim did not become legally pending until the

In patent law, their mechanism is as follows: the infringer

statement of claim (filed with the court first of all) was

of a European patent that is also validated in Germany

actually served on the respondent. As practitioners are

does not wait until it is sued in Germany in a national in-

well aware, however, this may take several weeks (or

fringement suit. Instead, the infringer takes the initiative

even several months in the case of service abroad), so a

and files, in a jurisdiction known for protracted proceed-

torpedo suit could often prove successful (in the past)

ings (typically in Italy, Belgium or Greece) a declaratory

simply and solely because the matter often becomes le-

action for the non-existence of rights, which is also ex-

gally pending at an earlier stage under local law (namely

tended to the German part of the European patent. Alt-

with the first act). The response in Germany in some

hough it is clear that the foreign court has no jurisdictional

cases has been to file the infringement suit firstly with

competence to pass judgment on the infringement in

the administration court, which does not have compe-

Germany, several years can pass before this decision on

tence, but where the matter becomes legally pending

competence has been passed (especially in courts with

earlier. In Germany, one could then relax and wait for the

little experience in these matters), although the duration

matter to be referred to the competent infringement

of such proceedings on jurisdictional competence before

court. This was still a faster procedure than having to sit

Italian courts is supposed to have improved somewhat

through a torpedo suit.

over the past ten years.
Legislators have responded by recasting the Brussels I
Proceedings are effectively blocked during this interim

Regulation. Article 30 of the old version of Council Regu-

phase – which is where the problem lies. This is because

lation (EC) No. 44/2001 (on jurisdiction and the recogni-

the German infringement court that actually has compe-

tion and enforcement of judgments in civil and commer-

tence must stay the infringement proceedings subse-

cial matters, now Article 32 of the ‘Recast Regulation’)

quently brought before it, due to Article 29 of the Council

defines independently (as European law) when a court is

Regulation on jurisdiction and the recognition and en-

‘seised’ – namely (briefly summarised) when the state-

forcement of judgments in civil and commercial matters,

ment of claim is first received by the court or the respond-

until the court first seised of the matter has established

ent (whichever is earlier). If further steps are necessary

that it does not have competence. In terms of substantive

after that act (for example, in Germany, service of the

law, both these proceedings concern ‘the same claim’

statement of claim on the respondent), however, the

within the meaning of the Regulation (namely the in-

claimant must not fail to take the steps he was required

fringement of the patent in Germany).

to take in order to have service effected on the respondent (or, in countries where Romance languages are spo-

What can then happen is that the patent proprietor and

ken: in order to lodge the document with the court).

the patent infringer join in a race against time. The first
one to makes its court action ‘pending’ has won.
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DECISION
The case now decided involved differentiating the spe-

that there are three: Grand Cayman, Cayman Brac and

cific obligations incumbent on the claimant if it wishes to

Little Cayman). Matters were exacerbated by the District

invoke the early definition of ‘seised’ in European law.

Court adding ‘USA’ to the address and posting the statement of claim, by way of service, as a registered letter

The situation is rather complicated in this particular case,

with receipt of delivery.

but can be summarised quite well for practitioners: the
claimant must take every step required to ensure that the

The statement of claim was also sent, by way of service,

second step of the procedure (namely service on the re-

to the attorneys in England (likewise by post).

spondent) is carried out, and that the matter finally becomes pending. This includes either specifying the re-

Service directly to the respondent failed, and its attorneys

spondent’s correct and complete address, or specifying a

did not respond until after a further attempt at service (in

representative who either has real power to receive ser-

January 2013). In the meantime, however, the (positive)

vice or who the claimant can rely upon, without negli-

action for payment of USD 200 million was pending be-

gence at any rate, as actually having power to receive ser-

fore the High Court of Justice. The issue in the case un-

vice.

der consideration here was whether the German proceedings before the District Court in Stuttgart should be

The court order issued by the Federal Court of Justice,

stayed in view of the proceedings in England. The request

which is very detailed in its rationale, has to navigate

for a stay of proceedings was dismissed in the first two

some legal pitfalls and is also of interest to tabloid jour-

instances, and the courts wanted to continue the German

nalists. Our report here is brief.

proceedings.

The background to the case was the attempt by Porsche

In the appeal proceedings, the Federal Court of Justice

to take over VW, and the subsequent takeover of Porsche

set aside the court order and referred the matter back to

by VW. The parties to the dispute were a holding com-

Stuttgart.

pany in Germany (the claimant) and an investment company domiciled on the Cayman Islands (the respondent).

There was no doubt that the claimant had done too little

In February 2012, the investment company had notified

to serve the action ‘directly’ on the respondent. The Fed-

the claimant, through its English attorneys, that damages

eral Court of Justice argues that the claimant should have

amounting to almost USD 200 million would be claimed

given the court an address that also satisfied the require-

in respect of losses incurred due to incorrect statements

ments for service by post. This usually includes the post-

concerning the scale of trading activities in VW shares.

code. In the case under consideration, the Federal Court

This was a ‘letter before claim’ in accordance with the

of Justice convinced itself of that fact in respect of the

English “practice direction on pre-action conduct”.

Cayman Islands in particular, and it was still unclear on
which of the three islands the documents were to be

In June 2012, the holding company claiming the damages

sent. The crucial point was whether the claimant took the

then filed a torpedo suit at the District Court in Stuttgart,

steps it was obliged to take (from its subjective perspec-

in which it sought a declaratory judgment that the claims

tive) in order to bring about service of the document that

to damages being asserted did not exist.

initiated the proceedings (i.e. the statement of claim). It
was irrelevant whether the postal services on the Cay-

However, the sordid story began with a mere act of neg-

man Islands could have served the document, in which

ligence – the address of the investment company, the re-

case the claimant’s mistake might have been remedied.

spondent, was stated incompletely on the statement of

This failure can also be ascribed to the claimant, because

claim. Not only was the postcode missing, it was also not

it could easily have been avoided if the case had been

specified on which of the Cayman Islands the respondent

conducted conscientiously. The claimant did not need to

was domiciled (we learn from the grounds for judgment

obtain an extract from the register of companies, or a
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public document – information from a reliable source con-

such service (or whom it can rely upon as having such

cerning an address for service on the respondent would

authorisation). Whether that was true in this case was not

have sufficed.

clarified in the proceedings before the Federal Court of
Justice. The appeal court had only clarified, albeit imper-

The comments made by the Federal Court of Justice re-

missibly, what the situation was in English law. Instead

garding service on the attorney in England (by way of pre-

of commissioning a full legal opinion from an expert on

caution) are also instructive. Whether or not service may

English law, the court of appeal confined itself to obtain-

be made on a representative who is appointed in a legal

ing a general opinion from a contact in the British Ministry

transaction is a matter to be determined according to na-

of Justice, through the judicial network, and to obtaining

tional law (in this case UK law). A claimant honours its

two decisions by British courts. That was not enough,

obligations under Article 30 of the Brussels I Regulation

with the result that the case was referred back to the

(the old version) only if it specifies, as the addressee for

court of appeal for further clarification.

service, a person who is actually authorised to receive

BEWERTUNG
The lessons from this case are clear-cut. Anyone who has

being lost, with the consequence that a claimant may

to invoke Article 30 in the old version of the Brussels I

then end up before the unloved torpedo court.

Regulation in order to prevail in the contest against torpedo suits must also take that Article seriously and actu-

Although the court order is based on the 2001 version of

ally make every reasonable endeavour to ensure that the

the Brussels I Regulation, the analysis behind it are also

statement of claim is served on the respondent. On the

directly applicable to the ‘new’ Brussels Ia Regulation. Ar-

Cayman Islands, a missing postcode can result in a letter

ticles 29 and 32 are the relevant ones here. (Henke)
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